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Introduction 


Administration in time of war has come to revolve 
about the President. But if the action of the President 
in peacetime is normally delegated,’ in time of war it is 
abnormally so. In the experience of the First World War 
can be seen the characteristics which make this inevitable. 
From the start, the President was the recipient of innu- 
merable delegations of power by Congress, with the re- 
sult that administrative authority was concentrated in the 
President. Since he was obviously unable to perform 
personally all of the acts required of him, he began by 
designating others to act for him and redelegated his 
powers in whole or in part tothem. Congress recognized, 
moreover, that the prosecution of the war required a max- 
imum of executive discretion with respect to administra- 


* Co-Author with Ashley Sellers: “Administrative Practice and Procedure 
in the Department of Agriculture Under the Plant Quarantine Act” (1940— 
Dept. of Agr. mimeo.) ; “Administrative Practice and Procedure in the De- 
partment of Agriculture Under the Food, Drug and Cosmetic Act of 1938” 
(1940—Dept. of Agr. mimeo.) ; “Subdelegation of Administrative Authority,” 
13 Gro. WasH. L. Rev. 144-196 (February 1945). 

1 Hart, “The President and Federal Administration” in Haines and Dimoch, 
Essays on the Law and Practice of Governmental Administration (1935) pp. 
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tion. It tended to grant administrative powers without 
establishing administrative agencies charged with respon- 
sibility for their execution or, where administrative agen- 
cies were created by statute, Congress established them 
in skeleton form and left the President to work out the 
administrative details. The cumulative enhancement of 
the administrative powers of the President that occurred 
in the First World War prompted the following observa- 
tion by an authoritative observer: 


Though constitutionally the President’s powers are exclusively 
executive as distinguished from administrative, the President has 
nevertheless become in effect the administrator-in-chief of the 
Government. This has resulted partly as a logical consequence 
of his duty as Chief Executive to see that the laws are duly 
enforced, partly in consequence of the powers possessed by him 
to nominate and, with the consent of the Senate, to appoint the 
chief administrative officers of the Government and his unre- 
stricted power to dismiss all such officers, but chiefly from the 
fact that Congress has by statute conferred upon him adminis- 
trative powers of the most comprehensive character. Especially 
has this policy been pursued by Congress since the entrance of 
the United States into the war. In almost no case did Congress 
attempt itself to prescribe the character of organization or the 
administrative methods that should be employed in enforcing the 
large volume of war legislation it enacted. Almost invariably it 
contented itself with providing that the President should take 
such action as in his opinion was wise to see that the provisions 
of those acts were properly carried out.” 


The President's Power to Subdelegate 


It was customary for World War I legislation to vest 
administrative authority directly in the President, but 
almost invariably such legislation included provisions em- 
powering the President to exercise the delegated war 
powers through others. The statutes differed in the lan- 
guage employed for this purpose. Some statutes desig- 
nated the official or agency through whom the President 


2 Willoughby, GovERNMENT ORGANIZATION IN WARTIME AND Arter (1919) 
pp. 5-6. In addition to Willoughby, other comprehensive accounts of adminis- 
tration in World War I are: Berdahl, War Powers oF THE EXECUTIVE IN 
THE Unirep States (1920); Baruch, AmericAN INDUSTRY IN THE War 
(1941); Clarkson, InpustRIAL AMERICA IN THE WortD War (1923); Tobin 
and Bidwell, Mositizinc Crvm1ANn America (1940). 
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could act,* others authorized the creation of a special 
agency for the exercise of a specific power,‘ and still 
others permitted the President to exercise the particular 
power delegated to him through whatever persons or 
agencies he might select.” Though in some statutes an 
express provision for the subdelegation of authority was 
lacking, the equivalent was included within an express 
grant of rule making power to the President for the en- 
forcement of the authority Congress had delegated to 
him. Where the Congress delegated administrative 
authority related to the prosecution of the war directly to 
a subordinate official, action by the latter was conditioned 
by a requirement of Presidential approval.’ 

Under these circumstances, litigation involving the im- 


8 39 Sra. 619, 645 (1916) (possession and control of transportation systems 
through the Secretary of War); 40 Srar. 276, 284 (1917) (regulation of the 
price, sale, production, distribution, shipment and storage of coal and coke 
through the Federal Trade Commission). 

440 Stat. 276 (1917) (licensing the importation, manufacture, storage, min- 
ing, or distribution of any necessaries); 40 Srat. 550 ( 1918) (housing for 
war needs); 40 Srar. 594 (1918) (creation of a war housing corporation). 

540 Srat. 272 (1917) (orders establishing priority in transportation, through 
the Interstate Commerce Commission or such other persons as the President 
might designate); 40 Strat. 75 (1917) (possession and operation of enemy 
owned vessels, through the United States Shipping Board or any department or 
agency of the government) ; 40 Srar. 182 (1917) (emergency shipping powers, 
through such agency or agencies as the President shall determine); 40 Star. 
913 (1918) (ship charter and freight rates, priority in carriage and in dock 
service, etc., through such agency or agencies as the President shall determine) ; 
40 Star. 451 (1918) (operation of transportation systems while under federal 
control, through such agencies as the President may determine 

640 Srar. 217, 225 (1917) (control of exports); 40 Srar. 411, 422 (1917) 
(control of imports). 

740 Start. 385 (1917) (manufacture, distribution, storage, and use of explo- 
sives placed under control of the Director of the Bureau of Mines); 40 Star. 
273 (1917) (investigation by Secretary of Agriculture of demand, supply, prices, 
costs and other “basic facts” relating to food production, distribution, etc.) ; 
40 Strat. 182, 220 (1917) (regulations of the Secretary of the Treasury gov- 
erning the movement and anchorage of vessels in the territorial waters of the 
United States). The condition of Presidential approval was not always 
incorporated in statutes of this sort and it is very doubtful that the condition 
added anything to the President’s power in wartime to control the action of 
those of his subordinates who are exercising war powers. “I hold that no Head 
of Department can lawfully perform an official act against the will of the Pres- 
ident; and that will is by the Constitution to govern the performance of all 
such acts.” 7 Op. Atty. Gen. 453, 469, 470 (1855). This statement of Attorney 
General Cushing has been criticized as too broad, but the critic concedes that 
it is an accurate statement of the President’s power of control over the dis- 
cretionary acts of the heads of departments. Hart, THE OrDINANCE MAKING 
Powers OF THE PRESIDENT OF THE UNiTeD States (1925) pp. 188-197. See 
also the discussion of the President as Administrative Chief in Corwin, THE 
PresIpENT, OFFICE AND Powers (1941), ch. III, and in the report of THE 
Presipent’s CoMMITTEE ON ADMINISTRATIVE MANAGEMENT, REPORT WITH SPE- 
cia StuprEs (1937) pp. 329-334. 
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plied power of the President to subdelegate his war pow- 
ers was rare. So far as the power to requisition land for 
a naval post and determine the just compensation to be 
paid to its owners is concerned, the failure of the legisla- 
ture to state in express terms that the President might 
exert the power through others was adjudged no bar to 
his acting through the Secretary of the Navy.* The reply 
of the court to the contention that the power in question 
was judicial, and hence given to the President in an “‘indi- 
vidual and personal” capacity, was that 


. . . the delegation of power was to the President as the Chief 
Executive, and not personal and individual. It is quite unrea- 
sonable to construe the act otherwise, in view of the subject mat- 
ter. And again, under similar legislation arising during the 
World War, judicial approval has apparently been given to dele- 


gation by the President of such authority to other members of 
the Cabinet, .. .° 


Assertions that a statute permitted only personal action 
were uniformly rejected where the President subdelegat- 
ed administrative authority pursuant to a statutory pro- 
vision expressly authorizing him to do so. The requisi- 
tioning of land,” the fixing of profit margins on the mill- 
ing of wheat flour,” an order regulating the distribution 
of coal between dealers and consumers,” the determina- 
tion that property is alien owned and the demand for and 
seizure of the property,” the power to decide how enemy 


8 United States v. McIntosh, 2 F. Supp. 244 (E. D. Va. 1932), rehearing den. 
3 F. Supp. 715 (E. D. Va. 1933), app. dis. 70 F. (2d) 507 (C. C. A. 4th, 1934), 
cert. den. 293 U. S. 586, 55 Sup. Ct. 101, 79 L. ed. 682 (1934). 

92 F. Supp. at p. 252. The court cites Phelps v. United States, 274 U. S. 
341, 47 Sup. Ct. 611, 71 L. ed. 1083 (1927) (Subdelegation to the Secretary 
of War); Seaboard Air Line R. Co. v. United States, 261 U. S. 299, 43 Sup. 
Ct. 354, 67 L. ed. 664 (1923) (Subdelegation to the Secretary of War); Rus- 
sell Motor Car Co. v. United States, 261 U. S. 514, 43 Sup. Ct. 428, 67 L. ed. 
778 (1923) (Subdelegation to the Secretary of the Navy); but all of these 
decisions involved action by the President pursuant to statutes authorizing him 
to exercise the powers in question through any agency or agencies he might 
create or designate. 

10 United States v. Stein, 48 F. (2d) 626 (N. D. Ohio 1921). 

11 Enid Milling Co. v. United States, 64 Ct. Cl. 396 (1928). 

12F, I. Du Pont De Nemours & Co. v. Hughes, 50 F. (2d) 821 (C. C. A. 
3d, 1931). 

13 Central Union Trust Co. of New York v. Garvan, 254 U. S. 554, 41 Sup. 
Ct. 214, 65 L. ed. 403 (1921); Stoehr v. Wallace, 255 U. S. 239, 41 Sup. Ct. 
293, 65 L. ed. 604 (1921); Garvan v. Marconi Wireless Telegraph Co. of 
America, 275 Fed. 486 (N. J. 1921). See also Commercial Trust Co. of N. J. 
v. Miller, 262 U. S. 51, 43 Sup. Ct. 486, 67 L. ed. 858 (1923). 
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property should be sold, the cancellation of a govern- 
ment contract for materials used in the construction of 
ships**—all these discretionary actions by those whom the 
President had empowered to act for him under applicable 
statutes were sustained without hesitation. The courts 
refused to read any limits into broad and all-inclusive 
statutory provisions permitting the President to subdele- 
gate the powers conferred upon him by law when there 
was clear and unmistakable evidence that none were in- 
tended by the legislature. 

The courts reasoned that express authority to act 
through others left the President free to subdelegate the 
full power and discretion conferred upon him by statute. 
In this sense, the President often did “vest” all his power 
in other officers, giving it to them without in any way 
having exercised the discretion the statute lodged in him.** 
But the converse was also true, and when the delegations 
of President Wilson in different fields of wartime admin- 
istrative control are compared it is apparent that there 
was considerable variation in the scope of the power he 
subdelegated. Reference has already been made to the 
fixing of profit margins on the milling of wheat flour by 
the Food Administrator.“ The method by which the 
President empowered the Food Administrator to take 
such action with regard to licensees under the Lever Act 
shows the relatively narrow scope of the power that was 
subdelegated. The Lever Act permitted the President 
to order a licensee to discontinue taking a profit found by 
the President to be “unjust, or unreasonable, or unfair.” ** 
In lieu of such a profit, the President could “find what is 


14 United States v. Chemical Foundation, 272 U. S. 1, 47 Sup. Ct. 1, 71 
L. ed. 131 (1926). 

15 Russell Motor Car Co. v. United States, supra note 9. 

16 United States v. Chemical Foundation, supra note 14. See also the Presi- 
dent’s Proclamation of March 29, 1918, authorizing The Director General of 
Railroads “generally to do and perform all and singular all acts and things 
and to exercise all and singular the powers and duties which in and by the said 
act, [Federal Control Act] or any other act in relation to the subject hereof, 
the President is authorized to do and perform.” 40 Star. 1763-4 (1918). 

17 Supra note 11. 

1840 Strat. 276, 278 (1917). 
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a just, reasonable, nondiscriminatory, and fair storage 
charge, commission, profit, or practice, and in any pro- 
ceeding brought in any court such order of the President 
shall be prima facie evidence.” What President Wilson 
did was to 


. authorize and direct the United States Food Administra- 
tor, in prescribing regulations for licenses under section 5 of 
the act . . . to find that a just, reasonable, and fair profit is 
the normal average profit which persons engaged in the same 
business and place obtained prior to July 1, 1914, under free 
competitive conditions; to indicate, if he shall see fit to do so, 
what margin over cost will return such a just, reasonable, and 
fair profit; and to take such legal steps as are authorized by said 
act to prohibit the taking of any greater profit.!® 

Still other illustrations are supplied by the Lever Act. 
The President’s power to requisition foods and feeds was 
freely and unqualifiedly given to the Food Administra- 
tor.” On the other hand, the President never subdelegat- 
ed his power to fix a “reasonable guaranteed price for 
wheat.” * He did, however, authorize the Food Admin- 
istrator to approve wheat purchases by the Food Admin- 
istration Grain Corporation at rates higher than the 
President’s guaranteed prices.” Maximum prices for 
coal were first established by Presidential order, but the 
Fuel Administrator was allowed to make modifications 
and reductions in the prices fixed by the President.” In 
the closing months of the war, President Wilson broad- 
ened the authority of the Fuel Administrator over coal 
prices and over the commissions and gross margins of 
coal dealers. By Executive Order, the President directed 
“that the United States Fuel Administrator shall, as occa- 
sion may require, restore, change or make such rules, 


19 Ex. O. 2765, November 27, 1917. 

20 Ex. O. 2736, October 23, 1917. 

2140 Strat. 276, 281 (1917). See the report of the Wheat Price Committee 
and President Wilson’s statement of August 30, 1917 fixing the price of wheat 
at 7 <<? oe Both reprinted in the Official Bulletin, No. 96, August 31, 
1917, pp. 1-2. 

22 Ex, O. 2884, June 12, 1918. This power was transferred to the United 
States Wheat Director by Executive Order 3087, May 14, 1919. 

23 40 Star. 276, 284 (1917). See Official Bulletin No. 88, August 22, 1917, 

p. 1; No. 90, August 24, 1917, pp. 1-2; No. 121, October 1, 1917, p. 1; No. 
145, October 29, 1917, pp. 1-2; No. 174, December 3, a7, » 1. 
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regulations, orders and proclamations fixing the prices or 
regulating the production, sale, shipment, distribution, 
apportionment, storage or use, of all coal or coke as in 
his judgment may be necessary.” 

In one special area the President never subdelegated 
any of his authority. He always retained and exercised 
the full power and discretion vested in him to make the 
basic findings of fact required by a statute before its pro- 
visions became operative.** ‘This included determinations 
regarding the subject matter or persons who should be 
brought within the area of executive regulation. In the 
application of the Lever Act, for example, the extension 
of its licensing provisions first to one and then to another 
segment of industry waited upon proclamations of the 
President.” Not until then did the authority of the Food 


Administrator or the Secretary of Agriculture, who ac- 
tually issued the required licenses and prescribed the reg- 


24 Ex. O. 3173, November 5, 1919. On January 31 and February 20, 1919, 
the Fuel Administrator had suspended the operation of certain coal and coke 
regulations, orders and proclamations previously issued. The suspension was 
effective “until further order by the President.” The action of the Fuel Admin- 
istrator was partially revoked by Executive Order 3172, October 30, 1919. 
That order, however, delegated to the Fuel Administrator for the first time 
the authority to “restore, change or make such rules or regulations relating 
to the production, sale, shipment, distribution, apportionment, storage or use of 
bituminous and lignite coal as in his judgment may be necessary.” 

25“Tt is also to be observed that the power exercised by the President in 
time of war is greatly augmented, outside of his functions as Commander in 
Chief, through legislation of Congress increasing his administrative authority. 
War demands the highest degree of efficient organization, and Congress, in the 
nature of things, can not prescribe many important details as it legislates for 
the purpose of meeting the exigencies of war. Never is adaptation of legis- 
lation to practical ends so urgently required, and hence Congress naturally in 
very large measure confers upon the President the authority to ascertain and 
determine various states of fact to which legislative measures are addressed. 
. . . The principles governing the delegation of legislative power are clear, 
and while they are of the utmost importance when properly applied, they are 
not such as to make the appropriate exercise of legislative power imprac- 
ticable.” Hughes, C. E., The Fighting Powers of the United States Under 
The Constitution, reprinted in 55 Cong. Rec., Pt. 8, 551, 553. Field v. Clark, 
143 U. S. 649, 12 Sup. Ct. 495, 36 L. ed. 294 (1892) and the other cases in 
point are collected and discussed in Shreveport Engraving Co., Inc. v. United 
States, 143 F. (2d) 222 (C. C. A. 5th, 1944), cert. den. 323 U. S. 749, 
65 Sup. Ct. 82, 89 L. ed. 600 (1944); rehearing den. 323 U. S. 815, 65 Sup. 
Ct. 128, 89 L. ed. 648 (1944). } i: 

26 The scope of each of the proclamations vesting authority in the Food 
Administrator is described in Willoughby, op. cit. supra, pp. 273-276. For proc- 
lamations vesting licensing powers in the Secretary of Agriculture, see Procla- 
mation of the President January 3, 1918, 40 Srat. 1736 and Proclamation of 
the President February 25, 1918, 40 Srar. 1751. 
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ulations under which they were obtainable, come into 
play. This was also true for the control of imports and 
exports under the Espionage and Trading with the En- 
emy Acts.” The delegation of authority was to the Pres- 
ident, with no express authority to subdelegate but a grant 
of extensive rule-making powers. In practice, the appli- 
cable sections of the two Acts were construed as broad 
enough to permit the subdelegation of administrative 
authority, even of the President’s rule-making powers, 
in order to make effective the system of import and export 
licenses that was established, but the President always 
reserved to himself the power to make the essential find- 
ings of fact and enumerate the commodities to be con- 
trolled, as required by the terms of the Acts.“ Whether 
the President could subdelegate to another his power to 
make the findings without which a statute was inopera- 
tive was never litigated. But it was decided that until 
such findings were made by the President a department 
head could not presume to exercise authority which the 
President doubtless could subdelegate once the statute 
was operative.” 


Form and Precision of the Subdelegation 


Insofar as the validity of a subdelegation of wartime 
authority was challenged on the ground of the selection of 
improper means to effect the subdelegation, or on the 
ground of the imprecision of the language used by the 
President to empower another to act for him, the chal- 
lenges were uniformly unsuccessful. The fact that a 
statute made no provision for Presidential action by 
means of a proclamation was held not to prevent the Pres- 
ident from utilizing this means to effectuate the purposes 
of the act. In this particular instance the applicable 


27 40 Strat. 217, 225 (1917); 40 Srar. 411, 422 (1917). 

28 Ex. O. 2729-A, October 12, 1917. Proclamation of the President, August 
27, 1917 (Control of the export of listed commodities vested in the Exports 
Administrative Board) 40 Star. 1691 (1917). 

29 Pocahontas Fuel Co. v. United States, 61 Ct. Cl. 231 (1925). The case is 
discussed infra p. 259. 
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statute authorized the President to requisition land for a 
naval post and Congressional silence as to how it should 
be done was interpreted by the court as leaving the Pres- 
ident free to employ any “convenient and appropriate 
method of exercising the executive power.” * President 
Wilson used Executive Orders and Proclamations inter- 
changeably in devolving authority upon subordinates.” 
Under the reasoning of Wolsey v. Chapman,” in which an 
“order” of the Secretary of the Interior was considered 
the equivalent of a “proclamation” by the President, even 
an express statutory requirement of a “proclamation” did 
not necessitate executive action by means of the formal 
proclamation as it was known in practice. The opinion 
was based on the principle of Wilcox v. Jackson® that 
the acts of the head of an executive department are in 
legal contemplation the acts of the President and stated: 


That case is conclusive of this, unless the word “proclamation” 
as used in the present statute, has a signification so different 
from “order” in the other as to raise a material distinction be- 
tween the two cases. We see no such intention on the part of 
Congress. A proclamation by the President, reserving lands 
from sale, is his official public announcement of an order to that 
effect. No particular form of such an announcement is neces- 
sary. It is sufficient if it has such publicity as accomplishes the 
end to be attained. If the President himself had signed the order 
in this case, and sent it to the registers and receivers who were 
to act under it, as notice to them of what they were to do in 
respect to the sales of the public lands, we cannot doubt that the 
lands would have been reserved by proclamation within the mean- 


30 United States v. McIntosh, supra note 8 at p. 252. Accord: Muir v. 
Louisville & N. R. Co., 247 Fed. 888,895 (W. D. Ky., 1918). 

31 “During World War I, the use of the Executive Order was widened as 
executive authority and power increased and its scope was again greatly broad- 
ened. Important agencies such as the Food Administration, the Grain Corpora- 
tion, the War Trade Board, and the Committee on Public Information were 
set up by Executive Order. Presidential powers, vastly increased in wartime, 
were specifically delegated to subordinate officers by Presidential Order. Defense 
appropriations were allocated. Defensive sea areas were established. Censorship 
of the foreign language press was delegated to the Postmaster-General. Rules 
were established governing the behavior of enemy aliens. The interned ships 
of enemy powers were assigned for use. Sale of property in the hands of the 
Alien Property Custodian was regulated. Rules for wartime radio broadcasting 
were established. Bullion exports were regulated, and the non-combatant duties 
of conscientious objectors to military service were detailed.” PRESIDENTIAL 
Executive Orpers (1944) Vol. I, ae v. 

32101 U. S. 755, 25 L. ed. 915 . 80). 

83 13 Pet. 498, 10 L. ed. 264 (U. S. 1839). 
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ing of the statute. Such being the case, it follows necessarily, 
from the decision in Wilcox v. Jackson that such an order sent 
out from the appropriate executive department in the regular 
course of business is the legal equivalent of the President’s own 
order to the same effect. It was, therefore, as we think, such a 
proclamation by the President reserving the lands from sale as 
was contemplated by the act.** 


Historically the outward form of the Presidential proc- 
lamation had changed little since the time of Washington; 
and while the employment of the Executive Order wid- 
ened in World War | it still differed somewhat from the 


proclamation in content, elaborateness, and conditions of 
use.” 


Means more informal than proclamation and Executive 
Order were utilized by the President in World War I 
to subdelegate his powers. The outstanding illustration 
of informality in the devolution of administrative author- 
ity was the President’s letter of March 4, 1918 to Bernard 
M. Baruch.” In this letter the President removed the 
War Industries Board from the jurisdiction of the Coun- 
cil of National Defense, gave the Board a new charter 
of administrative duties, and requested Mr. Baruch to 


84101 U. S. at p. 770. 
35 Hart, op. cit. supra, pp. 315-321. 

“Executive Orders deal more exclusively with matters of an administra- 
tive or executive nature than do Proclamations. Executive legislation 
usually takes the form of Proclamations, especially when it is of general 
interest and application within the continental United States. Sometimes, 
however, the Proclamation of the President merely outlines an ordinance 
and mentions Rules and Regulations to be issued. A Proclamation in both 
England and the United States is a form of publication or promulgation. 
It is not only printed, but published, and is deposited in the archives of 
the Department of State as a part of the public record of the government. 
Thus it gets its name from this purpose of proclaiming or publishing some- 
thing, while its contents may be declaratory, informatory, or hortatory, as 
well as, upon occasion, legislative. Executive Orders are less formal, and 
are apt to be used either for such ordinances as those for territories like 
the Panama Canal, or, especially, for ordinances in the material sense of 
the term. Civil service rules usually or always take the form of Executive 
Orders. Such rules are of considerable public interest, but they do not 
directly affect private persons. 

“Both forms are used for ordinances under delegated power as well as 
for ordinances under constitutional authority.” Jd. at p. 316. See too the 
discussion of Executive Orders and Proclamations in the report of The 
President’s Committee: op. cit. supra, pp. 320, 354. 

36 Both Willoughby, op. cit. supra pp. 74-76, and Baruch, op. cit. supra pp. 
24-25 reproduce the President’s letter. The facts behind the President’s letter 
are told in Tysin, “The War Industries Board, 1917-18,” Fortune, Supplement, 
September, 1940. 
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accept the position of Board Chairman. It was not until 
May 28, 1918 that President Wilson formally established 
the War Industries Board by Executive Order, and this 
Order merely incorporated by reference the duties and 
powers that were first set forth in the President's letter.” 
The Executive Order of May 28 did not relate the action 
taken to any statute, although it was a step that could 
have been taken under the Overman Act, which was ap- 
proved May 20, 1918, but whether the document effecting 
a subdelegation of authority had to recite the statutory 
basis for the action was an issue that was not litigated until 
the Second World War. 

A subdelegation of Presidential authority could be 
effected without any writing, however informal, when the 
courts invoked the presumption that the exercise by a 
department head of authority vested by statute in the 
President is done at the direction of the President and 
with his approval. The few decisions, however, exhibit 
conflict and uncertainty over the extent to which the pre- 
sumption should be invoked to sustain the exercise of the 
President’s war powers by those who could show no ex- 
press authorization to act for the President. The opinion 
in Maresca v. United States* accepts the orthodox view 
and sustains the legality of certain regulations promul- 
gated by the Commissioner of Internal Revenue with the 
approval of the Secretary of the Treasury, even though 
there was no showing that the President authorized either 


387 Ex. O. 2868, May 28, 1918. 

38 Toledo, Peoria and Western R. R. v. Stover, 60 F. Supp. 587 (S. D. Iil. 
1945). In United States v. Kraus, 33 F. (2d) 406, 408 (C. C. A. 7th, 1929), the 
President was regarded as having issued the Executive Order “pursuant to the 
act of August 29, 1916.” The Kraus case was criticized and distinguished in 
United States v. Smith, 39 F. (2d) 851, 855 (C. C. A. Ist, 1930), where the 
court regarded the changes effected by the President’s letter of March 4, 1918 
as having been done “with or without authority,” and the Executive Order of 
May 28, 1918 as having been issued “apparently under the Overman Act.” 

39 Grundstein, Subdelegation of Administrative Authority (1945) 13 Geo. 
Wasu. L. Rev. 144, 146-148. 

40277 Fed. 727 (C. C. A. 2d, 1921), cert. den. 257 U. S. 657, 42 Sup. Ct. 
183, 66 L. ed. 420 (1922). Regulations under Section 15 of the Lever Act 
(40 Srat. 276 (1917)) to permit the use of certain materials to produce dis- 
tilled spirits for other than beverage purposes. 
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of these officials to exercise the power that the Lever Act 
had delegated to him. A double barrelled presumption 
characterizes the opinion in Roxford Knitting Co. v. 
Moore and Tierney, Inc., which involved the legality 
of a compulsory order placed with a firm pursuant to 
Section 120 of the National Defense Act of 1916 but not 
signed by either the President or the department head. 
The court first presumed that an order placed by a subor- 
dinate in the regular course of business was placed with 
the knowledge and approval of the head of the depart- 
ment. The next step was the familiar rule that “The act 
of a head of a department is in legal contemplation the act 
of the President.” ** The decision in the Roxford Knitting 
Co. case not only tolerates an excessive amount of infor- 
mality in the procedure for subdelegating administrative 
authority, but it also runs counter to the reasoning of 
earlier decisions which refused to apply the legal pre- 
sumption of Presidential approval to validate the acts 
of subordinates on the ground that the President does not 
act and speak through them.” 

The question reappears again in the disputes over the 
validity of the regulations issued by the Wool Division of 
the War Industries Board to control the collection and 
distribution of the 1918 domestic wool clip, particularly 
the regulation recapturing the excess gross profits of 
licensed dealers. The matter was disposed of in United 
States v. Kraus with the statement: “The War Industries 
Board, and all of its subdivisions, were merely agents, 
speaking for the President, and so far as the regulations 
are involved, they are to be considered as his acts.” “* But 
in United States v. Smith * the Circuit Court of Appeals 


41265 Fed. 177 (C. C. A. 2d, 1920), cert. den. 253 U. S. 498, 40 Sup. Ct. 
588, 64 L. ed. 1032 (1920). 

42 7d. at p. 190. 

43 Grundstein, supra note 39. 

44 Supra note 38 at p. 409. 

45 Supra note 38. 
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for the First Circuit refused to follow the Kraus decision 
and drew the following distinction: 


In the cases at bar, however, the record does not disclose that 
the Board ever took any action on the regulations adopted by the 
Wool Division; nor does it appear from the statutes and exec- 
utive orders that the President ever gave his agents, if such they 
were, any authority to adopt such regulations.*® 


The opinion in the Smith case goes back to the funda- 
mental problem of precisely what authority was subdele- 
gated to the War Industries Board by the President’s 
informal letter of March 4, 1918 and his subsequent Ex- 
ecutive Order of May 28, neither of which referred to 
any of the numerous statutes delegating specific war 
powers to him. Had the President transferred actual 
legal power to the War Industries Board or had he mere- 
ly invested it with his executive discretion to be used to 
control the exercise of war powers vested in other war 
agencies? *’ In the end the government conceded that the 
regulations requiring the repayment of excess gross profits 
imposed an unauthorized penalty and were invalid.” 

Even though it be conceded that the President acts 
through the heads of the executive departments, so that 
when they act they should be regarded as acting for him, 
there is the problem of fixing the point in the process of 
exercising administrative power at which this principle 
becomes applicable. The facts of Pocahontas Fuel Co. v. 
United States are illustrative. On June 14, 1917 the 
Secretary of the Navy notified the company to supply the 
Navy with a certain tonnage of coal at a fixed price over 
a stated period of time. On August 21, 1917 the Presi- 
dent, by Executive Order, authorized the Secretary of 
the Navy to exercise certain requisitioning powers to ob- 
tain war materials for the use of the Navy. The com- 

46 Jd. at p. 858. 

47 See infra pages 281-2. 

48 United States v. McFarland, 15 F. (2d) 823 (C. C. A. 4th, 1926), cert. 
granted 273 U. S. 688, 47 Sup. Ct. 449, 71 L. ed. 841 (1927), cert. revoked 275 
U. S. 485, 48 Sup. Ct. 27, 72 L. ed. 386 (1927). 


4961 Ct. Cl. 231 (1925). 
2 





260 THE GEORGE WASHINGTON LAW REVIEW 


pany had protested the prices that were fixed by the Sec- 
retary of the Navy, but the latter refused to make any 
adjustments, since these prices were above those subse- 
quently fixed by the President proceeding under the 
Lever Act. If the Navy Department’s order constituted 
a requisitioning of the coal, the prices fixed in the order 
were fixed by virtue of the authority contained in legis- 
lation specifically delegating to the President the power 
to requisition. Therefore, could the Secretary of the 
Navy requisition war materials before the President ex- 
pressly subdelegated to him the power to do so? 

It is to be observed not only that this order was neither in 
terms a requisition nor couched in such language as to justify 
such a construction, but also that at this time the Secretary of 
the Navy had no power to requisition. The acts of March 4, 
1917, and June 15, 1917, are pleaded. The latter of these acts 
had not then been passed. The former gave certain powers to 
the President but did not authorize their exercise through some 
other agency as did the latter. Under neither act was there any 
delegation of power to the Secretary of the Navy until the Exec- 
utive order of August 21, 1917. It is true that this Executive 
order referred to the powers of the President under the act of 
March 4, 1917, as well as that of June 15, 1917, and assuming 
that the President might delegate his powers under the act of 
March 4, without express authority therefor, it is plain that no 
power could be exercised thereunder by the Secretary of the 
Navy without such delegation. There were features of that act 
which at the time of its passage necessarily required the personal 
action of the President before it could be operative for any pur- 
pose. The declaration of war probably obviated the necessity for 
a proclamation of national emergency by the President, but it 
could hardly serve to broaden the act in any other respect.®° 

The logic of the opinion is that the required Presidential 
findings of fact without which a statute is inoperative 
must be made by the President personally, and until 
they are made and the statute becomes operative the 
head of a department cannot presume to exercise the 
power delegated to the President because that power has 
not yet vested in the administrative hierarchy. 


The written instruments by which the President effect- 


50 Jd. at pp. 243-244. 
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ed a devolution of his powers were tested by very lenient 
standards, so far as terminology and explicitness are con- 
cerned. The Supreme Court was firm in its insistence 
that for this purpose the language of an Executive Order 
need not be meticulously precise. The Court was satis- 
fied with a subdelegation of authority in any language 
that made it plain the President was attempting to do no 
more than exert a power that Congress had conferred 
upon him in unambiguous terms. Hence, an Executive 
Order pertaining to the cancellation, suspension and mod- 
ification of contracts, but which failed to refer to govern- 
ment contracts, was nevertheless interpreted by the Court 
to include the power of the Secretary of the Navy to can- 
cel government war contracts relating to the building of 
ships. As stated in the opinion: 

The order of the President delegating his authority to the Sec- 
retary is in sweeping terms and it is impossible to conclude other- 
wise than that it was intended to cover the whole field of power 
in so far as it pertained to the Navy. Executive power, in the 
main must of necessity be exercised by the President through 
the various departments. These departments constitute his pecu- 
liar and intimate agencies and in devolving authority upon them 


meticulous precision of language is neither expected nor re- 
quired.™* 


Similar reasoning was applied in United States v. Chem- 
ical Foundation,” where the President, although author- 


’ 


ized to act through an “officer or officers,” issued an Ex- 
ecutive Order which “vested” his power under Section 12 
of the amended Trading with the Enemy Act of 1917 ina 
designated person without stating the latter’s official posi- 
tion. The answer of the Court to the claim that this was a 
fatal omission was, first, that the named individual “was 
an officer through whom the President was authorized to 


51 Russell Motor Car Co. v. United States, supra note 9 at p. 523. Compare 
New River Collieries Co. v. United States, 65 Ct. Cl. 205, 228-232 (1928), 
cert, den. 278 U. S. 613, 49 Sup. Ct. 18, 73 L. ed. 537 (1928) (Executive Order 
of August 21, 1917, delegating power to the Secretary of the Navy under the 
Acts of March 4 and June 15, 1917, held not to include the power to requisi- 
tion coal). 


52 Supra note 14. 
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act,” and, second, that “No particular form of designation 
was required.” * 

Administrative practice in subdelegating authority in 
World War II called forth the application of the rule 
making “meticulous precision of language” unnecessary. 
Yet the administrative hiararchy in World War II was 
such that it gave rise to situations distinguishable from 
those just reviewed, and as a result there were occasions 
when it might have been advisable to have indicated ap- 
propriate limits to the rule. 

The orders and regulations issued by department and 
agency heads in administering the authority the President 
had subdelegated to them usually contained a recital that 
they were issued by the direction or authority of the Pres- 
ident. This was not invariably true because there was 
considerable confusion in the drafting of regulations in 
the First World War and a great variety of rule-making 
practices was tolerated.* Even when orders contained a 
recital of Presidential direction, the recitals frequently 
lacked uniformity and some were needlessly elaborate.” 
The recital, of course, was a mere formality. The rea- 
soning of the lone opinion which insisted upon it as an 
essential requirement in an order of a department head 
before he could be considered as acting for the President 
is questionable.” 

The second recital that was usually found in the orders 
and regulations of department and agency heads was the 
citation of the statutory authority for the action being 
































































































53 Td. at p. 14. 
54 Fairlie, Administrative Legislation (1920) 18 Micu. L. Rev. 181. 

55 Note the following recital in the early orders of the — Officer 
under the Preferential Shipments Act, 40 Stat. 272 (1917): 


“Whereas by virtue of the power conferred upon him by said act the 
President has designated the undersigned as the person through whom 
the orders and directions authorized by said act shall be given; and 

“Whereas it has been made to appear and the President through the 
undersigned, finds .. . 

“Now, therefore, by reason of the premises the undersigned in the name 
of the President, orders and directs that .. .” Official Bulletin, No. 148, 
November 1, 1917, p. 2. Later orders omitted this elaborate recital. 

56 Pocahontas Fuel Co. v. United States, supra note 49 at p. 244. See Wol- 
sey v. Chapman, supra note 32 and Hart, op. cit. supra pp. 186-188. 
























































SUBDELEGATION OF ADMINISTRATIVE AUTHORITY — 263 


taken. The decision in the Russell Motor Car case™ left 
the inclusion of such a recital in an order within the dis- 
cretion of the administrator. The Court, sustaining a 
challenged order of the Navy Department cancelling a 
contract for anti-aircraft gun mounts, said “it was not 
necessary that the statute should be expressly referred to. 
It was public law of which everyone was bound to take 
notice.” ** But only a very slight burden is put upon the 
administrator by forcing him to include in his orders a 
recital of their statutory basis. Compliance with the re- 
quirement should become routine in very short order. 
On the other hand, it is extremely important to those 
affected by the action of the administrator to know with 
certainty the statute under which he is proceeding, espe- 
cially where different statutes provide for different rights 
and remedies. World War I was not without its illustra- 
tions of the confusion and arbitrariness that attended ad- 
ministrative action taken without a clear and explicit dis- 
closure of its legislative foundations.” World War II 
was also to demonstrate that it is not too much to require 
the administrator to be precise in exercising the super- 
abundance of power that is available to him in time of 
war. 


Presidential Control of the Hierarchy 


Executive practice in World War I raised the problem 
of whether the President, in subdelegating administrative 
authority pursuant to a statute enabling him to do so, was 
bound to confer it upon the official designated by the 
statute as the one through whom the particular grant of 
authority should be exercised. But before considering 
this problem, it might be well to dispose of a related ques- 
tion raising issues of the same general nature. Earlier 
it was noted that the delegation of authority to the Presi- 
57 Supra note 9. 
58 Td. at p. 523. 


59 International Paper Co. v. United States, 282 U. S. 399, 51 Sup. Ct. 176, 
75 L. ed. 410 (1931); Pocahontas Fuel Co. v. United States, supra note 49. 
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dent did not prevent its subdelegation to subordinate ex- 
ecutive agencies operating under his direction and control. 
Ford v. United States® presented the converse of this 
rule; that is, did the fact that Congress had delegated 
power to a designated executive agency other than the 
President prevent its exercise by the President directly? 
By Section 25 of the Lever Act the President was given 
certain price fixing powers over coal and coke, the Act 
stating that “said authority and power may be exercised 
by him in each case through the agency of the Federal 
Trade Commission.” “ The President could also direct 
the commission to undertake an investigation of the cost 
of producing coal and, if the President decided that coal 
prices should be fixed, the commission was to fix and pub- 
lish maximum prices for coal. Instead of having the 
Federal Trade Commission fix and promulgate coal 
prices, President Wilson himself issued an order estab- 
lishing interim prices and margins for the sale of bitu- 
minous coal. The contention of the jobber prosecuted 
for violating this order that only the commission could 
act was rejected. The court asserted the language of the 
statute was clearly permissive, so that it was a matter of 
Presidential discretion whether or not he acted through 
the commission. The court abstained from any excursion 
into the scope of the President’s control of administration 
in wartime and its opinion contained no dicta on the val- 
idity of Presidential action had the terms of the statute 
been mandatory. Seen in its proper perspective, however, 
the issue in the Ford case does not concern the unity of the 
President’s authority over administration in wartime. 
Since it is illogical in the extreme for the exercise of war 
powers by the commission, or by any subordinate admin- 
istrative agency, to remain outside the area of Presiden- 
tial direction and control, the contention of the jobber 
must reduce itself to a question of form only. 


60 281 Fed. 298 (C. C. A. 6th, 1922), reversed on other grounds, 264 U. S. 
239, 44 Sup. Ct. 300, 68 L. ed. 658 (1924). 
6140 Strat. 276, 284 (1917). 
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The decision in the Ford case does not support any in- 
ference that once the President determined to act through 
others in regulating coal prices he was bound to select 
the Federal Trade Commission as his agent for this pur- 
pose. The fact was that the President appointed a United 
States Fuel Administrator, to whom he transferred all of 
the power and authority with respect to fuel that the 
Lever Act had delegated to the President.” In practice 
the Fuel Administrator made limited adjustments and 
modifications in the scale of coal prices fixed by the 
President.” 

In 1917 President Wilson took possession of the na- 
tion’s transportation systems and placed them under fed- 
eral control. The procedure by which this was done 
raised the question, dormant until brought before the 
judiciary by executive practice in the conduct of the Sec- 
ond World War,” whether the President could act in dis- 
regard of the plain language of a statute specifying that 
he was to exercise a delegated power through a desig- 
nated official. Congress, in August, 1916, had vested 
President Wilson with the power to take possession and 
control of transportation systems “in time of war,” but 
had said very plainly that the President was empowered 
to do so “through the Secretary of War.” ‘The grant 
included the power to exclude all other traffic to whatever 
extent necessary while utilizing the facilities “for the 
transfer or transportation of troops, war material and 
equipment, or for such other purposes connected with the 
emergency as may be needful or desirable.” A procla- 


62 Ex. O. 2690, August 23, 1917. By Section 1 of the Lever Act, supra note 
18, the President could “create and use any agency or agencies” to carry out 
the purposes of the statute. 

63 Orders of the President and the Fuel Administrator regulating the price 
of bituminous coal are reprinted in the Official Bulletin, No. 88, August 22, 
1917, p. 1; No. 121, October 1, 1917, p. 8; No. 145, October 29, 1917, p. 2. 
See E. I. Du Pont De Nemours & Co., Inc. v. Hughes, supra note 12. 

64 Toledo, Peoria and Western R. R. v. Stover, 60 F. Supp. 587 (S. D. IIl. 
1945). Discussion of the case is reserved for Part II of this article. A dic- 
tum in Muir v. Louisville & N. R. Co., supra note 30 raises the question dis- 
cussed in the text. 

65 39 Strat. 619, 645 (1916). 
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mation placing railroad, coastwise, and inland transpor- 
tation systems engaged in general transportation under 
federal management and control was issued by President 
Wilson on December 26, 1917. He was proceeding under 
the terms of the Act quoted above and, as the proclama- 
tion also recited, under the authority and direction to the 
President contained in the Joint Resolutions of April 6 
and December 7, 1917. After the recitals, the procla- 
mation continued : 

Now, therefore, I, Woodrow Wilson, President of the United 
States, under and by virtue of the powers vested in me by the 
foregoing resolutions and statute, and by virtue of all other 
powers thereto me enabling, do hereby, through Newton D. 
Baker, Secretary of War, take possession and assume control . . . 

It is hereby directed that the possession, control, operation 
and utilization of such transportation systems hereby by me 


undertaken shall be exercised by and through Wm. G. McAdoo, 


who is hereby appointed and designated Director General of 
Railroads.™ 


A statement to the public accompanied the proclama- 
tion, which was signed by both the President and Newton 
D. Baker, then Secretary of War. In this statement Pres- 
ident Wilson asserted that he had exercised powers grant- 
ed him “by the act of Congress of August, 1916”; gave 
notice that he intended to request Congress to enact leg- 
islation giving to the owners, creditors, and security hold- 
ers of the railroads certain guarantees relating to main- 
tenance of equipment and equitable compensation during 
the period of federal management; and explained that 
he and the Secretary of War were in agreement that the 
transportation system should be placed “under the imme- 
diate executive direction of the Hon. William G. Mc- 


66 By both of these Joint Resolutions the President was “authorized and di- 
rected to employ the entire naval and military forces of the United States and 
the resources of the Government to carry on [the] war . .*. and to bring 
the conflict to a successful termination all of the resources of the country are 
hereby pledged by the Congress of the United States.” 40 Strat. 1 (1917). 

(Declaring a State of War Between the United States and the Imperial 
German Government.) 40 Strat. 429 (1917). (Declaring a State of War Be- 
tween “y) United States and the Imperial and Royal Austro-Hungarian Gov- 
ernment. 


67 Proclamation of the President, December 26, 1917. 40 Star. 1733 (1917). 
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Adoo, whose practical experience peculiarly fits him for 
the service and whose authority as Secretary of the Treas- 
ury will enable him to co-ordinate as no other man could 
the many financial interests which will be involved and 
which might, unless systematically directed, suffer very 
embarrassing entanglements.” “ 

Shortly thereafter, on January 4, 1918, President Wil- 
son addressed the Congress assembled in Joint Session.” 
It is clear that he was not asking Congress to confirm 
either what he had done or the manner in which he had 
done it. He was requesting the enactment of certain leg- 
islative guarantees that he thought should be given to the 
affected private interests.*? He did not doubt his author- 
ity to take the step he had, for he said “the present author- 
ity of the Executive suffices for all purposes of adminis- 
tration.” Nor do his words show that he had any doubt 
of the correctness of the procedure he had followed, for 
he asserted that he had acted “through the Secretary of 
War and under the authority conferred upon me by the 
Act of Congress approved August 29, 1916.” What he 
reported about the appointment of McAdoo indicated 
that it was regarded by President Wilson as something 
entirely within his own discretion as President.” 

In response to the request of the President, Congress 
passed the Federal Control Act.” It embodied the guaran- 
tees of maintenance and just compensation that the Presi- 


68 Official Bulletin, No. 193, December 27, 1917, p. 1. 

69 56 Cong. Rec. 586 (1918). 

70“Senator Cummins and others held . . . that the President’s scheme of 
compensation to the owners required additional legislation, and it was doubted 
by many whether he had the power to fix rates under the act of 1916. That 
the President doubted his own authority on some of these points is indicated 
by his statement that he intended to recommend additional legislation.” Berdahl, 
op. cit. supra p. 215. 

71 “The Secretary of War and I easily agreed that, in view of the many com- 
plex interests which must be safeguarded and harmonized, as well as because 
of his exceptional experience and ability in this new field of governmental 
action, the Hon. William G. McAdoo was the right man to assume direct ad- 
ministrative control of this new executive task. At our request, he consented 
to assume the authority and duties of organizer and Director General of the 
new Railway Administration. He has assumed those duties and his work is 
in active progress.” 56 Cong. Rec. 587 (1918). 

7240 Strat. 451 (1918). 
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dent had asked for. The Act of August 29, 1916 was kept 
“in force and effect except as expressly modified and re- 
stricted by this Act.” ** And Section 8 of the Federal 
Control Act stated: 

That the President may execute any of the powers herein and 
heretofore granted him with relation to Federal control through 
such agencies as he may determine, and may fix the reasonable 
compensation for the performance of services in connection there- 
with, and may avail himself of the advice, assistance, and co- 
operation of the Interstate Commerce Commission and of the 
members and employees thereof, and may also call upon any de- 
partment, commission, or board of the Government for such 
services as he may deem expedient.” 

Proceeding under this authorization, a proclamation 
was issued subdelegating to the Director General of Rail- 
roads the grant of substantive powers contained in the 
Federal Control Act.” Whether the foregoing sequence 
of events meant that in any future war the President was 
unhampered in his choice of agents to take possession of 
a transportation system was an unanswered question for 
28 years. 


All doubt about the scope of the President’s control 
over the wartime administrative machinery was dispelled 
by the passage of the Overman Act.” ‘This was Presi- 
dent Wilson’s bill and its effect was to give him “complete 
control over the administrative machinery of the nation 


99:77 


as used for the purposes of war. Whether such control 
was already his in full measure by reason of his constitu- 
tional powers, so that the Overman Act was unnecessary 
to make him administrator-in-chief, was the subject of 
congressional debate. In the end it was decided “that the 
act was not only justified in order to avoid the suspicion 
or necessity of the President setting himself up as a dic- 
tator and doing the same things without definite authority 
of law, but also that it was necessary to secure the proper 

73 40 Srar. 456 (1918). 

74 40 Sra. 455 (1918). 

75 Proclamation of the President, March 29, 1918. 40 Strat. 1763 (1918). 


7640 Strat. 556 (1918), Act of May 20, 1918. 
77 Berdahl, op. cit. supra p. 174. 
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co-ordination of effort on the part of the agencies entrust- 
ed with carrying on the various war activities of the gov- 
ernment.” 

Legislation empowering the President to transfer au- 
thority between agencies, or to shift a unit from one ex- 
ecutive department to another, had been enacted before, 
so that the Overman Act was not novel in principle.” But 
its grant of power to the President was of an unprecedent- 
ed breadth. The President was authorized 


. to make such redistribution of functions among executive 
agencies as he may deem necessary, including any functions, 
duties, and powers hitherto by law conferred upon any executive 
department, commission, bureau, agency, office, or officer, in such 
manner as in his judgment shall seem best fitted to carry out the 
purposes of this Act, and to this end is authorized to make such 
regulations and issue such orders as he may deem necessary, .. . 

That in carrying out the purposes of this Act the President 
is authorized to utilize, coordinate, or consolidate any executive 
or administrative commission, bureaus, agencies, offices, or offi- 
cers now existing by law, to transfer any duties or powers from 
one existing department, commission, bureau, agency, office, or 
officer to another, to transfer the personnel thereof or any part 
of it either by detail or assignment, together with the whole or 
any part of the records and public property belonging thereto.® 


The administrative reorganization measures that were 
subsequently put into effect by President Wilson made 
“no startling changes, transfers, or consolidation 
and in no way was the regular Cabinet superseded, or the 
position of any of the executive departments in the field 


ad 


99 81 


of administration impaired. Here again, though, 
there occasionally was a subdelegation of his adminis- 


78 Td. at p. 175. 
79 Td. at pp. 176-177. 


80 Supra note 76. As to purposes, Section 1 of the Overman Act recited 
that it was being enacted “for the national security and defense, for the suc- 
cessful prosecution of the war, for the support and maintenance of the Army 
and Navy, for the better utilization of resources and industries, and for the 
more effective exercise and more efficient administration by the President of 
his powers as Commander in Chief of the land and naval forces.” 

Its powers were to “be exercised only in matters relating to the conduct of 
the present war,” and while the President could designate when the Act should 
no longer be in force, it was not to be effective beyond “six months after the 
termination of the war by the proclamation of the treaty of peace.” 


81 Berdahl, op. cit. supra p. 177. The more important executive orders are 
reviewed in pp. 177-1 
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trative discretion by the President, so that whether or not 
and to what extent a transfer of powers and functions 
should occur was left to a subordinate official.” 


Sub-subdelegation of Administrative Authority: The 
Horizontal Distribution of Power 


It is in World War I that the practice of sub-subdelega- 
tion of administrative authority—that is, the redelegation 
of authority by those to whom it was initially subdelegat- 
ed by the President—emerges as a distinctive attribute of 
wartime administration. The term “sub-subdelegation” 
includes two primary and essentially different processes. 
One is the vertical distribution of administrative power; 
the processes, operating within the confines of a single 
agency, by which discretionary administrative power 
passes from the agency head down through the pyramidal 
hierarchy below him. The other is the horizontal dis- 
tribution of administrative power; the processes whereby 
one agency head transfers to an official or agency outside 
of his administrative jurisdiction the power and discre- 
tion the President had vested in him. 

When administrative sub-subdelegation in World War 
I is viewed in terms of the horizontal distribution of ad- 
ministrative power, it is possible to see the beginnings of 
the extreme mobility of executive authority that was so 
notable a characteristic of administration in World War 
II. But in the First World War it took place within con- 
finements and with an infrequency that kept it from at- 
taining the formidable dimensions that are so noticeable 
in World War II. Under President Wilson, direct Presi- 
dential control operated to restrain the free redelegation 
of administrative authority by those subordinates upon 


82 Ex. O. 3086-A, May 12, 1919 (Transfer of Powers and Functions of the 
War Trade Board to the Department of State whenever in the “judgment” 
of the Board Chairman or Vice Chairman “it becomes expedient” to do so). 
Almost identical is Executive Order 3059, March 3, 1919, which also approved 
“any such transfers of administration and consequent assumption of liabilities 
as may heretofore have taken place by the mutual consent of the War Trade 
Board and the Department of State.” 
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whom he had conferred his war powers. Instances in 
which an Executive Order contained a general provision 
empowering a subordinate official to “use such agency or 
agencies as he may from time to time deem necessary and 
proper” for the execution of the administrative authority 
delegated to him by the President were quite rare.** But 
even a redelegation of authority under such a provision, 
in this case from the Secretary of the Treasury to the Fed- 
eral Reserve Board, was later ratified by President Wil- 
son.** 

The terms of some executive orders reveal that so-called 
“informal delegations” of power between agencies oc- 
curred in World War I. In these instances the head of 
one agency had redelegated authority to another without 
first securing the formal authorization of the President 
to the inter-agency transfer of powers that was involved. 
Subsequently the President acted to approve what had 
taken place without his express consent.” 

The extensive use of the device of the government cor- 
poration accounts for most of the instances of sub-subdele- 
gation authorized by President Wilson. He directed 
Herbert Hoover, Food Administrator, to create a Food 
Administration Grain Corporation “in order to enable 
the United States Food Administration . . . to pur- 
chase, store, provide storage facilities for and to sell 
for cash” the five commodities named in the Lever Act 
—wheat, flour, meal, beans, and potatoes.“ Subsequent- 
ly President Wilson designated “the Food Administra- 


83 Fx. O. 2729-A, par. XIII, October 12, 1917 (Vesting power under the 
Trading with the Enemy Act of October 6, 1917). Equivalent language is 
contained in the Proclamation of the President, March 29, 1918 (Vesting author- 
ity in the Director General of Railroads pursuant to the Federal Control Act). 

84 Ex, O. 2796, January 26, 1918. 


85 Fx. O. 3063, March 12, 1919 (Confirming “informal delegation” by the 
Emergency Fleet Corporation of certain power and funds to the War Depart- 
ment). Ex. O. 2796, January 26, 1918 (Approval of the designation by the 
Secretary of the Treasury of the Federal Reserve Board to act as its agent in 
the performance of certain duties prescribed by the President). Ex. O. 2985-A, 
October 29, 1918 (Approval of the Act of the Sect. of Labor in creating the 
U. S. Housing Corporation). 


86 Ex. O. 2681, August 14, 1917. 
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tion Grain Corporation . . . as the agency,of the United 
States to carry out and make effective, subject to the 
control and direction of the United States Food Ad- 
ministrator” the guaranteed prices for wheat that were 
fixed by the President acting under the provisions of 
the Lever Act. And in 1919 the Director General of 
the American Relief Administration was authorized to 
utilize the Corporation “as an agency for the purchase, 
transportation and distribution of foodstuffs and supplies 
to the populations requiring relief.” * 

In the fields of war housing and shipping, the sub-sub- 
delegation of authority to specially created government 
corporations was also authorized. President Wilson ap- 
proved the decision of the Secretary of Labor to create a 
United States Housing Corporation and designated it as 
an agency through which that cabinet official might exer- 
cise the power with respect to housing for war that the 
President had previously conferred upon him.” Con- 
gress had authorized the President to create a corporation 
to effectuate the War Housing Act.” The requisitioning 
of property for the housing of industrial war workers by 
the combined action of the Secretary of Labor and the 
Housing Corporation was sustained in United States v. 
Stein.” The opinion upheld this particular administra- 
tive arrangement because of the President’s express power 
to act through whatever agency or agencies he might 
create or designate. As for war shipping, it was custom- 
ary for Executive Orders assigned Presidential powers in 
this field to the United States Shipping Board to contain 
a clause enabling it, in turn, to redelegate these powers 


87 Ex. O. 2884, June 21, 1918. The name of the Corporation changed to 
United States Grain Corporation and made an agency of the United States 
Wheat Director by Executive Order 3087, May 14, 1919. 


88 Ex, O. 3035-B, February 24, 1919. 

89 Ex. O. 2985-A, October 29, 1918. 

9040 Srat. 550 (1918); 40 Srar. 595 (1918). 
9148 F. (2d) 626 (N. D. Ohio 1921). 
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to an agency of its own making, the United States Emer- 
gency Fleet Corporation.” 

The decision of the Supreme Court in United States v. 
Chemical Foundation™ seemed to support the World War 
I practice of having the President approve all inter- 
agency transfers of his powers. The case involved action 
under a proviso of Section 12 of the amended Trading 
with the Enemy Act, which read: 


That any property sold under this Act, except when sold to 
the United States, shall be sold only to American citizens, at 
public sale to the highest bidder, after public advertisement of 
time and place of sale which shall be where the property or a 
major portion thereof is situated, unless the President stating 
the reasons therefore, in the public interest shall otherwise de- 
termine. . . .* 


The President vested this authority in Frank L. Polk, who 
was then Counselor of the Department of State.**° Mr. 
Polk issued two orders authorizing the Alien Property 
Custodian to sell to the Chemical Foundation at a private 
sale, ‘without advertisement, at such places and upon such 
terms and conditions as to the Custodian might seem 
proper, all patents found to relate to the objects and pur- 
poses of the Foundation as expressed in its charter.” * 
While the Court decided that Mr. Polk could act for the 
President, an additional question was whether Mr. Polk 
had sufficiently exercised the power vested in him or had 
redelegated it to the Alien Property Custodian: 

And the validity of each of the orders made by Mr. Polk is 


attacked by the United States on the ground that it was too broad 
and constituted an attempt to give to the Custodian the very 


92 Establishment of the Emergency Fleet Corporation authorized by the Ship- 
ping Act, 39 Strat. 728 (1916). For illustrative Executive Orders, see No. 
2664, July 11, 1917; No. 3018, December 3, 1918; and No. 3145, August 11, 
1919. 


93 Supra note 14. 

9440 Stat. 459, 460 (1918). 

95 Ex. O. 3016, December 3, 1918. “V. I Hereby vest in Frank L. Polk 
all power and authority conferred upon the President by the provisions of 
Section 12 of said ‘Trading with the Enemy Act’ as amended .. .” Com- 
pare the specific findings and determinations relating to the sale of property 
by the Alien Property Custodian made by President Wilson in Executive 
Order 2916, July 16, 1918. 

96 272 U. S. at pp. 7-8. 
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power granted to the President by the Act; that is, the power 
to determine that enemy properties should be disposed of other- 
wise than as specified in the proviso. But the contention cannot 
prevail. Each of the orders sufficiently described the patents 
seized and authorized a private sale to the Foundation without 
advertisement. This was enough to indicate a determination to 
take these sales out of the class covered by the proviso.” 
The holding was that Mr. Polk had made the essential 
determination the statute required of the President, and 
it appeared, therefore, that the Court had inferentially 
accepted the proposition that the recipient of a Presiden- 
tial power could not redelegate it unexercised to another. 


Sub-Subdelegation: The Vertical Distribution of Power 


Action by the head of an agency to redelegate to subor- 
dinate employees the power and authority that the Presi- 
dent might have vested in him is a different administrative 
process than the foregoing. That the President must act 
through others, especially through the heads of the execu- 
tive departments, is well recognized in law; “And as it is 
impossible that each head of a department should per- 
form in person all the business of his department, the law 
allows him to act through subordinate agents in his de- 
partment whose legal power is included in his, just as 
his is included in that of the President.” ** The principle, 
as it applies to the President, received express recognition 
in wartime legislation, which concentrated administrative 
power in the office of the President without, however, any 
expectation that it would be exercised at this point in the 
administrative hierarchy. The President was expressly 
authorized to subdelegate his powers. Legislation ordin- 
arily did not go beyond this. But in subdelegating ad- 
ministrative power to officials, agencies, or departments, 
the President usually provided for their acting through 
inferior officials, employees and subordinates.” 

97 Jd. at p. 14. 
98 Roxford Knitting Co. v. Moore and Tierney, supra note 41 at p. 190. See 
the discussion page 258, supra. 


99 For example, Ex. O. 2690, August 23, 1917 (Fuel Administrator) ; Ex. O. 
3087, May 14, 1919 (Wheat Director) ; Ex. O. 2679-A, August 10, 1917 (Food 
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Such provisions removed the doubts that might cloud 
the legality of a particular sub-subdelegation of authority, 
although it was unlikely that the courts would not permit 
the practice without them. In Kahn v. Garvan’” the 
Alien Property Custodian gave notice that certain rights 
in a deed of trust, made for the benefit of certain persons 
he had found to be enemy aliens, should be transferred 
and assigned to him, as Alien Property Custodian, to be 
administered and accounted for as provided in the Trad- 
ing with the Enemy Act. The notice was issued pursuant 
to regulations of the President governing the authority 
and duties of the Alien Property Custodian.” But the 
notice was signed “‘A. Mitchell Palmer, Alien Property 
Custodian, by J. L. Davis, Managing Director.’” It was 
contended that the notice was void because the demand 
had to be signed by the Alien Property Custodian person- 
ally. The applicable Executive Order contained a section 
empowering the Custodian to appoint and fix the duties 
of such employees as he might find necessary to execute 


the Act and all applicable regulations.’ Applying this 
section to the issue in dispute, the court said: 


. . it is covered by section 3(a) of the Executive Order of 
February 26, 1918, unless that be invalid. That section author- 


Administrator) ; Ex. O. 2687, August 21, 1917 (“The powers herein delegated 
to the Secretary of the Navy may, in his discretion, be exercised directly by 
him, or through any other officer or officers who, acting under his direction, 
have authority to make contracts on behalf of the Government.” ) 

100 263 Fed. 909 (S. D. N. Y. 1920). 

101 Fx, O. 2813, February 26, 1918. 40 Srar. 411, 415 (1917), Act of Octo- 
ber 6, 1917. 

Section 2(a) of the Executive Order stated in part: 


“The Alien Property Custodian may make demand for the conveyance, 
transfer, assignment, delivery, and payment of any money or other property 
owing or belonging to or held for, by, on account of, or on behalf of, or 
for the benefit of an enemy not holding a license granted by me or in the 
exercise of my power and authority, which the Alien Property Custodian, 
after investigation, shall determine is so owing or so belongs or is so held, 
together with every right, title, interest, and estate of the enemy in and to 
such money or other property and every power and authority of the enemy 
thereover, .. . 


102 Jd. Section 3(a): “The Alien Property Custodian may appoint and clothe 
with necessary power and authority such agents, bailees, and attorneys in fact 
as he may find to be necessary or proper to carry out the provisions of the 
trading-with-the-enemy act and the executive orders, rules, and regulations 
heretofore, hereby, or hereafter made, and prescribe the duties and fix the com- 
pensation of such agents, bailees, and attorneys in fact; 


3 
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ized a delegation by the President to the Alien Property Cus- 
todian of his own power to delegate, and it is, of course, 
inconceivable that such an officer should not have the power to 
distribute his duties among his subordinates. The duty is execu- 
tive, not judicial (Runkle v. U. S., 122 U. S. 543, 7 Sup. Ct. 1141, 
30 L. Ed. 1167) not even the preliminary investigation, which con- 
cludes no one, and is without force in a suit under section 9.1% 
The decision holds not only that the Custodian could 
redelegate the power he had received from the President 
to a subordinate, but also that the power vested in the 
subordinate could be as broad and as long as that which 
the Custodian had received from the President. In addi- 
tion to Section 3(a) of the Executive Order and the prin- 
ciple of necessity, the court relied on the “executive” na- 
ture of the power vested in the Custodian. Whether this 
reasoning meant that some restriction on the power the 
Custodian could redelegate would have been mandatory 
had its nature been “judicial,” despite what was said in 
Section 3(a) of the Executive Order, must be left to 
speculation. No other decision dealing with the exercise 
of war powers applied or elaborated upon the distinction, 
and it was never employed by the courts as a limitation 
upon the war powers the President could subdelegate. 
The intent of Congress to permit the subdelegation of ad- 
ministrative authority in wartime has been too clear, and 
the imperatives of necessity too apparent, to permit the 
conceptual distinction to bar the downward drift of pow- 
er to the spot in the hierarchy where it could best be exer- 
cised. Yet the problem still remains, even though a class- 
ification of war powers as “judicial” or “executive” be 
considered inapplicable, and it actually looms larger than 
ever in World War II, when relatively huge and formless 
chunks of administrative power were distributed rather 
freely among the subordinate parts of the wartime admin- 
istrative hierarchy. 


It is in this connection that the procedural formalities 
108 Supra note 100 at p. 915. With respect to Section 9 of the Act, see 


Central Union Trust Co. of New York v. Garvan, supra note 13 and In re 
Garvan, 270 Fed. 1002 (E. D. N. Y. 1921). 
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conditioning the exercise of subdelegated administrative 
power by subordinates become important. Once the Pres- 
ident has subdelegated his authority, any argument that 
its exercise by the recipient must always show the express 
approval of the President to be valid becomes untenable 
and the courts have rejected it. With the recipient in the 
position where he can exercise the subdelegated power on 
his own intiative, the effect of the subdelegation is to make 
the recipient of that power responsible for its exercise. 
But while he may require and be allowed the aid of sub- 
ordinates for the effective application of the power that 
has been vested in him, to what extent must their exertion 
of this power bear evidence that it has been done with his 
approval? The question comes to the fore in World War 
I. In disposing of it, certain decisions opened the way 
for the President’s subdelegated powers to drift about in 
the lower reaches of the administrative system with less 
than a required minimum of control. The Roxford Knit- 
ting Co.’ case is in point. There the question was 
whether certain clothing orders of the Navy Department 
were contracts voluntarily entered into by the plaintiff, 
or were obligatory orders within legislation empowering 
the President in time of war to place obligatory orders 
through the heads of the departments and giving such 
orders precedence over all others.** ‘The orders were 
negotiated and placed by personnel of the Knit Goods 
Committee of the National Defense Advisory Commis- 
sion, the Chairman of the Committee having been author- 
ized to act for the Naval Purchasing officer. Actual 
Navy Department forms were used to reduce the terms of 
the orders to writing, but while the Navy Department 
had one form for ordinary contracts and one form for 
compulsory orders placed under the commandeering 
power the President had vested in the Secretary of the 
Navy, it had used the ordinary supply contract form for 


104 Supra note 41. 
105 39 Strat. 619 (1916) ; 39 Srar. 1193 (1917); 40 Srat. 182 (1917). 
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the particular order sued upon.*” No particular proce- 
dure or order form was prescribed by the applicable stat- 
utes, and as a consequence the majority of the justices were 
of the opinion that the Navy Department was not obli- 


gated to follow any particular procedure or use a special 
form in placing a compulsory order. 


We think that under this statute an order need not be signed 
either by the President or by the head of a department. It is 
enough that the order is the order of either, and there is a pre- 
sumption that, when an order is sent out from the appropriate 
executive departments in the regular course of business, such 
order is with the knowledge and approval of the Secretary, un- 
less the contrary appears. Medkirk v. United States, 45 Ct. Cl. 
395, 403 (1910). And the act of a head of a department is in 
legal contemplation the act of the President. Scott v. Carew, 
196 U. S. 100, 109, 110, 25 Sup. Ct. 193, 49 L. ed. 403. He 
speaks and acts through the heads of the several departments in 
relation to subjects which appertain to their respective duties. 
‘ And as it is impossible that each head of a department 
should perform in person all the business of his department, the 
law allows him to act through subordinate agents in his depart- 
ment whose legal power is included in his just as his is included 
in that of the President. See 6 Op. Atty. Gen. 583, 587. 


The intention of Congress in enacting the National Defense 
Act and the allied acts was in part to enable the President, act- 
ing through the heads of departments, to place compulsory orders 
for war supplies and materials, and to give to orders so placed 
priority over civil contracts. No doubt it was desirable, in 
placing all such orders, to have done so in a writing which ex- 
pressly stated that the orders were issued under authority of the 
National Defense Act, and that they were to have priority over 
all civil contracts. But as no particular form or method was 
prescribed by the acts, beyond declaring that they should be 
placed by the President through the heads of departments, and 
as the heads of departments may ordinarily act through their 
subordinates, the majority of the court hold that they were en- 
titled so to act in the giving of orders under these acts.1”" 


106 “There is evidence in the record to show that the use of the contract form 
was a matter of departmental routine, and used where compulsory orders had 
been placed.” The officer in charge of the Purchasing Division of the Bureau 
of Supplies was asked: “ ‘How could an outsider tell whether a formal con- 
tract was in fact a naval order, an order under these statutes?’ To this he 
replied, ‘I don’t know, except by developing all the facts surrounding the case.’ ” 
Supra note 41 at p. 188. Furthermore, even when it was a compulsory order 
that was being placed, the ordinary contract form was used when there was an 
agreement reached about the price to be paid for the material. 


107 Jd. at pp. 190-191. 
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Reasoning from the fact that the National Defense Act 
required no particular procedure, the opinion approved 
the complete absence of all administrative procedure. But 
the two are quite different. Orderly administration re- 
quired a procedure for exercising the power delegated by 
Congress, even though what that procedure should be had 
been left to the discretion of the administrator. Actually 
the Navy Department had settled upon a procedure for 
invoking the President’s power to place obligatory orders, 
but the decision of the court was that the employees of the 
Department were not bound by its own settled processes. 
In consequence, the conduct of the subordinate adminis- 
trator failed to show with indisputable clarity, as it should 
have, the legal power he purported to exercise.“ Under 
these circumstances, it was inappropriate to invoke the 
legal presumption that what had been done had been done 
with the knowledge and approval of the Secretary of the 
Navy acting pursuant to the authority regarding obliga- 
tory orders contained in the National Defense Act. 

The decision in the Roxford Knitting Co. case, like the 
decision in the Kraus case,’” relieved the department and 
agency heads who were the direct recipients of Presiden- 
tial powers from all obligation to take affirmative action 
to distribute these powers among their subordinates. The 
practical effect of these decisions was to vest automatically 
the power delegated to the President in the entire admin- 
istrative hierarchy, from top to bottom, so that everyone 
became an agent of the President. This could hardly 
make for responsibility in the exercise of administrative 
authority, a point which some courts were quick to grasp. 
In United States v. Smith the court refused to regard the 
regulations issued by the Wool Division of the War In- 
dustries Board to control the 1918 domestic wool clip as 
the authorized act of an agent of the President because 


108 Compare Liggett & Myers Tobacco Co. v. United States, 274 U. S. 215, 
47 Sup. Ct. 581, 71 L. ed. 1006 (1927). 
109 Supra note 38. 
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there was no showing that the Board had approved the 
regulations.“° In 4dam Schumann v. United States’ the 
Court of Claims held there was no requisitioning of the 
plaintiff's premises by the United States when he vacated 
them at the request of the District Supervisor of the 
Emergency Fleet Corporation, even though the President 
had subdelegated his power to requisition to the Corpora- 
tion. Initially the Corporation had conferred the power 
to requisition upon its General Manager, and shortly 
thereafter the power had been transferred to the Corpora- 
tion President. Disallowing the plaintiff’s claim for just 
compensation, the court said: 


It is thoroughly established that “in order that the Govern- 
ment shall be liable it must appear that the officer who has 
physically taken possession of the property was duly authorized 
so to do, either directly by Congress or by the official upon whom 
Congress conferred the power.” United States v. North Amer- 
ican Co., 253 U. S. 330, 333. In other words, it must be shown 
in this case that the President or his selected agency, the United 
States Shipping Board Emergency Fleet Corporation, or its duly 
constituted agent acting for it, requisitioned and took over plain- 
tiff’s property. The Mr. Hudson, who wrote the letter, was not 
vested with authority to act for the Fleet Corporation in the 
matter of requisitioning property such as that corporation, under 
its delegated powers, might requisition. It had conferred its 
power in that regard upon its general manager or president, but 
not upon its district supervisors. The latter had defined and 
limited duties, principally the expediting of the construction of 
ships and cooperating with shipbuilders to accomplish this end. 
. . . his action was voluntary and was not that of the United 
States or of the Emergency Fleet Corporation as the agent of 
the United States.1!? 


Until the action of the District Supervisor was ratified by 
the official in whom the Corporation had formally re- 
posed the power received from the President, there was 


113 


no taking. 


110 Supra at pp. 258-9 where the opinion is discussed. 

11164 Ct. Cl. 607 (1928). 
, a at pp. 616-617. Accord: Roettinger v. United States, 63 Ct. Cl. 315 
1 . 
113 United States v. North American Transportation & Trading Co., 253 
U. S. 330, 40 Sup. Ct. 518, 64 L. ed. 935 (1920) (Action of Army General in 
taking possession of land for an Army post was tortious and created no liability 
on the part of the government until the taking was ratified by the Secretary 
of War, upon whom Congress had conferred the power). 
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Top Administrative Co-ordination 


Both observer and participant have remarked on the 
absence of a central co-ordinating agency vested by the 
President with general administrative jurisdiction over 
the actions of the numerous special agencies that were 
established in World War I.‘* Baruch has noted that the 
power to requisition, dispersed among a number of de- 
partments and agencies to enable them to carry out their 
respective responsibilities, was eventually brought under 
the control of the Priorities Division of the War Indus- 
tries Board “through a letter from the President to each 
department, ruling that no commandeering order could 
be issued without the approval of the chairman of the 
War Industries Board.” **° As for the priorities power, 
Baruch considered that the control of its exercise had 
been centralized in him by President Wilson’s letter of 
March 4, 1918, and he created the inter-agency Priorities 
Board on this assumption.“® Baruch redelegated to the 


114“Although the Government had to create a large number of separate 
agencies for the performance of its war work these agencies had to work in 
the closest cooperation with each other. This coordination of effort was in 
large part secured through the adoption of the principle of giving representation 
on the several boards of representatives of other boards and administrations. 
Mention in this connection should also be made of the fact that the Council 
of National Defense adopted the practice of holding weekly meetings at which 
the heads of the more important war agencies were entitled to be present, and 
the President brought into existence what was in effect a special war cabinet 
by holding weekly meetings with the heads of the important war agencies at 
which matters of general interest were discussed and policies affecting the 
services generally were adopted.” Willoughby, op. cit. supra p. 357. 

115 Baruch, op. cit. supra p. 51. 

116 Paragraph 5 of the President’s letter to Baruch read: 

“The determination, wherever necessary, of priorities of production and 
of delivery and of the proportions of any given article to be made immedi- 
ately accessible to the several purchasing agencies when the supply of that 
article is insufficient, either temporarily or permanently.” 

The Priorities Board was created March 27, 1918 and on it were repre- 
sentatives of the Army, Navy, War Trade Board, Railroad Administration, 
United States Shipping Board and the Emergency Fleet Corporation, the 
Food and Fuel Administrations, the War Labor Policies Board and the Al- 
lied Purchasing Commission. Of this arrangement, Baruch wrote: “Thus it 
will be seen that, although Congress gave authority in so many words to 
issue priority orders having mandatory force only in the case of transporta- 
tion, the priorities committee, by drawing into one body through representa- 
tion on it of each of the Government agencies interested in priorities and 
through direct authorization from the heads of these agencies, was able to 
muster adequate power to enforce compliance, if enforcement should be 
necessary, with any order or request that it might issue. The power to con- 
trol the use of freight cars and the supply of fuel, and in the last resort to 
secure the commandeering of plants, was enough and more than enough.” 
Baruch, op. cit. supra p. 51 and see generally his Chapter 4, “Priorities.” 
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Chairman of this Board, the Priorities Commissioner, the 
discretion respecting priorities that President Wilson had 
centered in him. Certain novel types of inter-agency con- 
trol also begin to appear, so that it is possible to find in- 
stances in which formal provision is made for one agency 
to issue binding instructions to another, or to approve a 
defined range of administrative action by another.’” In 
World War II inter-agency controls such as these lose 
their novelty. But the foregoing measures were incom- 
plete and, as certain events demonstrated,’ they failed to 
meet fully the need for an agency of general administra- 
tive jurisdiction which would act for the President, di- 
recting and controlling on his behalf the activities of the 
many special administrative bodies that were responsible 
for executing limited grants of executive power. 

The need that was not met in World War I was met in 
World War II by agencies like the Office of Economic 
Stabilization and the Office of War Mobilization, later 
the Office of War Mobilization and Reconversion.’” Its 
effect was to introduce a new group of practices into the 
area of presidential subdelegation of administrative 
authority. The wartime hierarchy became unprecedent- 
edly complex. Executive power passed through more 
hands on its way down from the President. Much of the 
117 Proclamation of the President, December 26, 1917 (Orders of the Direc- 
tor General of Railroads to be paramount to orders of the Interstate Commerce 
Commission and of the State regulatory commissions). For an illustration of 
the relationship, see the I. C. C. order of January 30, 1918, approving the filing 
of tariffs complying with the demurrage rules and charges issued by the Direc- 
tor General of Railroads on January 29, 1918. Official Bulletin, No. 222, Jan- 
uary 31, 1918, p. 1. Executive Order 2796, January 26, 1918 (Rulings on appli- 
cations for license to export coin, bullion, or currency to be made by the Federal 
Reserve Board, “subject to the approval of the Secretary of the Treasury”). 

118 The Director General of Railroads publicly denounced and refused to ad- 
here to the schedule of prices for iron and steel products that was issued by 
the Industrial Board of the Department of Commerce. The Industrial Board 
had been established by the Secretary of Commerce with the approval of the 
President. Again, the Secretary of War, who was Chairman of the Council 
of National Defense, repudiated an agreement of the Council’s Committee on 
Coal Production fixing the price of bituminous coal. The details are in Wil- 
loughby, op. cit. supra pp. 116-120, 293-297. 

119 Ex, O, 9024, 7 Fed. Reg. 329 (1942) (WPB); Ex. O. 9250, 7 Fed. Reg. 
7871 (1942) (OES); Ex. O. 9347, 8 Fed. Reg. 7207 (1943) (OWM); 58 


Srart. 785 (1944), 50 U. S. C. Supp. V, § 1651 (1944) (War Mobilization and 
Reconversion Act of 1944). 
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immediate control and discretion that had hitherto been 
exercised by the President personally came to be assumed 
by officials who stood between him and those whom he 
had made the recipients of his substantive authority. The 
War Cabinet disappeared, replaced by a number of inter- 
mediate rule-making bodies whose directives and orders 
were outside previous administrative experience. 





PATENTABILITY OF A NEW USE FOR AN 
OLD COMPOSITION OF MATTER 


MARTIN A. RYAN * 


Many of the greatest advances in science and industrial 
technology have been made possible by the discovery of 
a new use for an old composition of matter. Many of 
these new uses could never have been predicted from 
past experience, and are popularly acclaimed as among 
the greatest inventions of the ages. The discovery that 
ether, a well known substance, could be used for anes- 
thesia, with great reduction in pain and loss of life by 
operational shock, revolutionized the art of medicine by 
enlarging the field and increasing the beneficial effects 
of surgery a thousand fold. Such a discovery is an in- 
vention of the highest order, and everyone is glad that 
he and his loved ones live in an age in which safe and 
effective anesthesia is possible. 

Unfortunately for some inventors of such a new use of 
an old composition of matter, the courts have held that 
no matter how great their invention it was still not a pat- 
entable invention. Such was the holding of the Circuit 
Court of the Southern District of New York in Decem- 
ber, 1862 in Morton v. New York Eye Infirmary,’ in 
which the court hailed the use of ether as an anesthetic 
(mentioned above) as a very meritorious invention; and 
then held the patent on said invention to be invalid for 
lack of patentable subject matter! The theory of law 
involved in this holding has been best expressed in the case 
of Old Town Ribbon and Carbon Co. v. Columbia Rib- 
bon and Carbon Mfg. Co.,’ by the Circuit Court of Ap- 


*LL.B., M.P.L., member of the Bar of the District of Columbia and of the 
U. S. Court of Customs and Patent Appeals. 


1 Morton v. New York Eye Infirmary, 17 Fed. Cas. 879, No. 9865 (C. C. 
S. D. N. Y. 1862). 


2Old Town Ribbon and Carbon Co. v. Columbia Ribbon and Carbon Mfg. 
Co., 159 F. (2d) 379, 72 U. S. P. Q. 57 (C. C. A. 2d, 1947). 
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peals, 2d. Circuit, in which the court held on January 6, 
1947 that no new use of any physical object could ever 
be patentable under the present statutes. (These two 
cases will be discussed at greater length further on in the 
present article.) 

Nevertheless certain other inventors have from time to 
time obtained patents for the new use of an old physical 
object, or composition of matter, have proceeded to col- 
lect royalties on the same, and have had the Circuit Court 
of Appeals, or the U. S. Supreme Court, sustain such pat- 
ents as valid and as being drawn to patentable subject 
matter! Sometimes the court involved has held that new 
uses of old substances were patentable; sometimes has 
held that more than a new use was involved; and some- 
times has held that what might seem to be a new use of 
old material was really the use of a new composition of 
matter (due to changes in proportions, added ingredients, 
or the like).* 


As inventors are continually making important ad- 


vances in various industrial arts, involving what appears 
at first sight to be only a new use for an old composition 
of matter, it becomes important for the practicing patent 
attorney to learn just what the law is in regard to this 
matter, so that he may obtain his client’s full rights under 
the law. 


A True Statement of the Law 


It is believed the law has been best stated by the Second 
Circuit Court of Appeals in Old Town Ribbon and Car- 


3 Scope of Investigation: All the usual patent law textbooks were consulted. 
Biesterfeld, Parent Law, 1943, page 50, last paragraph, and elsewhere, and 
Glascock and Stringham, Patrenr Law, 1943, paragraph 5160 and elsewhere, 
furnished more citations on new use of old devices than the others. Under- 
wood’s card digest (a card catalog of patent cases published by Card Digests 
Co., Washington), section 3660-0, was searched, and the United States Patents 
Quarterly digests were searched under the title “patentability,” class “invention” 
and subclass “New Use or Function.” Several hundred decisions were con- 
sidered, about one hundred were read carefully, and about sixty were noted 
as of value in writing this article. Some of these decisions were only found 
by citations in other decisions. Obviously many cases treating in part on 
“New Use” exist that have not even been read, but it is believed that the 
ruling cases have all been uncovered. 
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bon Co. v. Columbia Ribbon and Carbon Mfg. Co., supra, 
on January 6, 1947, as follows at p. 382: 


The Constitution (Art. I, §8) gives Congress power to grant 
limited monopolies for “discoveries,” and there is no antecedent 
reason for saying that Congress might not, if it chose, issue a 
patent for a new use of an old physical object, which is in fact 
closely akin to, if not identical with, an “art,” like a process. 
There would be nothing unreasonable in so doing; substantially 
no “machine, manufacture or composition of matter” is ever 
new throughout; usually it is a combination of elements, all of 
which are severally old, and the invention consists in the mental 
act of fabricating the combination. Nevertheless, since 1793, 
unless a patent disclosed a “new and useful art,” a new “ma- 
chine,” a new “manufacture,” or a new “composition of matter,” 
it has not been a valid patent. If it be merely for a new employ- 
ment of some “machine, manufacture or composition of matter” 
already known, it makes not the slightest difference how bene- 
ficial to the public the new function may be, how long a search 
it may end, how many may have shared that search, or how 
high a reach of imaginative ingenuity the solution may have 
demanded. All the mental factors which determine invention 
may have been present to the highest degree, but it will not be 
patentable because it will not be within the terms of the statute. 
This is the doctrine that a “new use” can never be patentable. 
In this circuit we have many times applied it, and it has been 
recognized elsewhere. As we have said in earlier cases, this does 
not mean that very slight physical changes in a “machine,” a 
“manufacture” for a “composition of matter” may not be enough 
to sustain a patent; the act of selection out of which the new 
structure arises, is the determinant, and small departures may 
signify and embody revolutionary changes in discovery; but the 
law does not protect the act of selection per se, however meri- 
torious, when it is not materially incorporated into some new 
physical object. From this it follows that it makes no difference 
how radically Lewis and Menihan’s discovery changed the art 
by making double Ritzerfeld sheets convertible to both processes 
by the expedient of merely typing one outside face or the other ; 
nor does it make the least difference how completely the dis- 
covery, qua discovery, fulfills all those conditions mentioned in 
Safety Car Heating and Lighting Co. v. General Electric Co.‘ 
It is scarcely necessary to add that the claims in suit are not 
for an “art” or “process.” 


The courts in England have similarly held a new use 
of an old composition of matter to be unpatentable under 
the English statutes.” 


4 Safety Car Heating and Lighting Co., Inc., v. General Electric Co., 155 
F.(2d) 937, 69 U. S. P. Q. 401 (C. C. A. 2d, 1946). 

5 In the matter of an application for a patent by G. E. C., 16th July-lst August 
1942, 60 Reports of Patent, Design and Trade Mark Cases [60 R. P. C.], Lon- 
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This Old Town case (to shorten the title) involved a 
new use of a folded piece of paper, one inside face of 
which was covered with “hectographic ink.” It was old 
to type on the outside of the uninked side and reproduce 
directly therefrom. The “new use” consisted of typing 
on the outside of the inked half, and then using the other 
half of the paper to make a mirror image on a gelatin 
plate from which readable mirror images could be taken 
off on other sheets of blank paper. 

The claims in suit (10 and 11) will be found in the 
lower court decision.® All the structure claimed in claim 
10 was a folded piece of paper with hectograph transfer 
ink on one inside side and a loose, removable protective 
sheet slid in between the fold. Claim 11 left a blank mar- 
gin around the hectograph ink to make it less smudgy but 
otherwise was like claim 10. The alleged new use was set 
forth in a long functional “whereby” clause. 

The lower court found no anticipation of this structure 
in the references, but the upper court did. This disagree- 
ment has not been investigated. 


Please note: ! 
(a) That the new use did not take the old article (hec- 


don. The new use was putting out magnesium incendiary bombs, and the old 
composition of matter was an aqueous solution containing 75% by weight zinc 
chloride. The Patent Appeal Tribunal refused to allow composition of matter 
claims to a fire extinguishing manufacture (composition) because the composi- 
tion was old for other purposes, and refused method claims to a method of 
extinguishing a fire with said fire extinguishing manufacture (composition) as 
being an unpatentable method. Section 93 of the British Patents and Designs 
Act, 1907, as amended, defines what can be patented in England as “any man- 
ner of new manufacture” (this language originated in the English Statute of 
Monopolies over 320 years ago) as contrasted to the “new and useful art, ma- 
chine, manufacture or composition of matter” which is patentable in the United 
States under Rev. Stat. 4886. The English Courts have held “any manner 
of new manufacture” to cover a process provided that it (a) results in the 
production of a tangible vendible product, (b) improves or restores to its for- 
mer condition a vendible product, or (c) has the effect of preserving from 
deterioration some vendible product. The Patent Appeal Tribunal held extin- 
guishing a fire is neither (a), (b), nor (c), and is not a patentable method. 
(However a house is a vendible product, and extinguishing a fire is preserving 
the house from rapid deterioration by oxidation, so it would seem it could be 
held that (c) applies; but the court held otherwise.) For a more complete dis- 
cussion see Abel, Recent British Decisions on Patent Matters (1944) 26 J. Pat. 
Off. Soc. 191, and note to same by Frederico (1944) 26 J. Pat. Off. Soc. 197-202. 


6 Old Town Ribbon and Carbon Co. v. Columbia Ribbon and Carbon Mfg. 
Co., 66 F. Supp. 929, 930, 70 U. S. P. Q. 318, 319-20 (E. D. N. Y. 1946). 
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tographic ink coated paper) out of its old environment, 
namely use for reproduction of typewritten material; and 

(b) The decision distinctly indicates that very slight 
physical changes in a machine, manufacture, or composi- 
tion of matter may be enough to sustain a patent, provided 
they amount to invention; but no matter how great the 
invention it has to be a mew art, machine, manufacture or 
composition of matter or it cannot come within the statute 
and be protected. 

It is believed these changes need not be as great when 
the new use is in a new environment as would be necessary 
to distinguish such an invention patentably in an old en- 
vironment. In anew environment all the change needed 
is a microscopic one just sufficient to make it a new art, 
machine, manufacture or composition of matter so it will 
become patentable subject matter under the statute; and 
then the new use in the new environment will alone be 
enough to supply all the invention necessary to make it 
an important enough invention to be patentable. It will 
have patentable inventive level. 

In an old environment the newness of the new use be- 
comes open to question, so the claims should distinguish 
by patentable differences giving unexpected results if 
possible. 

Morton v. Infirmary 


It is interesting to note that the Old Town case’ in 1947 
is decided on exactly the same point of law in the same 
way as one of the earliest cases known on the subject, the 
famous case of Morton v. Infirmary,’ which was decided 
in 1862 by the Circuit Court of the Southern District of 
New York in about the following manner: 

Morton and Jackson admitted in their patent that fumes 
of sulfuric acid ether (di-ethyl ether, CHsCH2OCH2 
CHs) had stupefied persons and animals who breathed the 


7 Supra note 2. 
8 Supra note 1. 








PATENTABILITY OF NEW USE FOR OLD COMPOSITION 289 


fumes, before they made their invention, the invention 
being solely the discovery that while in this old, stupefied 
condition (produced by an old agent as of old before 
their invention) these unconscious animals and persons 
could be operated on without pain and without any move- 
ment due to voluntary or involuntary muscular contrac- 
tion. 

The court stated that the function of the ether was to 
hold the man still, and as such it merely replaced a ma- 
chine with straps to hold the man still. A patent for the 
machine would have to rely on novelty of structure. There 
is nothing new about a person or animal overcome by 
ether, so there is no “structure” to distinguish the new 
use, and therefore the patent is invalid. 

The great advantage of cutting down operative shock 
was glossed over, as was the uniform depth of sleep in- 
duced in practice as contrasted with the random depth 
of sleep of an accidentally overcome person. 

Please note that: 


(a) The environment of use was the same; and 

(b) There was no change in proportions specified, as 
the claim was an old fashioned type claim to the use of 
ether for surgery substantially as described, which type 
of claim is very hard to evaluate today when such claims 
have not been used in U. S. patents for a generation or 
two. 


The Law Has Been Unsettled 


A lot of water has gone over the judicial dam between 
Morton v. Infirmary’ in 1862 and the Old Town case” 
in 1947, and a number of new uses of old things have been 
held patentable in that period. 

The U. S. Supreme Court upheld at least six new uses 
and turned down at least twelve, so far as can be ascer- 
tained without exhaustive search. As all decisions of the 


9 Supra note 1. 
10 Supra note 2. 
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U. S. Supreme Court are of vital interest as the law of 
the land, all that were found are discussed here. It should 
be noted however that all of these decisions that uphold 
new uses are before the year 1902, while some denying 
patentability to new uses are from 1935 to 1945. The 
U. S. Supreme Court cases do not, however, positively de- 


cide the issue if the new use is non-analogous to the old 
uses. 


U. S. SUPREME CouRT CASES HOLDING A NEW USE 
TO BE PATENTABLE 


Smith v. Goodyear” decided in 1877 held that a dental 
plate of hard rubber with teeth mounted thereon was a 
great boon to mankind and clearly patentable over simi- 
lar plates made of gold, silver, tin, platinum and gutta 
percha. It is possible the Honorable Justice could have 
had some personal experience in this matter, as everyone 
may expect to, if he lives long enough. Those who had 
to use dental plates really appreciate the greatness of in- 
ventions improving the same, as these plates are in their 
mouths continually and tend to irritate the same. The 
Court held a new product was produced having new 
uses (?) and properties which made it more than a mere 
substitution of materials as it revolutionized dental prac- 
tices. The Court mentioned that steel plates had been held 
patentable over copper plates for engraving purposes and 
a gas flame held patentable over an oil flame for finish- 
ing cloth. 

This Smith v. Goodyear” decision is relied on in a 
number of later decisions. (It is cited in Grant v. Rus- 
sell,” a case in the First Circuit Court of Appeals, de- 
cided in 1946, as being the ruling case on this subject.) 

However it should be noted: 


(a) Unless hard rubber pipe stems are older, the 


11 Smith v. Goodyear, 93 U. S. 486, 23 L. ed. 952 (1877). 
12 Jbid. 


13 Grant v. Russell, 154 F.(2d) 729, 69 U. S. P. Q. 196 (C. C. A. Ist, 1946). 
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mouth was a new environment for a plate of vulcanized 
rubber, to which environment it had not been exposed 
before, which lent some novelty and question as to what 
would happen in the new environment when worn con- 
stantly in the mouth, day after day; and 

(b) The exact article (teeth mounted in vulcanized 
rubber) was new, so while it was a new use for rubber 
(an old substance), it was also a new object, even if all 
that was new about the object was the substitution of one 
material for another. 

Goodyear Dental Co. v. Davis“ in 1880 went on to say 
that a celluloid dental plate did not infringe the patent 
to the hard rubber one. Probably the celluloid plate was 
patentable over the hard rubber one. It probably tasted 
better. 

Ansonia Brass & Copper Co. v. Electrical Supply 
Co.,° decided in 1892 involved a fire resistant insulation 
on a wire, (the electrical arts being somewhat new to com- 
mercial use in those days). The Court said the feature of 
incombustibility cannot be claimed as the inventive fea- 
ture of an insulated wire, (citing Roberts v. Ryer” for 
the statement that a new use of an old machine is not in- 
vention), but then the Court went on to say that if the old 
device, or process, is put to a new use which is not analo- 
gous to the old use, and the adaptation to such new use 
is of such character as to require inventive skill to produce 
it, such new use will not be denied the merit of patent- 
ability. 

(At this latter date it would seem that the use instead 
of being new, was the same use, except as to relative com- 
bustibility of the insulation.) 

It should be noted: 

(a) The use was not analogous (at least in the Court’s 
opinion) so a new environment was involved; and 


14 Goodyear Dental Co. v. Davis, 102 U. S. 222, 26 L. ed. 149 (1880). 

15 Ansonia Brass & Copper Co. v. Electrical Supply Co., 144 U. S. 11, 12 
Sup. Ct. 601, 36 L. ed. 327 (1892). 

16 Roberts v. Ryer, 91 U. S. 150, 23 L. ed. 267 (1875). 
4 
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(b) The words “adaptation to such new use” suggest 
that some change, however slight, was made, which of 
course takes the device out of the doctrine of new use of 
an absolutely old device. 


Potts v. Creager” in 1895 held that substituting steel 
bars for glass in making a clay lump disintegrator was 
sufficient to make it patentable over a former wood pol- 
isher having glass bars. The Court relied on Smith v. 
Goodyear and Goodyear Dental Co. v. Davis” in reach- 
ing this conclusion. 


Note again that: 


(a) The environment was new, the bars now meeting 
clay instead of wood; and 

(b) There was an actual difference, glass bars instead 
of steel ones, so it was not the new use of an absolutely 
old device. 

The Incandescent Lamp Patent” case decided in 1895 
relates to a patent covering the use of all fiberous and 
textile carbonized substances. This patent was held not 
infringed by, and as not disclosing Thomas Edison’s use 
of carbonized bamboo. 

Surely carbonized substances of this nature were not 
new. While the patent was held not infringed, its valid- 
ity was not gone into. 

Hobbs v. Beach” in 1901 seems to be the last U. S. Su- 
preme Court case holding a new use patentable. A ma- 
chine was used for a new non-analogous use which was 
held patentable, relying on Potts v. Creager,” and the 
same kind of facts can be assumed. 





17 Potts & Co. v. Creager, 155 U. S. 597, 15 Sup. Ct. 194, 39 L. ed. 275 
(1895). 


18 Supra note 11. 
19 Supra note 14. 


20 The Incandescent Lamp Patent, 159 U. S. 465, 16 Sup. Ct. 75, 40 L. ed. 
221 (1895). 


21 Hobbs v. Beach, 180 U. S. 383, 21 Sup. Ct. 409, 45 L. ed. 586 (1901). 
22 Supra note 17. 
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U. S. SUPREME CoURT CASES DENYING PATENTABILITY 
TO SUPPOSED NEW USES 


Phillips v. Page™® in 1861, Brown v. Guild* in 1874, 
Brown v. Piper” in 1875, and Roberts v. Ryer* in 1875, 
all held new uses of old machinery unpatentable. In most 
of these cases the Court could have rejected on art with- 
out using this principle of patent law, because, for ex- 
ample, in Roberts v. Ryer™ the prior art was an ice box 
for preserving food, as was the alleged invention also. 
These cases related to a sawmill, corn planter, slow freez- 
ing of fish, and an icebox respectively. 

Atlantic Works v. Brady” decided in 1883 is relied on 
in one book on patent law to show the new use of a ma- 
chine, even with changes, to be unpatentable. However, 
as the Court held General MacAlester was the true in- 
ventor instead of Brady, the rest of the decision is in the 
nature of dicta. Placing a sharp mud stirring screw in 
the bow of a boat to be rotated by her engines to tear 
channels in sand bars was held not different from the time- 
honored practice of backing a screw propeller boat into 
the sand bar to stir up the mud and make a channel 
through the sand bar. This is really an old use of a new, 
but unpatentable, device. 

Mosler Safe & Lock Co. v. Mosler Bahmann & Co.” 
decided in 1888 is cited by one book on patent law as re- 
lating to the present subject, but instead it seems to relate 
to the question of what is an aggregation. 

Grant v. Walter® and Lovell v. Cary,” both decided in 


1893, for a device for reeling silk, and a method of tem- 


23 Phillips v. Page, 24 How. 164, 16 L. ed. 639 (U. S. 1861). 

24 Brown v. Guild, 23 Wall. 181, 23 L. ed. 160 (U. S. 1874). 

25 Brown v. Piper, 91 U. S. 37, 23 L. ed. 200 (1875). 

26 Supra note 16. 

27 Ibid. 

28 Atlantic Works v. Brady, 107 U. S. 192, 2 Sup. Ct. 225, 27 L. ed. 438 
(1883). 

29 Mosler Safe & Lock Co. v. Mosler Bahmann & Co., 127 U. S. 354, 8 
Sup. Ct. 1148, 32 L. ed. 182 (1888). 
30 Grant v. Walter, 148 U. S. 547, 13 Sup. Ct. 699, 37 L. ed. 552 (1893). 
31 Lovell v. Cary, 147 U. S. 623, 13 Sup. Ct. 472, 37 L. ed. 307 (1893). 
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pering furniture springs, held new uses to be unpatent- 
able. 

The modern trend is characterized by the following 
decisions coming in 1935 and later: 

Berlin Mills v. Proctor & Gamble Co.” decided in 
1920, held a lard-like food product made by hydrogena- 
tion of oils was unpatentable because such products were 
old and would be assumed to be edible if it were desired 
to eat them. The new use for food was not invention. 

Paramount Publix Corp. v. American Tri-Ergon 
Corp.* decided in 1935, held the application of an old 
process to a new but closely analogous subject matter was 
not invention. 

Cuno Engineering Corp. v. Automatic Devices Corp.™ 
decided in 1941, held the application of thermostatic cut- 
offs (old in the electric iron and electric toaster art) to 
the old cordless cigarette lighter for automobiles was not 
invention. Again the use was almost the same and the art 
was closely analogous. 

Sinclair & Carroll Co. v. Interchemical Co.” decided 
in 1945, held that choosing a solvent from a list of the 
same (which list gave the physical properties) to replace 
other solvents already used in printer’s ink to provide 
faster drying is not patentable even though it was a new 
use for the chosen solvent. 

Dow Chemical Co. v. Haliburton Oil Well Cementing 
Co.** decided in 1945, held that the use of an inhibitor in 
the hydrochloric acid used in the acid treatment of a cal- 
careous formation in a well, in order to protect the iron 
well tubing from corrosion by the acid, was not invention; 


32 Berlin Mills v. Proctor & Gamble Co., 254 U. S. 156, 41 Sup. Ct. 75, 65 
L. ed. 196 (1920). 

83 Paramount Publix Corp. v. American Tri-Ergon Corp., 294 U. S. 464, 
55 Sup. Ct. 449, 79 L. ed. 997 (1935). 

84Cuno Engineering Corp. v. Automatic Devices Corp., 314 U. S. 84, 62 
Sup. Ct. 37, 86 L. ed. 58 (1941). 

85 Sinclair & Carroll Co. v. Interchemical Co., 325 U. S. 327, 65 Sup. Ct. 
1143, 89 L. ed. 1644 (1945). 

36 Dow Chemical Co. v. Haliburton Oil Well Cementing Co., 324 U. S. 320, 
65 Sup. Ct. 647, 89 L. ed. 973 (1945). 
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(1) in view of the public use of the same inhibitor in the 
same acid to prevent injury to iron (a) in pickling iron 
sheets to brighten and polish the same by removal of the 
mill scale, slag, etc., or (b) in shipping hydrochloric acid 
in steel drums; and (2) in view of the public use of in- 
hibited hydrochloric acid in a well to clean calcareous 
deposits out of steel well screens without injury to said 
screen. 

All of these U. S. Supreme Court decisions in this sec- 
tion of this paper make broad statements that a new use 
of an old device or process is unpatentable, but actually 
one must qualify the same as limited to a closely anal- 
ogous use in each particular case. In each of these cases 
it should be noted: 

(a) The environment is the same, or substantially the 
same; and 

(b) No difference in the article, or process, that would 
make it new has been disclosed in the decision. 


Summary of Supreme Court Decisions 


The U. S. Supreme Court has never held a non-analo- 
gous new use to be unpatentable, nor an analogous new 
use to be patentable, if the evaluation of cases given here- 
in is accepted. However, all the cases holding any new 
use patentable are before the year 1902. No case involv- 
ing a non-analogous use was decided after the year 1902. 

Patent law changes enough so that cases prior to 1902, 
even though U. S. Supreme Court cases, are to be care- 
fully weighed before applying them to today’s facts. 


LOWER CouRT DECISIONS 


The decisions of the lower courts will now be discussed 
under the following headings: 


(I) Non-analogous new use of an old composition 
held patentable. 


(II) Same, but held unpatentable. 
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(III) Analogous new use of an old composition held 
patentable. 


(IV) Same, but held unpatentable. 


(V) New use doctrine does not apply because (a) 
other elements are present; or (b) propor- 
tions are different and are critical. 


Another way of saying the same thing is to state that 
in (I) and (II) the environment is new into which the 
old material is thrust to perform its new use, whereas in 
(III) and (1V) the environment is so much the same 
that the newness of the use is somewhat questionable, 
while in (V) it is a new use of a new material. 


(1) Non-Analogous New Use of An Old Composition 
of Matter Held Patentable 


Forsyth v. Garlock™ decided in 1905, the Circuit Court 
of Appeals, First Circuit, held a prior patent to a door 
mat did not anticipate the use of the same structure of 
rubber and metal sheets when used as steam packing, as 
the requirements for packing steam are not analogous to 
the requirements for door mats. 

Actually the steam packing when ready to install prob- 
ably would not be of a shape or size suitable for use as 
a doormat and vice versa. 


Warren Bros. Co. v. City of Owasso® decided in 1909, 
the Circuit Court of Appeals, Sixth Circuit, held that the 
use of a composition as a reservoir lining did not detract 
from its patentability as a pavement material. Its water 
sealing abilities were no indication of its wearing abilities. 

It is a little hard to argue about shape or size in this 
case, although reservoir bottoms generally cover a larger 
area than the usual pavement and have a different shape. 


87 Forsyth v. Garlock, 142 Fed. 461 (C. C. A. Ist, 1905), cert. den. 202 U. S. 
617, 26 Sup. Ct. 765, 50 L. ed. 1173 (1906). 

38 Warren Bros. Co. v. City of Owasso, 166 Fed. 309 (C. C. A. 6th, 1909), 
cert. den. 214 U. S. 525, 29 Sup. Ct. 703, 53 L. ed. 1067 (1909). 
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General Electric Co. v. Hoskins Mfg. Co.® decided in 
1915, the Circuit Court of Appeals in the Seventh Circuit, 
held that the discovery that a metal alloy (chromium- 
nickel electrical resistance heating wire as now used on all 
electrical stoves) is superior to all other metals and alloys 
except platinum (which is too expensive for such use) is 
a patentable invention, even though the alloy is old for 
other uses. 

Grant v. Russell® decided April 17, 1946 by the Cir- 
cuit Court of Appeals, First Circuit, held that the in- 
ventor not only discovered the essential characteristics 
which a laminating agent for paper should have, but he 
found the agent. To be sure the agent was a commercially 
available compound having known characteristics, but its 
value for laminating paper was unknown. The court said 
this point distinguished the case from Sinclair v. Inter- 
chemical, supra,” and that the present case was governed 
by Smith v. Goodyear, supra.” 

The Board of Appeals of the U. S. Patent Office held 
an old weather resistant soap-filled leather patentable in 
a new use as a gas meter diaphragm to resist hydrocar- 
bons; an old alloy patentable in an internal combustion 
engine valve seat because it had the same thermal expan- 
sion as the iron engine block; a new compound to be pat- 
entable three times, once for any use, then as a cosmetic 
material, then as a margarine food, in three separate pat- 
ents; an old compound to be patentable in a new environ- 
ment; and the use of a powerful germicide as an antiseptic 
to be a patentable new use because the old use did not 
suggest it could be used on a delicate skin.* It should be 
noted that all these board decisions are before In re 


39 General Electric Co. v. Hoskins Mfg. Co., 224 Fed. 464 (C. C. A. 7th, 
1915). 

40 Supra note 13. 

41 Supra note 35. 

42 Supra note 11. 

43 Ex parte Fulweiler, 24 U. P. Q. 268 agg Ex parte Weiger, 26 
U. S. P. Q. 25 (1934); Ex aa Harris, 43 U. P. Q. 125 (1939); Ex 
parte Cantrell, 50 U. S. P. Q. 528 (1941); Ex ae ‘Bush, 54 U. S. P. Q. 341 
(1941). These are all decisions by the Patent Office Board of Appeals. 
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Thuau, infra** (April 5, 1943), as the Board of Appeals 
generally follows the U. S. Court of Customs and Patent 
Appeals. 

These lower court cases were all in harmony with the 
U. S. Supreme Court decisions in Smith v. Goodyear,” 
the Ansonia Brass & Copper Co. case,** Potts v. Crea- 
ger and Hobbs v. Beach,* all discussed supra, but all 
decided before 1902. 


(II) Non-Analogous New Use of An Old Composition 
of Matter Held Unpatentable 


The very first case found holding a non-analogous new 
use of an old composition of matter to be unpatentable is 
the United States Court of Customs and Patent Appeals’ 
decision in In re Thuau® on April 5, 1943, which case 
caused the Board of Appeals of the United States Patent 
Office to reverse its former position as mentioned in the 
last sentence of the next-to-last paragraph above. All the 
cases discussed above which actually dealt with non-analo- 
gous new uses held them to be patentable, and if they had 
statements therein that no new use was patentable, such 
statements were merely dicta not necessary to the deter- 
mination of the case. 

However the Court of Customs and Patent Appeals 
evidently does not subscribe to this theory that Jn re 
Thuau™ decides this as a new point of law, because In re 
Waite,” decided in 1946, states in the fourth paragraph 
from the end that said Jn re Thuau decision “did not 
establish any new doctrine or principle of law.” 

An examination of the cases relied on in In re Thuau™ 
shows that it is the first case in which a non-analogous new 

44In re Thuau, 135 F.(2d) 344, 57 U. S. P. Q. 324 (C. C. P. A. 1943). 

45 Supra note 11. 

46 Supra note 15. 

47 Supra note 17. 

48 Supra note 21. 

49 Supra note 44. 

50 bid. 


51In re Waite, 158 F. (2d) 291, 295 (C. C. P. A. 1946). 
52 Supra note 44, 
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use was held unpatentable, and that the court is being too 
modest in said statement in Jn re Waite.” 


The Cases Relied On in In re Thuau to Support 
That Decision 


In Regar & Sons, Inc. v. Scott & Williams™ on page 
231, column 2, the court said: “In the case at bar it is 
indeed hard to find even a new use... .” so an analogus 
new use was involved. 


In Northam Warren Corp. v. Newfield Co., Inc.” the 
new use was analogous, whether the pencil was marking 
on fingernails, or on paper. It is also common practice 
among some persons to clean their fingernails with any 
handy object, including pencils. 


M. & B. Mfg. Co., Inc., v. Munk™ does not deal with 
a non-analogous use at all. There is very little law on new 


use in this case. Nor is there any non-analogous use in 
Krupp Nirosta Co., Inc. v. Coe.™ 


So, therefore, the honor of holding the first non-analo- 
gous new use unpatentable goes to In re Thuau™ unless 
some case has been overlooked in the search. 


In re Thuau 


In re Thuau™ holds all new uses to be unpatentable. 
The use of the material in In re Thuau as a medicine 
was a non-analogous use, because no one can predict the 


therapeutic effect of a substance until actually used as a 
medicine. 


53 Supra note 51. 


54 Regar & Sons, Inc. v. Scott & Williams, 63 F. (2d) 229, 231, 17 U. S. 
P. Q. 81, 83 (C. C. A. 2d, 1933). 


55 Northam Warren Corp. v. Newfield Co., Inc., 7 F. Supp. 773, 22 U. S. P. Q. 
313 (E. D. N. Y. 1934), aff'd 79 F. (2d) 1005 (C. C. A. 2d, 1935). 


56M. & B. Mfg. Co., Inc. v. Munk, 77 F. (2d) 261, 26 U. S. P. Q. 7 (C. C. 
A. 2d, 1935). 


57 Krupp Nirosta Co., Inc. v. Coe, 68 App. D. C. 323, 96 F. (2d) 1013, 35 
U. S. P. Q. 386 (1937). 


58 Supra note 44. 
59 [bid. 
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The court said: 


It is our opinion that not only is the weight of authority con- 
trary to applicant’s contention, but that it is clearly contrary to 
the spirit, and in our opinion contrary to the letter of the patent 
laws that patents should be granted for old compositions of mat- 
ter based upon new uses of such compositions where such uses 
consist merely in the employment of such compositions. 


The doctrine is . . . familiar . . . that a patentee is entitled 
to every use of which his invention is susceptible, whether such 
use be known or unknown to him. Likewise, with regard to an 
unpatentable article or substance long in use, any member of the 
public has the right to every use of which the article or substance 
is susceptible so long as it is unchanged in any way, regardless 
of whether or not such uses were known prior to his own use. 


That appellant has made a valuable discovery in the new use 


of the composition here involved we have no doubt, . . . but 
to hold that every new use of an old composition may be the 
subject of a patent . . . would lead to endless confusion . . .® 


Ex parte Ruthruff,” decided November 19, 1943, by 
the United States Patent Office Board of Appeals, cited 
In re Thuau, supra, and said that calling a material a 
catalyst, or a medicine, was not sufficient to define over 
the material per se. The board said that almost any ma- 
terial can be used as a catalyst for some reactions, or as 
a medicine for some illness. 

If the material is new it should be claimed for any use, 
because even if limited to a catalyst for dehydrogenation 
of hydrocarbons it is not valid if the exact material 
claimed was used before for any other purpose. 

Ex parte Biggs,” decided by the Patent Office Board 
of Appeals in 1944, cited In re Thuau, supra, and held 
the new use of pentamethyl] fluorobenzene as a dielectric 
(for condensers, etc.) to be unpatentable. 

Smith, Kline & French Lab. v. Clark and Clark,® de- 
cided in 1946, is important. The District Court gave some 


60135 F. (2d) at pp. 346, 347. 

61 Ex parte Ruthruff, 64 U. S. P. Q. 130 (Pat. Off. Bd. App. 1943). 

62 Ex parte Biggs, 64 U. S. P. Q. 431 (Pat. Off. Bd. App. 1944). 

63 Smith, Kline. & French Lab. v. Clark and Clark, 157 F. (2d) 725, 70 
U. S. P. Q. 382 (C. C. A. 3d, 1946), affirming in part 62 F. Supp. 971, 66 
U. S. P. QO. 440 (N. J. 1945). 
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very interesting reasons why the invention was patentable, 
even if it should be admitted that the composition of mat- 
ter was old as a chemical compound but new as a drug 
(the court actually found that it was a new chemical 
compound, regardless of use), but the Circuit Court of 
Appeals of the Third Circuit cut the District Court short 
with a single sentence, “It is also established that a patent 
may not issue for a new use discovered for an old com- 
position of matter,” citing General Electric Co. v. Jewel 
Incandescent Lamp Co.“ The appellate court affirmed 
the decision of validity based on novelty per se, and not 
just on novelty of use of an old composition, so this re- 
mark may be considered dictum only. 

There is no United States Supreme Court decision on 
such a non-analogous use as discussed in this section, al- 
though such decisions as Dow v. Haliburton,” supra, state 
the law broadly enough to include such facts. 


(IIL) Analogous New Use of an Old Composition 
Held Patentable 


As there is no doubt that the cases listed under this sub- 
title were in error, and as this error apparently has not 
been repeated since In re Thuau, supra, came out in 
1943, this section is merely history and will be passed 
over rapidly. However, in such rapid consideration some 
points on which these cases were decided, which may 
make them patentable, may be overlooked. 

The Board of Appeals held a certain type paper old 
for heat insulation patentable for electrical insulation be- 
cause of its outstanding value as such; building blocks old 
for general building purposes patentable for use in glass 
furnaces as building blocks because of a sealing feature; 
a pumping system for wells patentable over a general use 
pumping system(?); an adhesive comprising polymeric 

64 General Electric Co. v. Jewel Incandescent Lamp Co., 326 U. S. 242, 66, 


Sup. Ct. 81 (1945). 
65 Supra note 36. 
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acrylic acid ester patentable over a disclosure of all vinyl 
compounds (of which polymeric acrylic acid ester would 
be among the first thought of) ; and pectin as a thickener 
in a cocoa-milk beverage patentable over equivalent sub- 
stances.” 

No United States Supreme Court, or other federal 
court decisions support this position, although in Dennis 
v. Pitner™ a Judge of the Circuit Court of Appeals, Sev- 
enth Circuit, believed that “cube root” (cube being a spe- 
cies of plant) was patentable as an insecticide although 
old as a fish poison, but held the patent uninfringed and 
invalid on other grounds, and the other two Judges of 
the court in concurring in the result stated they regarded 
the alleged new use of an old material to be unpatentable. 


(IV) Analogous New Use of an Old Composition 
Held Unpatentable 


T. J. Mayall Appeal,® decided in 1873, held that an 
applicant must claim a statutory class and not a new use. 

In re Christensen,” decided in 1936, held the new use 
of chloramines as a milk purifier unpatentable over the 
use of hypochlorous acid (an equivalent), especially as 
chloramines were old in purifying fats and margerine. 

In re Parker,” decided in 1939 and In re Jones,” de- 
cided in 1941, In re Hansen,” decided in 1944 and Jn re 
Swain,” decided in 1946, are similar. One could hardly 
use dusting powder without its deodorant properties, and 
in In re Jones the old use of an old material in drilling 
mud to decrease viscosity by stopping flocculation of the 


66 Ex parte Brown, 2 U. S. P. Q. 342 —: x parte Willetts, 5 U. S. 

P. Q. 110 tee’ Ex parte Gammack, 12 U. P. QO. 302 (1931); Ex parte 
Bauer, 23 U. S. P. Q. 322 (1934); Ex parte Ad 25 U. S. P. Q. 20 (1934). 
These are all Pasties by the Patent Office Board of Appeals. 

67 Dennis v. Pitner, 106 F. (2d) 142 (C. C. A. 7th, 1939), cert. den. 308 
U. S. 606, 60 Sup. Ct. 143, 84 L. ed. 507 (1939). 

68 T, J. Mayall Appeal, 1873 C. D. 134 (1873). 

69In re Christensen, 82 F. (2d) 715 (C. C. P. A. 1936). 

70In re Parker, 107 F. (2d) 612, 43 U. S. P. Q. 457 (C. C. P. A. 1939). 

71 In re Jones, 120 F. (2d) 1019, 50 U. S. P. Q. 48 (C. C. P. A. 1941). 

72In re Hansen, 141 F. (2d) 508, 61 U. S. P. Q. 119 (C. C. P. A. 1944). 
73 In re Swain, 154 F. (2d) 118, 69 U. S. P. Q. 72 (C. C. P. A. 1946). 
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mud could hardly be done without the allegedly new use 
of cutting down the water loss. Where a chemical reac- 
tion is inherent in an old environment it is not invention 
to make use of it, nor to explain it. 

Dennis v. Pitner, discussed above, was decided on other 
grounds but contains statements as to patentability of a 
new but analogous use of an old composition. By writing 
specially concurring opinions the Judges of the Circuit 
Court of Appeals, Seventh Circuit, held 2 to 1 that such 
new use was unpatentable, although this question was not 
really in issue. 

General Electric Co. v. Jewel Incandescent Lamp 
Co., decided in 1944 by the Circuit Court of Appeals, 
Third Circuit, makes a suggestion that while the product 
is unpatentable, process claims might be allowable to put- 
ting an old process to a new use. 

In re Rothemich,” decided 1944 is the same as Sin- 
clair v. Interchemical,” supra, in facts and in decision. 

In re Jones & deLia," decided in 1946 holds unpatent- 
able a new use for an old composition, the new use being 
suggested by the prior art. 

These lower court decisions are upheld by the U. S. 
Supreme Court in Berlin Mills v. Proctor & Gamble,” 
Paramount Publix Corp. v. American Tri-Ergon Corp.,” 
Cuno Engineering Corp. v. Automatic Devices Corp.,” 
Sinclair & Carroll Co. v. Interchemical Co.," and Dow 
v. Haliburton,” all discussed above. 


74 General Electric Co. v. Jewel Incandescent Lamp Co., 146 F. (2d) 414, 
416, 64 U. S. P. Q. 74, 76 (C. C. A. 3d, 1944). This decision was affirmed 
in 326 U. S. 242, 66 Sup. Ct. 81 (1945), the Court pointing out that the patent 
“is defended here as a product not a process patent.” 


7 In re Rothemich, 146 F. (2d) 287, 290, 64 U. S. P. Q. 228, 231 (C. C. 
P. A. 1944). 

76 Supra note 35. 

77 In re Jones & deLia, 154 F. (2d) 680, 69 U. S. P. Q. 345 (C. C. PL A. 
1946). 

78 Supra note 32. 

79 Supra note 33. 

80 Supra note 34. 

81 Supra note 35. 

82 Supra note 36. 
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(V) (a) When Other Elements Are Present New Use 
Doctrine Does Not Apply 


This proposition seems rather obvious, but a few deci- 
sions are chosen to illustrate this point out of the many 
decisions so holding. 

Ex parte Dolid,* decided in 1934, held lauric acid 
metal soap old but new in phonograph records, and as 
claims also call for wax in the compound they are not 
under the new use doctrine. 

Ruskin v. Coe, decided in 1945, held an added anti- 
oxidizing agent made a new use of an old mixture pat- 
entable. 

Ex parte Calhoun,” decided in 1945, rightfully states 
that the new use doctrine as set forth in Jn re Thuau,* 
supra, only applies to :dentical substances or devices. Ex 
parte Borglin,™ also 1945, holds the same. 


(V) (b) If Proportions Are Different and Critical, New 
Use Doctrine Does Not Apply 


Ex parte Lait,* decided in 1944, held 50% steatite in 
a new use patentable over 40% steatite in an old use. The 
degree of fineness in an inhibitor may render a new use 
patentable as held in Ex parte Cambell™ in 1944. 

The chief decision, however, is Sales Affiliates, Inc., v. 
Hutzler Bros. Co.,” decided in 1947. Anyone really in- 
terested in this paper should read every word of this deci- 
sion, so only a part will be quoted here. 

It was old in the art to remove hair from living wom- 
en’s legs with metallic sulfides. It was also old in a prior 
patent to Turley to remove hair from the hides of dead 
animals with strong smelling mercaptans and strong al- 


83 Ex parte Dolid, 25 U. S. P. QO. 23 (Pat. Off. Bd. App. 1934). 

84 Ruskin v. Coe, 58 F. Supp. 424, 64 U. S. P. Q. 365 (D. C. 1945). 

85 Ex parte Calhoun, 67 U. S. P. O. 130, 131 (Pat. Off. Bd. App. 1945). 

86 Supra note 44. 

87 Ex parte Borglin, 67 U. S. P. Q. 18, 185 (Pat. Off. Bd. App. 1945). 

88 Ex parte Lait, 63 U. S. P. O. 283 (Pat. Off. Bd. App. 1944). 

89 Ex parte Cambell, 63 U. S. P. QO. 310 (Pat. Off. Bd. App. 1944). 

90 Sales Affiliates, Inc. v. Hutzler Bros. Co., — F. Supp. —, 72 U. S. P. Q. 211 
(Md. 1947). 
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kali. The invention was to remove hair from a living 
woman’s legs without bad odor, or alkali irritation, by 
using a “substituted mercaptan” (which does not smell 
as bad) and a mild alkali giving the mixture a pH value 
between 9 and 12.5. 


The District Court, District of Maryland, held this 
patentable, saying in part: 


Relying upon their testimony which we have just analyzed, 
defendants assert that there is no escape from applying to the 
Evans and McDonough patent the well established broad patent 
law doctrine that a patentee is entitled to every use to which his 
invention is susceptible, whether such use be known or unknown 
to him, and that, therefore, Turley must be treated as a clear 
anticipation of Evans and McDonough. 

As a broad, general definition of the law, the defendants have 
correctly stated it... . 


The reason for this rule is that a new use of an old thing, or 
an old process if unchanged, cannot be patentable because the 
statute allows patents only for a new “art, machine, manufacture 
or composition of matter . . .,” even though it may take as much 
or more inventive genius to discover the new use than the old 
one (R. S. 4886, 35 U. S. C. A. Sec. 31). The statute does not 
permit patenting merely a new use but it must be a new art. The 
word “art” means “systematic application of knowledge or skill 
in effecting a desired result.” (Webster’s New International 
Dictionary. ) 

As was said in Ansonia Co. v. Electrical Supply Co., supra 
(144 U. S. at p. 18), “. . . if an old device or process be put to a 
new use which is not analogous to the old one, and the adapta- 
tion of such process to the new use is of such a character as to 
require the exercise of inventive skill to produce it, such new use 
will not be denied the merit of patentability. 

Also, as was said in General Electric Co. v. Jewel Co., supra 
(326 U. S. at p. 249 (67 USPQ at 155)): “It is not invention 
to perceive that the product which others had discovered had 
qualities they failed to detect.” And likewise in Cuno Corp. v. 
Automatic Devices Corp., supra, (314 U. S. at 91 (51 USPQ 
at 275-276)) it was said there must be revealed “the flash of 
creative genius, not merely the skill of the calling.” 

Thus, if Turley actually disclosed the use of substituted mer- 
captans in an analogous art, then the most that Evans and 
McDonough did was to select one of these substituted mercaptans 
which was best suited for their purpose of compounding a cos- 
metic depilatory, and this would not be invention because, while, 
from a group of chemical compounds taught by the prior art, 
the selection of one compound for use in a field closely related 
to the prior art field might require considerable skill and consider- 
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able laboratory experimentation, nevertheless, such selection 
would not rise to the dignity of the invention within the meaning 
of the patent law. Therefore, claim No. 2 of Evans and Mc- 
Donough would fall, and a fortiori so would the broader claims, 
Nos. 11, 12 and 13. 

But we are satisfied that Turley does not teach the use of 
substituted mercaptans, but only the use of mercaptans gen- 
erally .. .™ 





91 The court next said (p. 225) : 

“We believe the situation in the present case is akin to that in Gilbert 
Spruance Co. v. Ellis-Foster [114 F. (2d) 771], a recent decision [1940] of the 
Circuit Court of Appeals, Third Circuit. 

“This suit involved alleged infringement of a reissue patent for improvement 
of a w od lacquer. The claim in suit was for ‘A varnish consisting of a solution 
of a glycerol ester of a resin and organic carboxylic acid selected from the group 
consisting of phthalic, maleic, fumaric, malic and succinic acids, incorporated 
with nitro-cellulose.’ Weber, the patentee, stated that his object was to provide 
a composition with qualities of toughness, flexibility and extensibility, ordinary 
rosin ester or ester gum being a brittle substance with limited solubility. He 
stated that if a non-resinous organic acid, such as phthalic acid is allowed to 
esterify with glycerine in conjunction with rosin, a valuable product is obtained 
which may be termed a rosin phthalic ester of a glycerol or a rosin phthalic 
glyceride resin. Weber pointed out that it is well known that nitro-cellulose is 
incompatible with many substances and that most of the resins which dissolve 
in solvents for nitro-cellulose are not miscible with nitro-cellulose. He stated 
that he had found that the rosin phthalic glyceride resin will dissolve, mix or 
blend with nitro-cellulose and apparently in almost any proportion. 

“The defense was that Weber’s patent represented no invention over the prior 
art. A prior patent had been issued to one Arsem for resinous condensation 
products, which are plastic compositions, and a process for making them. Arsem 
principally directed himself to the mixing of phthalic and succinic acids with 
glycerol. Arsem stated that the composition so formed is a glycerol ester of 
phthalic and succinic acids having a cyclic structure with intermediate products. 
He also stated that his process was suitable for the production of moulded 
articles, electrical insulation, and varnishes (presumably, not nitro-cellulose 
lacquers). Arsem stated that various substances not strictly acids but having 
acid properties may be employed. ‘Arsem points out, seemingly quite inciden- 
tally to the main disclosures of his patent, that if glycerol phthalate, Watson 
Smith resin, is mixed with colophony, which is simply natural resin, in propor- 
tions which he indicates, a new synthetic resin results, which is not the equiv- 
alent of a simple mixture of phthalic resin and colophony because a kind of 
colloidal reaction takes place to form a new product. The point, however, is 
that this synthetic resin is in fact the “rosin phthalic ester of glycerol” or the 
“rosin phthalic glyceride resin” of Weber’s patent. It is the synthetic resin 
which Weber discloses will mix or blend with nitro-cellulose to create a nitro- 
cellulose lacquer suitable for sanding sealer or other coating for wood surfaces.’ 
(114 F. 2d. 771, 772-773.). 

“The defendant contended that Arsem gave Weber the resin and that all that 
Weber did was to fit it mechanically into a well established art. In holding that 
Weber’s patent was valid (and infringed), the Court said (page 773): ‘We 
must assume that Weber’s synthetic resin did come from Arsem’s patent, but 
there are very many natural resins and many synthetic resins and out of this 
great number Weber had to pick and did pick the suitable resin. It is true that 
it was a “hard” resin. Arsem so described it. It is equally true that the art 
had supposed that hard resins would give hard lacquer, but . . . the harder the 
resin the less the compatibility with nitrocellulose. In the light of the foregoing 
we think that Weber did demonstrate inventive genius, that he seized upon a 
thing which was available to all but which had been grasped by none, and was 
able to fit it into a new place to create an original and useful result. (Em- 
phasis supplied.)” 
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The court, after further discussion, then commented on 


General Electric Co. v. Hoskins Mfg. Co.,” as follows 
at p. 227: 


Likewise, we believe that General Electric Co. v. Hoskins Mfg. 
Co., supra, supports our conclusion. There the patented device 
embraced an electric resistance element which was composed of 
an alloy consisting of one of the metals of the chromium group, 
and of a metal having the property of nickel and cobalt, com- 
bined in stated proportions ‘‘to provide as an improved electric 
resistance material, a metal which has the property of being par- 
ticularly low in electrical conductivity, has a melting point ex- 
ceeding that of pure copper, and may be drawn or otherwise 
shaped to form particularly durable, efficient, and desirable strips, 
strands or filaments suitable for use in various connections where 
electric resistances are desirable.” 

The defendant argued that the plaintiff's patent was anticipated 
by an English patent issued to one Placet. Placet’s patent, which 
related to a method of introducing pure chromium into metals 
and alloys in a state of fusion, claimed that his product “im- 
proves all metals and alloys with which it is mixed by imparting 
to them the qualities peculiar to itself. It renders them harder, 
more resistant to shock, tension, and friction, and also renders 
them more proof against the destructive action of the air, mois- 
ture, acids, and high temperatures.”” By reason of their resis- 
tance to high temperatures they are highly suitable for the 
manufacture of tuyeres, hearths, and firearms. “Chromium in- 
creases the electrical resistance of manganese, ferro-manganese, 
ferro-nickel, and other metals employed in the manufacture of 
conductors of high electrical resistance.’” (Emphasis supplied.) 

The patent was held valid (and infringed), the Court stating 
(pages 467-471) : 

“. . . It will be seen from Placet’s English patent that the 
patentee leaves it to others to ascertain by experiment products 
of chromium and metals in alloy suitable for high resistance and 
those disclosing the element of resistance to high temperatures. 
Placet’s discoveries were before the public about 11 years before 
Marsh’s patent was granted, from which fact it may be at least 
conjectured that the valuable resistance and duration properties 
as resistance elements, which appellant finds disclosed therein, 
were not ostentatiously in evidence. Now, the law is well settled 
that in order to anticipate a later invention, the prior description 
must be such as to show that the article described in the patent 
can be certainly arrived at by following the prior description 
without the assistance of local knowledge or local prior use in the 
locality where the description is published, and without experi- 
mentation. 





92 Supra note 39. 
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“. . . It was an inventive act on Marsh’s part to extricate this 
most valuable material from the vague generalities and specu- 
lative statements of Placet, and place it among the instrumentali- 
ties of science as an electrical resistance element. Treibacher 
Chemische Werke, etc. v. Roessler & Hasslacher Chemical Co., 
219 F. 210. Here is an element which has made commercially 
practicable the manufacture of a large line of electrical power 
using devices, greatly contributing to the comfort of mankind as 
well as to the rewards of business enterprise. That Marsh was 
entitled to a patent for the service he rendered in rescuing the 
alloy from obscurity and placing it in the forefront of electrical 
resistance elements seems clear under the authorities. He first 
disclosed the properties and great advantages of the chromium- 
nickel alloy as a resistance element. So far as the record shows 
these had never been suggested in any manner calculated to lead 
to their application to the uses set out in the patent. Marsh 
substituted the alloy for the ineffective and practically discarded 
resistance elements of the prior art. The result was such a re- 
markable advance upon that prior art as to turn failure into 
unquestioned success.” 


Among the decisions upon which defendants relied, 
as being opposed to the view taken by the court was In re 
Thuau, supra,” which was presented to and considered 
by the Patent Office examiner during the proceedings 
that led up to the issuance of the Evans and McDonough 
patent. 


The court said at p. 227-8: 


In the Thuau case, the Court of Customs and Patent Appeals 
had before it an appeal from a decision of the Board of Appeals 
of the United States Patent Office affirming an examiner’s deci- 
sion rejecting certain claims of the appellant’s application for a 
patent. The appellant claimed that his alleged invention related 
“to a therapeutic product for the treatment of diseased tissue, 
which product comprises a water soluble condensation product of 
metacresolsulfonic acid and an aldehyde, such as formaldehyde. 
This therapeutic product is especially useful in the treatment of 
cervicitis, cervical erosions, and related ailments.” The appel- 
lants recognized that condensation products of a cresol with for- 
maldehyde had been used as tanning agents, but argued that, 
although the composition he claimed in his invention had long 
been known, yet its only use had been for tanning purposes, and 
that he had invented a new and unobvious use for it, namely, as 
a therapeutic product for the treatment of diseased tissue. 


93 Supra note 44. 
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Obviously, what Evans and McDonough did was quite differ- 
ent from what the patentee did in the Thuau case. They did 
much more than apply an old composition, without change, to a 
new use. They discovered that substituted mercaptans, particu- 
larly those of the polar groups, when combined with other ele- 
ments in stipulated proportions, produced a depilatory that was 
commercially more satisfactory than any hitherto known. Turley 
taught that many mercaptans, some substituted, others not, would 
satisfy his need which was a totally different one. It remained 
for Evans and McDonough to discover that certain substituted 
mercaptans, and only those, would satisfy their need. They 
did much more than merely pick from Turley some of the mer- 
captans he mentions and then follow his teaching. They made, 
as a result of much experimentation, (1) a new, and much more 
limited classification of organic substances and then (2) applied 
them successfully to a different art, disclosing why these par- 
ticular substances, and no others, met the requirements for 
success. 

In the Thuau case, the Court rather summarily disposed of 
Gilbert Spruance Co. v. Ellis-Foster Co., ** and General Electric 
Co. v. Hoskins Mfg. Co.,® supra, as well as several other deci- 
sions in which a like result was reached, some of which we have 
referred to supra; and relied upon still other decisions which we 
do not consider sufficiently analogous on their facts to require 
analysis here. 


For other cases commenting on In re Thuau,” see foot- 
note.” 

These later decisions all uphold In re Thuau, however, 
in In re Migrdichian® one of the Judges in a specially 
concurring opinion stated In re Thuau should be modi- 
fied. 

Of some historical interest is the “Note to 44 U.S.P.Q. 
696, column 1” which appears in 44 U.S.P.Q. at 718. 
This note is evidence of the turning of the tide against 
patentability of new uses of old materials, even prior to 
In re Thuau, as the Commissioner of Patents prevented 


94 Cited in note 91, supra. 

95 Supra note 39. 

96 Supra note 44. 

97 In re Smith, 148 F. (2d) 351, 352, 65 U. S. P. QO. 167, 168 (C. C. P. A. 
1945); In re Kokatnur, 146 F. (2d) 507, 509, 64 U. S. P. Q. 173, 175 (C. C. 
P. A. 1944); Ex parte Cooper, 67 U. S. P. Q. 186, 187 (Pat. Off. Bd. App. 
io ; In re Prutton, 156 F. (2d) 87, 89, 70 U. S. P. Q. 193, 194 (C. C. P. A. 
1946); In re Migrdichian, infra note 98. 
ys’ * aaa 156 F. (2d) 250, 254, 70 U. S. P. Q. 403, 406 (C. C. 
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the distribution of a memorandum of forms for approved 
claims for new uses. 


Conclusion 


The writer is of the opinion that the law is best ex- 
pressed in the quotation at the beginning of this article 
from the Old Town case.” Any decisions of the U. S. 
Supreme Court before 1902 are to be given decreased 
weight, and any opinions of any other courts that con- 
flict with the Old Town decision should be regarded as 
in error to the extent of the conflict. 


In re Thuau™ should be given credit as the first deci- 
sion to clarify the situation as to unpatentability of non- 
analogous use of an identical old device or composition. 

When preparing a new patent application, if all that 
appears to be novel is merely a new use, then the attorney 
should better investigate further to see if some minor but 
critical difference actually does not occur, because if there 
is no difference other than a new use of an old device, or 
composition of matter, any patent obtained will surely be 
invalid. In practice some part of the new environment 
may be claimable as part of the invention. Careful study 
is indicated, as a very small change in proportions, if 
critical, or the exclusion of certain ranges, sizes of par- 
ticles, or the addition of small amounts of reactive (not 
inert) substances, will take the case out of the doctrine of 
new use and into one of the statutory classes of invention 
that can be claimed in valid patent claims. Purely arbi- 
trary limits which in no true sense describe or define the 
nature of the invention and its departure from the prior 
art are improper, see Sun Ray Gas Corp. v. Bellows 
Claude Neon Co. 


89 Supra note 2. 
100 Supra note 44. 


101 Sun Ray Gas Corp. v. Bellows Claude Neon Co., 49 F. (2d) 886, 890, 
9 U.S. P. QO. 433, 437 (C. C. A. 6th, 1931). 
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One way to add the environment to the old material is 
to claim a method involving the environment. For ex- 
ample in the case of a new alkylation catalyst it is custo- 
mary to claim the process of alkylating a hydrocarbon by 
mixing the same with a specific catalyst comprising a cer- 
tain material and separating out the desired product. 

The new use of an old thing, or an old process, if un- 
changed, cannot be patentable because the statutes do not 
include such new uses in defining what is patentable.’ 
As pointed out above, while many of the early U. S. Su- 
preme Court cases favored patentability of a new use, if 
the use was non-analogous, the tide runs strongly the other 
way now, so strongly in fact that it may be assumed that 
no new use of an old composition of matter is patentable 
as ause today. This throws considerable uncertainty into 
the future of any patent claiming an insecticide, a medi- 
cine, or other composition of matter limited to a use, be- 
cause if the exact composition of matter is ever shown to 
be old for any purpose, then the patent is invalid. This 
makes it important to be sure that any method employing 
the old material is also claimed, as well as claiming the 
composition, as it will be impossible, if the use is actually 
new, to find the method employing the material even if 
the material is old. In some instances, such as large scale 
chemical manufacturing processes carried out by a few 
big companies in big tanks and vessels, such a method 
claim is just as valuable as a composition of matter claim. 
But if the method is one that is carried out by members 
of the general public, such as dusting insect powder, the 
method claim has little value because it is unenforceable 
as the inventor cannot economically sue everyone for the 
very minor damages due from each individual infringer. 
The doctrine of contributory infringement does not apply 
to the sale of old compositions for use in new combina- 


102 Supra note 2. 
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tions or in new methods,™ so in this last instance the big 


manufacturers of the composition go free. 


103 J. C. Ferguson Mfg. Works, Inc. v. American Lecithin Co., 94 F. (2d) 
729, 731, 37 U. S. P. Q. 4, 6 (1938) ; Carbice Corporation of America v. Amer- 
ican Patents Development Corporation, 283 U. S. 27, 51 Sup. Ct. 334, 75 L. ed. 
819, 8 U. S. P. Q. 211 (1931); Leitch Mfg. Co. v. Barber Co., 302 U. S. 673, 
58 Sup. Ct. 30, 82 L. ed. 520 (1938). See also B. B. Chemical Company v. 
Ellis, 32 F. Supp. 690, 45 U. S. P. Q. 418 (1940), aff'd. 117 F. (2d) 829 (C. C. 
A. Ist, 1941), aff'd. 314 U. S. 495, 62 Sup. Ct. 406, 86 L. ed. 367 (1942); Mer- 
coid Corporation v. Mid-Continent Investment Co., 320 U. S. 661, 64 Sup. Ct. 
268, 88 L. ed. 376, 60 U. S. P. Q. 21 (1944); Mercoid Corporation v. Minnea- 
polis-Honeywell Regulator Co., 320 U. S. 680, 64 Sup. Ct. 278, 88 L. ed. 396, 
60 U. S. P. Q. 30 (1944); Philad Co. v. Master Hair Shoppe, Inc., 53 U. S. 
P. Q. 243 (N. D. Ohio 1942); Landis Machine Co. v. Chaso Tool: Co., Inc., 
141 F. (2d) 800, 61 U. S. P. Q. 164 (C. C. A. 6th, 1944); Stroco Products, 
Inc. v. Mullenbach, 67 U. S. P. Q. 168 (S. D. Calif. 1944). 
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There is perhaps more need and more reason for world- 
wide patents than there is for a world-wide system of 
weights and measures. The United States has adopted a 
decimal money system, but when we measure length or 
distance we still use yards, feet and inches. That deci- 
mals more readily meet our needs is shown by the meas- 
urement of miles in tenths on automobile speedometers 
and the use of 0.001” and 0.0001” in industry. For 
weight we not only have an irregular scale of tons, 
pounds, ounces and grains, but the units themselves vary 
in their relation to each other. A ton may be long or 
short and a pound may contain 12 or 16 ounces. The 
remnants of alchemy in the measurement of pharmaceuti- 
cals in filling prescriptions leads one to expect a sorcer- 
er’s puff of magic smoke or similar wizardry with every 
pill and is cause enough to explain the occasional fatal 
mistakes pharmacists make despite the most careful 
checks and controls. 

Universal standards are very slowly adopted in a na- 
tionalistic world and a universal patent would in all like- 
lihood meet with even greater opposition. However, 
probable opposition does not in the least decrease its 
desirability. As expressed in Recent Social Trends in 
the U. S., 

Page xv, . . . Social invention has to be stimulated to keep 
pace with mechanical invention. 

The social effects of inventions are set forth as follows 
by S. C. Gilfillan, Technological Trends and National 
Policy, 75th Congress, Ist Session. (House Document 
No. 360, pages 24-36 incl.) 

Indirectly, the social and economic effects of technological 
change in manufacturing processes touch every phase of human 
life. Directly, the effects of a particular invention in manufac- 
turing may be primarily in its saving of labor, in its saving of 
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capital, in its improvement of working conditions, in its cheapen- 
ing of the product and increase of consumption, in its improve- 
ment of the product, or in its creation of a new kind of goods. 

. The unequalled productive efficiency and wealth of the 
American people can be traced mainly to their large scale pro- 
duction of manufactures and excellent transportation and com- 
munication systems, accompanied by free trade and exchange 
among the 48 States. 


As tariff barriers shrink and each nation increasingly 
receives the advantages of the world division of labor, a 
not unmixed blessing but one with the balance well in its 
favor, the universal patentee is provided with the financial 
inducement to implement more fully the legal rights of 
a world-wide patent contract. These financial and legal 
factors must work together. 

The world-wide patentee is thus free to avail himself 
of the differing natural wealth and opportunities pre- 
sented by all parts of the earth to manufacture where 
over-all costs are least and to pass that saving along to the 
world at large. Dr. T. J. Kreps, Economic Advisor of 
the Temporary National Economic Committee of Con- 
gress, Hearings page 16261, observes, 


. . . from the point of view of raising living standards in the 
world, the forces of technology should be accommodated by the 
erection of a system of world-wide economic exchange which, 
through movements of capital and knowledge . . . would make 
every region more productive than it otherwise could be, and 
raise the income level of every country in the world. 


Lewis Mumford in Technics and Civilization, pages 
232-3, after noting the concentration of technologically 
increasingly strategic raw materials of our economy in a 
few places on the earth states, 


Both eotechnic and paleotechnic industry could be carried on 
within the framework of European society: England, Germany, 
France, the leading countries, had a sufficient supply of wind, 
wood, water, limestone, coal, iron ore; so did the United States. 
Under the neotechnic regime their independence and their self- 
sufficiency are gone. They must cither organize and safeguard 
and conserve a world-wide basis of supply, or run the risk of 
going destitute and relapse into a lower and cruder technology. 
The basis of the material elements in the new industry is neither 
national nor continental but planetary: this is equally true, of 
course, of its technological and scientific heritage. 
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Where such a patentee is enabled to choose a cheap ma- 
terial, the benefits are obvious to all except perhaps those 
who own competing higher cost materials and who are 
now able to compel the use of such material through 
political pressures to increase artificially the cost of the 
cheaper material or to burden the manufactured product 
containing it. Where material is higher cost because of 
higher labor costs the use of the cheaper material may 
result in local unemployment if the economy is just at or 
below full employment. Such costs are often a critical 
element of price. Lower prices increase employment in 
a market where the product demand is elastic. The ef- 
fects of price decreases permeate the economy and the 
increased demand may well improve both the low and 
high cost labor markets even though they seem to be sub- 
stantially independent. 

Where the world-wide patentee chooses cheaper labor 
he improves the opportunities of those people. This will 
in turn decrease the dangerous differences in economic 
level which are trouble focii in the political world. How- 
ever, this may introduce as a national issue the great dif- 
ference between the non-use of arbitrarily higher cost 
material and the enforced idleness of higher cost labor. 
If it be assumed in the instance under consideration that 
the higher and lower cost labor concerned are truly com- 
petitive and that the major difference is that of price only, 
then the national resistances aroused by the possible dis- 
placement of the one is a factor which enters into the con- 
sideration of the world-wide patent contract. 

Perhaps the best way in which the above condition can 
be eliminated or minimized is to grant universal patents 
for only those substantial advances in the art which will 
create new industry, new employment or so reduce the 
unit cost of production that the buying power of present 
wages or any resultant wage flowing from its use is in- 
creased. An application for a universal patent must, 
then, be subjected to a rigorous examination and must 
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enjoy a very high presumption of validity. Such action 
would select the kind of patent described and correct 
many faults of present patent systems. 

It has been the experience of the United States that 
patents of this calibre either form the basis for new in- 
dustry or promote substantial activity and growth in the 
established industries in which the invention is utilized. 

In the hearings before the Temporary National Eco- 
nomic Committee, Appendix to Part 3, the following data 
were presented : 


R. 


6. 


Eli Whitney was granted a patent on the cotton gin, which 
replaced thousands of individuals employed seeding cotton by 
hand, on Mar. 14, 1794. In 1937-38 there were 12,800 gin- 
neries in the United States alone, employing 75,000 wage 
earners and which ginned 18,252,000 bales of cotton. 


. S. F. B. Morse was granted Patent No. 1647 for the tele- 


graph June 20, 1840. In 1937 the telegraph industry em- 
ployed 70,000 wage earners, paid $83,748,000 in wages and 
employed a capital investment of $507,000,000. 


. Charles Goodyear was granted Patent No. 3623 for the vul- 


canization of rubber June 15, 1844. In 1937 the rubber in- 
dustry employed 129,600 wage earners, paid $170,775,000 in 
wages and produced products worth $882,539,000. 


. A. G. Bell was granted Patent No. 174,465 for voice trans- 


mission on March 7, 1876. In 1937 the telephone industry 
employed 300,000 wage earners, paid $490,000,000 in wages 
and employed capital amounting to $4,685,000,000. 


. E. Thomsen was granted Patent No. 347,140 for electric 


welding apparatus on Aug. 10, 1886. 
Nikola Tesla was granted Patent No. 382,280 for his induc- 
tion motor on May 1, 1888. 
E. G. Acheson received Patent No. 560,291 for the electric 
furnace on May 19, 1896. 

In 1937 the electric power industry employed 257,700 wage 
earners and produced products worth $1,622,000,000. 
C. M. Hall was granted Patent No. 400,665 on the electrolytic 
process for producing aluminum on April 2, 1889. In 1937 
the production of aluminum employed 25,000 wage earners, 
paid $32,000,000 in wages and produced products valued at 
$180,000,000. 


. Ottmar Mergenthaler was granted Patent No. 436,532 for the 


linotype on Sept. 16, 1890. 
F. E. Ives was granted Patent No. 495,341 for half-tone 
printing on April 11, 1893. 

In 1937 the production of books, magazines, and news- 





: 
i 


TREE nen TEE 














UNIVERSAL PATENTS 317 


papers employed 276,000 wage earners, paid $416,470,000 in 
wages and produced products and services to the value of 
$2,200,000,000. 

8. M. J. Owens was granted Patent No. 766,768 for the glass 
bottle blower on Aug. 2, 1904, which made the skilled trade 
of glass blowing for standard commercial containers obsolete. 
In 1937 the glass industry employed 79,000 wage earners, 
paid $102,000,000 in wages and produced products worth 
$388,000,000. 

9. The Wright Brothers were granted Patent No. 821,393 for a 
flying machine on May 22, 1906. In 1937 the aircraft in- 
dustry employed 45,000 wage earners and produced aircraft 


to the value of $106,568,000. 

All these figures are for the United States alone and 
take no account of the widespread effects of the inven- 
tions on the economies in other countries. Of the nine 
instances cited, six are new industries, creating new jobs. 
As a result of the use of the other inventions actual em- 
ployment has increased through the tremendous reduction 
in the unit price of the product. It will be noted that 
there are other wide fields which have not been mentioned 
such as automotive, radio, electronics, refrigeration, etc. 
In T. N. E. C. Monograph No. 22, Technology in Our 
Economy, pp. 172, 173, is a table setting forth the number 
of wage earners in eighteen new industries which have 
arisen in this country since 1879 as 12.7% of the total 
number employed in 1929. Nor have technological im- 
provements always placed the older workers at a disad- 
vantage as is often supposed. The same source indicates, 
at page 165, that for the year 1937 of workers less than 
thirty years old less than thirty per cent were rated excel- 
lent while of those above fifty more than fifty per cent 
were given a rating of excellent, both as to quality and 
quantity of work done. Of equal importance to the 
standard of living is the steady and substantial decrease 
in the unit cost of production. It appears, therefore, that 
not only would total employment be increased by uni- 
versal patents, but that they would seldom be the cause 
of local unemployment. 

A universal patent need not be world-wide to make it 
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worth while. If one patent were effective in Great Brit- 
ain and the United States both the patentee and the public 
would gain. International trade would have one barrier 
removed. ‘The abuses and objections to foreign held do- 
mestic patents can be substantially eliminated. Such a 
patent could be bi-national, valid in a small group of 
countries, or granted by organizations such as the Pan 
American Union or the United Nations Organization and 
cover such nations as agreed. 

Perhaps the two most important political objections to 
a universal patent are the approach of Russia to patents 
in general and the attitude of many countries toward the 
antitrust laws of the United States. That Great Britain 
and the United States are not so far apart as recent con- 
troversy might seem to indicate, is seen in the parliamen- 
tary discussions concerning the foreign use of chemical 
patents to control the chemical industry in England. 

Probably the greatest initial agreement could be ob- 
tained for the universal copyright and the universal trade- 
mark which do not raise the many problems peculiar to 
patents. The Bern registration met with ready accept- 
ance. 

The advantage to nationals of small countries may 
seem outstanding at first glance, but with the possible ex- 
ception of biased treatment in court, nationals of all 
countries are on the same footing. A universal patent 
would greatly reduce what is an unjustified legal expense 
as well as minimize pirating, unfair competition, and the 
like. While the United Nations Organization may well 
charge a substantial fee to insure the careful prosecution 
of universal patents, it would be desirable that such pat- 
ents be free of all national fees and proprietary taxes on 
the patent as such. Otherwise the cumulative burden 
may make them prohibitive. Of course the patentee could 
neglect to pay the proprietary patent tax in selected coun- 
tries and the patent would lapse as to those countries, but, 
as the Supreme Court of the United States has held, the 
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power to tax is the power to destroy and once the patent 
contract is made it should not be subject to political tam- 
pering. We are speaking here of taxes on the patent, not 
of any tax on patent royalties or other income from the 
patent. 

Those nations which object that they would be deprived 
of needed revenue would find that they gain far more 
from the encouragement of science and useful arts. The 
patent royalty and the business based on a patent present 
a much sounder source of revenue and a tax on them is 
not self defeating, as is any substantial proprietary tax on 
patents, save in extremely special circumstances to con- 
trol abuses. A tax on the income from a successful patent 
is a tax on a going concern capable of carrying the load. 
A tax on an individual patent as such is a tax on oppor- 
tunity. The actual revenue is higher where the income 
from successful patents is taxed. An attempt to tax both 
the patent and its income is likely to be self defeating. 
Double taxation by several nations may well be reduced 
by agreement of all concerned to share on a reasonable 
basis. 

The government fees alone for a full term patent in 
1938 amounted to $60 in the United States, $130 in Japan, 
$400 in France, $660 in Great Britain, $930 in Italy and 
$1,965 in Germany. To obtain reasonable international 
protection by four relatively simple patents covering a 
single commercial item cost one promoter over $75,000. 
None was involved in interference. This same protection 
might well be afforded by four U.N.O. patents for about 
$4,000, comprising an examination fee of $300 and an 
attorney’s fee of about $700 each. With substantially 
higher standards of patentability two patents might be 
sufficient in which case the cost would be $2,000. 

A rapidly growing industrial country such as Argen- 
tina would benefit greatly from such an arrangement. 
Predominantly agricultural countries would obtain their 
share of most patent royalties arising from use in their 
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country and would also profit from receiving the dis- 
closures and manufacturing “know how” of the technical 
advances which may well induce progress in fields par- 
ticularly applicable to the locality. 

As previously noted one principal advantage of a uni- 
versal patent is an increased freedom in international 
trade. In view of present costs most patentees and manu- 
facturers cannot afford world-wide patent protection. As 
a result others can take out individual patents in foreign 
countries and charge royalty for the importation of the 
invention into the country. This needlessly increases the 
price to the public of that country of the article embody- 
ing the invention and restricts productive effort unless 
the demand curve for the article is quite flat and inelastic. 
Such a parasite patentee is levying a private tax. He has 
contributed very little or nothing. 

An analogy occurs in the trademark law under which 
in some countries imported goods bearing a domestic 
trademark were subject to confiscation by the owner of 
the domestic trademark. Certain enterprising nationals 
concocted the delightfully simple scheme of registering 
in their country some of the better known foreign trade- 
marks. Under another name they then ordered a large 
bill of goods from the foreign manufacturer, whose mark 
they had registered, upon showing a satisfactory credit 
rating. When the goods cleared through the local cus- 
toms they established that they owned the trademark on 
the goods and the goods were forfeit to them under the 
law. A manufacturer is not likely to be caught twice by 
this trick and patents seldom lend themselves to such sim- 
ple swindles, but a somewhat similar opportunity is pres- 
ent and there are those who are not unwilling to profit 
by it. It is a substantial hazard to international trade. 

Patents of this type are not necessarily fraudulent. 
Great Britain for example grants a patent to the first 
person to import an invention into the realm even if he 
lacks the technical “know how” for efficient manufacture. 
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This is a relic of the days of the Tudors when England 
was far behind the continent technologically. At that 
time technical “know how” was of the essence since the 
training of apprentices was sometimes part of the patent 
contract and was always at least implied. In most cases 
such a patentee today contributes little to the national 
fund of knowledge and less to the general fund because 
patent disclosures are freely exchanged. Certainly he 
takes far more than he gives. 

For a universal patent to be acceptable it must disclose 
a substantial advance in the art and be accorded a much 
higher validity status than that held by United States pat- 
ents today. An application for universal patent could be 
filed initially with the United Nations Organization or 
could be accorded its date of filing in a member country 
if accompanied by a certified copy of the original appli- 
cation and is filed with the U.N.O. within one year from 
the date of filing in the member country, much the same 
as is now done under the international convention. 

The U.N.O. examining corps would subject the appli- 
cation to a rigorous examination. Any data previously 
in the record would be incorporated in the file and cog- 
nizance would be taken of decisions made during national 
prosecution, the points being redetermined and a specific 
ruling made on each point. It may be well to have the 
U.N.O. examiner formulate certain claims as finally al- 
lowed so that they particularly point out the novelty as 
he sees it. Such claims would serve as guides for the 
court rather than strictly delimit the patent monopoly. 
They would be read in conjunction with the art cited in 
the file in applying the disclosure to an alleged infringing 
device. It is thought that one or two such claims might 
supplement those such as are now obtained by active 
prosecution before the United States patent examiner re- 
sulting from a critical examination of drafts and amend- 
ments submitted by the applicant. 

Upon allowance of an application a four to six month 








322 THE GEORGE WASHINGTON LAW REVIEW 


opposition period may well run during which any one 
may file reasons why the patent should not be granted. 
Such opposers would be in the position of amicus curiae. 
They could show prior art, prior public use, inoperabil- 
ity, fraud such as a false oath or misleading disclosure 
and in general advance anything which in their judgment 
is pertinent. All allegations of fact would be made under 
oath. Should the published case contain claims reading 
on an earlier application the examiner should be in- 
formed. If an earlier application can clearly support 
claims allowed in a published case the earlier applicant 
should be afforded an opportunity to copy them or re- 
quest that they be entered in his earlier case and, if the 
request is refused, to appeal the question ex parte to 
higher authority. 

The opposer’s affidavits and briefs would be made part 
of the file and the examiner would make such investiga- 
tion as appeared desirable, including inviting a reply 
brief from the applicant, consulting U.N.O. experts, or 
conducting a hearing to obtain evidence on selected issues. 
The opposer would have no appeal from the examiner’s 
action, save where he attempted to copy the claims, and so 
could not harass or delay the applicant. The applicant 
would have the normal right of appeal within the U.N.O. 
structure, including an appeal to a U.N.O. patent court. 

In cases of conflict between two or more applicants the 
patent would normally issue to the applicant having the 
earlier date of filing a complete application. Interfer- 
ences, involving the taking of testimony and formal hear- 
ings as are now relied upon in United States practice to 
determine priority, would be confined to cases involving 
fraud such as a false oath, relations of trust as where an 
application is filed by another to whom a disclosure had 
been made in trust, or where one applicant requesting an 
interference shows such a close relationship with another 
interfering applicant that a presumption of lack of inde- 
pendence of invention of the published case arises. Con- 
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sideration might be given to a provision that all interfer- 
ing parties who file within a given period from the filing 
date of the earliest, for example one year, be made joint 
patentees as is now done with joint inventors. In such 
case the patent contract should provide that a portion of 
any proceeds received from the patent by one of the joint 
patentees is to be paid into a common fund for a pro rata 
distribution among all the joint patentees. 

The reasons frequently advanced against—lInterfer- 
ences, such as opportunities for fraud, cost, delay, favor- 
ing an established carefully preserved corporate record, 
manipulation of issues, and others apply a fortiori to the 
universal patent as grounds for limiting interferences to 
the categories listed above. However, any party who can 
properly make a claim in a published case and whose ap- 
plication is entitled to a filing date prior to the publishing 
of the published case, should, upon request made during 
the opposition period but not afterward and a proper 
showing ex parte, be entitled to a non-exclusive royalty 
free license in his own country under those claims of the 
published case which are determined by the examiner to 
read upon the disclosure in his application. 

The U.N.O. would establish rules as to the term of the 
patent granted, the extent of its monopoly and the like. 
The bundle of rights representing property in invention 
at common law may perhaps be accepted, but the rights 
and correlative obligations of a U.N.O. patent contract 
should be clearly set forth in the granting document. 
The term may be made variable and the patent given a 
nominal life of sufficient length to afford the patentee an 
opportunity to obtain his reward, a shorter income life 
running from the acceptance or refusal of a bona fide 
opportunity to manufacture, sell or license the invention 
covered by the patent, and a still shorter control life 
should the patent owner employ the patent in sucha 
manner as may not promote the progress of science and 
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useful arts. Such control uses may include among others 
(a) nonuse or control of output coupled with refusal to 
sell or license the patent freely on reasonable terms, 
(b) combination with a large number of patents for the 
purpose of fencing in or controlling an industry and sub- 
stantially deny free access to the field to others, (c) estab- 
lishment of price restrictions on the sale of the patented 
product, (d) restriction of field or manner of use of the 
invention, (e) restriction on territory or place in which 
invention may be utilized, (f) tying clauses, (g) leasing 
the embodiment of the invention at a figure substantially 
equal to cost plus profit. Because of yearly taxes the ac- 
tive patent term is now variable in most countries. A 
fixed term would require less administration, but presents 
serious disadvantages since the average time lapse from 
conception to commercial success of an important inven- 
tion is thirty years. 

In general a universal patent should be subject to the 
domestic laws of any country in which suit is brought, or 
contracts involving the patent are relied upon under ac- 
cepted rules of conflicts of laws. The patent would be 
enforced by the judiciary and administrative officials of 
the jurisdiction in which suit is brought. A U.N.O. 
patent court would review cases on appeal and remand 
them for necessary action. Where a decision by a na- 
tional court adverse to a patent is not appealed, the 
U.N.O. Patent Commissioner may well reconsider the 
patent in light of the decision and, if adequate reason ap- 
pears, declare the patent invalid. In a given jurisdiction 
a universal patent would be in the same position with 
respect to suit as any domestic patent of the jurisdiction, 
and would not enjoy a preferred status merely because the 
U.N.O. had granted it. However, the national court 
would be bound by decisions of the U.N.O. court on ap- 
peals to it from the decisions of the national court re- 
specting U.N.O. patents. It is true that because of 
higher standards of patentability and careful prosecution 
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a universal patent may as a practical matter come to enjoy 
greater prestige than a domestic patent, but this would 
flow from intrinsic merit and high probable validity of 
the patent rather than the mere status of the granting 
body. 


[Ed. Note: The foregoing article represents a chapter in a more comprehen- 
sive work on patents by Mr. Moore, which is to be published at some future 
date. ] 
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EDITORIAL NOTE 
Lasor’s Use oF SEcoNDARY Boycotts 


One of the major focal points of recent proposals for labor legislation 
is the restriction or elimination of certain of the “weapons” employed 
by labor in its efforts to prevail in a labor dispute. In this regard 
considerable attention has been given to the so-called “secondary boy- 
cott.”* Yet on this particular problem those who would restrict as 
well as those who defend labor’s use of economic coercion have each 
charged into the arena equipped with many confused visceral reactions 
but little economic or legal analysis. There is nothing new in this 
phenomenon. Confusion has always reigned in the treatment of sec- 
ondary boycotts. There are few terms less capable of precise defi- 
nition, and few subjects about which there has been greater disagree- 
ment among the courts of this country. It is not at all uncommon to 
find a particular factual situation treated as: a secondary boycott and 
illegal by one court; a secondary boycott but legal by another; a pri- 
mary boycott and legal by a third; a primary boycott but illegal by a 
fourth; and legal or illegal without reference to whether or not a 
boycott is involved by still other courts. 


The Factual Setting 


A fruitless discussion of terminology can be avoided by considering 
the secondary boycott problem in terms of concrete factual situations, 
sufficient in number and scope to cover any instance in which this 
elusive term has been applied. It is fair to say that the term “second- 
ary boycott” has been applied, at various times and by one court or 
another, so as to cover all cases in which employees engaged in a 
labor dispute endeavor to deprive the disputing employer of markets 
for his products or his sources of raw materials and semi-finished 
goods by inducing third parties not to deal with him. The third party 
whose aid is sought may be: (1) a distributor of the disputing em- 
ployer, (2) an ultimate consumer of his goods or services, (3) a sup- 
plier of raw materials or semi-finished goods, or (4) an associated 
employer in a project involving a number of independent enterprises. 
The means by which the third party is induced to refrain from dealing 
with the disputing employer may include: (1) picketing, (2) the use 
of an “unfair list,’ (3) a refusal to handle, (4) strikes or threats of 
strikes, and (5) force or the threat of force. Variations in the com- 





1 The following bills introduced in the present 80th Congress outlaw some 
form of secondary boycott: S. 55; S. 123; S. 404; H. R. 8; H. R. 87; 
H. R. 266; H. R. 725; H. R. 880; H. R. 1430; H. R. 3020; S. 1126. 
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bination of these factors provide the complex maze of factual situa- 
tions which may properly be treated under the heading of secondary 
boycotts. 

The Law of Secondary Boycotts * 


When grouped in terms of similar factual situations, without regard 
to artificial “tags” which have been attached, the existing cases pro- 
vide a rather clearcut view of the legal position of labor’s use of 
coercion against third parties to a labor dispute. In this picture the 
keynote, with a few notable exceptions, is illegality. 

Picketing the distributors of the disputing employer’s products.— 
In this type of case the employees or union seek to cut off the dis- 
puting employer’s market by picketing the distributors of his products. 
State courts,* with some exceptions, notably in the case of New York, 
have generally held that picketing of distributors is unlawful. In most 
of these cases the courts have considered the problem from the point 
of view of the common law theory of conspiracy, which treats a com- 
bination as unlawful if either its objectives or the methods employed 
are unlawful. As such these courts have enjoined this type of picket- 
ing, resting their decisions on the fact that it represents an unlawful 
interference with property rights, especially the right to a “free mar- 
ket”; * or the fact that the coercion perpetrates a breach of contract 
between the disputing employer and his distributor.°® 

In New York, however, where this type of picketing has arisen 
most frequently, the approach to the legality of boycotts has been 
founded on tort doctrine, which permits an interference with prop- 
erty and contractual rights of others where an adequate justification 
is shown. In the view adopted by the modern trend of New York 
decisions, the justification of the use of the boycott is found when 
labor, engaging in such conduct, is primarily interested in furthering 
its self-interest, and not in injuring employers or others against whom 
the boycott is employed. 

In sustaining the picketing of the disputing employer’s distributors 
the New York courts have relied not only on the “self-interest” doc- 


2In the cases presented in this section the courts have treated the secondary 
boycott problem independent of existing statutes. The influence of such 
statutes will be discussed below. Infra at pp. 338 et seq. 

3 No cases of this type have been found in the Federal Courts, except such 
as were decided under statutes or involved the independent issue of violence. 
GROMFINE, 

4 Fink and Sons v. Butchers’ Union No. 422, 84 N. J. Eq. 638, 95 Atl. 182 
(1915) ; United Union Brewing Co. v. Beck, 200 Wash. 474, 93 P. (2d) 772 
(1939) ; Maywood Farms Co. v. Milk Wagon Driver’s Union, 301 Ill. App. 
607, 22 N. E. (2d) 962 (1939). 

5 Borden Co. v. Local No. 133, International Brotherhood of Teamsters, 152 
S. W. (2d) 828 (Tex. Ct. of Civ. App. 1941). 
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trine, but also on the doctrine of “unity of interest.” The latter was 
propounded in the leading case of Goldfinger v. Feintuch® in which 
the court refused to enjoin the picketing of a retailer of delicatessen 
products by a union seeking to secure union recognition, and union 
standards, in the plant of the Ukor Provision Co., a manufacturer of 
delicatessen products. The pickets carried signs which read “This 
store sells delicatessen that is made in a nonunion factory,” and 
“Ukor Provision Company is unfair to Union labor. Please buy 
Union-made delicatessen only.” The court argued that this case did 
not involve an effort to picket the place of business of one who is not 
a party to a dispute in an effort to cut off his patronage generally. 
The union was really picketing a nonunion product sold by one who 
is in “unity of interest” with the manufacturer. In the words of the 
court, “where a manufacturer pays less than union wages, both it and 
the retailers who sell its products are in a position to undersell com- 
petitors who pay the higher scale, and this may result in unfair re- 
duction of the wages of union members.” * The court concluded that 
employees may lawfully follow the product to a dealer who is in unity 
of interest with the disputing manufacturer, and that unless they can 
do so they will be deprived of a fair and proper means of bringing 
their situation to the attention of the public. 

The view of the New York Court of Appeals in the Goldfinger case 
has been followed in a few other States.* Care has generally been 
taken, however, in these States as it has in subsequent New York 
decisions, to restrict the rule to cases in which the placards carried 
by the pickets declare the disputing employer, and not the distributor 
“unfair,” or in other words, where the effort is made to restrict the 
sale of the product of the disputing employer rather than cause a gen- 
eral boycott of the distributor.® 

Whether the picketing of a disputing employer’s distributors falls 
within the doctrine of constitutional protection on the basis of the free 





6 Goldfinger v. Feintuch, 276 N. Y. 281, 11 N. E. (2d) 910 (1937). 


7276 N. Y. at p. 286. The result of the Goldfinger case had been reached 
in some earlier New York lower court cases, but without the “unity of inter- 
est” reasoning. Public Baking Co., Inc., v. Stern, 127 Misc. 229, 215 N. Y. S. 
537 (1926); Engelmeyer v. Simon, 148 Misc. 621, 265 N. Y. S. 636 (1933). 


8 Wagner v. Milk Wagon Drivers Union, 320 Ill. App. 341, 50 N. E. (2d) 
865 (1943); Johnson v. Milk Drivers and Dairy Employees Union, 195 So. 
791 (La. Ct. of App. 1940); Alliance Auto Service, Inc., v. Cohen, 341 Pa. 
283, 19 A. (2d) 152 (1941); Fortenbury v. Superior Court, 16 Cal. (2d) 405, 
106 P. (2d) 411 (1940). 


® California, however, has refused to so restrict the placards carried by 
pickets of a disputing employer’s distributors. See Fortenbury v. Superior 
Court, supra note 8, in which the court sanctioned the use of placards calling 
the distributor unfair. 
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speech amendments as enunciated in Thornhill v. Alabama* is not 
clear from existing decisions. The Supreme Court dealt with a 
distributor-picketing situation in Milk Wagon Drivers of Chicago v. 
Meadowmoor Dairies, Inc.;" but the decision turned on the fact 
that the pickets had resorted to violence. The court held that acts 
of picketing when blended with violence may have a significance 
which neutralizes the constitutional immunity which such acts would 
have in isolation. In the light of the Supreme Court decision in the 
subsequent case of Carpenters and Joiners Union v. Ritter’s Cafe,” 
however, it is by no means certain that picketing a distributor of a 
disputing employer falls within the free speech immunities even in the 
absence of violence. 

Picketing customers of the disputing employer who are ultimate 
consumers of his product or services——In this type of situation the 
disputing employees seek to prevent the sale of the disputing em- 
ployer’s product or services to customers who are ultimate consumers 
of such goods or services by picketing the premises of these customers. 
In cases where this problem has arisen the state courts have almost 
unanimously declared such activity unlawful, without regard to 
whether the placards carried by the pickets termed the customer or 
the disputing employer “unfair.” Even the New York courts have 
refused to extend the “unity of interest” doctrine to this type of case, 
and have declared it to be a “true secondary boycott” as distinguished 
from the “product boycott” of the Goldfinger case.** A frequent use 
of this type of picketing has arisen in cases involving a dispute be- 
tween a newspaper and its employees in which the latter seek to exert 
pressure on the former by picketing firms that advertise in the paper. 
This picketing has been declared unlawful both in New York and 
elsewhere.!* Courts outside of New York, which have sustained in- 
junctions against picketing of the customers of a disputing employer 
who are ultimate consumers of the product or services have generally 

10 Thornhill v. Alabama, 310 U. S. 88, 60 Sup. Ct. 736, 84 L. ed. 1093 (1940). 
In this case the Supreme Court held that picketing is entitled to the protection 
of the free speech amendments and can be restricted only when there exists “a 
clear and present danger of the destruction of life or property or a breach of 
the peace.” ; 

11 Milk Wagon Drivers Union of Chicago v. Meadowmoor Dairies, Inc., 312 
U. S. 287, 61 Sup. Ct. 552, 85 L. ed. 836 (1941). 

12 Infra note 16. 

18 Back v. Kaufman, 175 Misc. 169, 22 N. Y. S. (2d) 449 (1940); Canepa 
v. John Doe, 277 N. Y. 52, 12 N. E. (2d) 790 (1938); American Gas Stations, 
Inc., v. John Doe, 250 App. Div. 227, 293 N. Y. S. 1019 (1937); People v. 
Ballows, 281 N. Y. 67, 22 N. E. (2d) 238 (1939); Katzman and Co., Inc. v. 
Kirkman, 18 N. Y. S. (2d) 903 (N. Y. Sup. Ct. 1940). 

14 Mile. Reif, Inc. v. Randau, 166 Misc. 247, 1. N. Y. S. (2d) 515 (1937); 
Gertz, Inc. v. Randau, 162 Misc. 786, 295 N. Y. S. 871 (1937); Evening Times 


Printing and Publishing Co. v. American Newspaper Guild, 124 N. J. Eq. 71, 
199 Atl. 598 (1938). 
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ignored the “unity of interest” argument and based their conclusions 
on the theory of unlawful conspiracy or inducement of a breach of 
contract.** 

In Carpenters and Joiners’ Union v. Ritter’s Cafe,1* the Supreme 
Court dealt with this problem, and its decision has been regarded as 
placing an important modification on the doctrine that peaceful pick- 
eting is clothed with constitutional immunity under the free speech 
amendment. In that case Ritter operated a cafe, and had contracted 
for the construction of a new building to be erected about one-half 
mile from his existing location. The contractor was operating with 
nonunion labor, and the carpenters’ union picketed Ritter’s Cafe in 
order to compel him to exercise pressure on his contractor to use 
union labor. The Texas court issued an injunction, and this was 
sustained by the Supreme Court over the contention of the union that 
the injunction violated their right of free speech. Mr. Justice Frank- 
furter, speaking for a majority of the Court, held that while picketing 
as a means of communicating the facts of a labor dispute may be “a 
phase of the constitutional right of free utterance” it is essentially only 
one of the familiar weapons of industrial combat. He pointed out 
that a state may limit its use within “reasonable bounds.” He held 
that the Texas court had done just that in condemning a boycott of a 
restaurant, which has no nexus with the building dispute.*’ 

Picketing suppliers of a disputing employer—Only one decision 
has been found in which picketing individuals who are suppliers of a 
disputing employer has been declared lawful.** Again New York has 
refused to extend the “unity of interest” doctrine to this type of case 
on the theory that the supplier receives no advantage from selling to 
a nonunion establishment, and is therefore not in “unity of interest” 
with that establishment.’® At least one federal district court has en- 
joined such picketing on the common law theory of unlawful con- 
spiracy in the light of the illegality of the objective of such action. 
Declaring that ‘a strike or picket against an employer simply because 
the workers do not like one of his customers is an unlawful objective,” 
the court enjoined the picketing of a machinery manufacturer who 





15 Van Buskirk v. Sign Painters Local No. 1231, 127 N. J. Eq. 533, 14 A. 
(2d) 45 (1940); Parker Paint and Wallpaper Co. v. Local Union No. 813, 87 
W. Va. 631, 105 S. E. 911 (1921); Carter v. Bradshaw, 138 S. W. (2d) 187 
(Tex. Ct. of Civ. App. 1940). 

16 Carpenters and Joiners Union v. Ritter’s Cafe, 315 U. S. 722, 62 Sup. Ct. 
807, 86 L. ed. 1143 (1942). 

17 See Ratner and Come, The Norris-LaGuardia Act in the Constitution 
(1943) 11 Geo. Wasu. L. Rev. 428, for a very penetrating analysis of this 
decision and its possible effects. 

18 Marvel Baking Co. v. Teamsters Union, 5 Wash. (2d) 346, 105 P. (2d) 
46 (1940). 

19 Feldman v. Weiner, 173 Misc. 461, 17 N. Y. S. (2d) 730 (1940). 
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produced machinery for a concern against whom the union had a 
grievance.”° 

The use in recent years of the device of distributing milk and 
bakery products through independent peddlers, and the consequent 
effect on milk and bakery deliveries by union drivers, has given rise 
to an interesting variation of the supplier picketing cases. In an 
effort to eliminate this practice unions have resorted to picketing the 
bakeries and dairies supplying the independent peddlers. Both Cali- 
fornia and New York, which have gone farther than most other States 
in permitting attempts to influence third parties to refrain from deal- 
ing with employers with whom they are involved in a dispute, have 
refused to permit such picketing. The California court, in sustaining 
an injunction against the picketing of dairies supplying independent 
peddlers declared that the coercion in such cases is not directed against 
disputing employers or those in unity with them, but against a “sys- 
tem” which the picketing workers found detrimental to their inter- 
ests.” 

New York, which had long supported efforts of unions to protect 
their self-interest, even to the extent of involving third parties, re- 
verted to the lawful objective test to declare unlawful the picketing of 
bakers supplying independent peddlers.22 On appeal to the United 
States Supreme Court this decision was reversed on the ground that 
the injunction violated constitutional guarantees of freedom of 
speech.** It is important to note, however, that Mr. Justice Jackson 
in his majority opinion foreshadowed the later Ritter decision by 
pointing out that the effect on strangers to the dispute had been slight, 
but that if it had been greater, the state might have been justified in 
restricting the picketing. 

Placing a disputing employer on an “Unfair List” and distributing 
the list to his customers or suppliers—The “unfair list,” as a weapon 
in industrial disputes, has been widely used throughout the history of 
the labor movement. The term may be used to include a wide variety 
of devices ranging from a formal list of firms against whom organized 
labor has grievances published regularly in a labor publication to cir- 
culars distributed in a particular dispute terming a particular em- 
ployer “unfair.” Whatever its form, its purpose is to persuade others 
not to deal with the disputing employer. 


20 Vonnegut Machinery Co. v. Toledo Machine and Tool Co., 263 Fed. 192 
(N. D. Ohio 1920). 


21 Bautista v. Jones, 25 Cal. (2d) 746, 155 P. (2d) 343 (1944). 
22 Wohl v. Bakery and Pastry Drivers, 284 N. Y. 784, 31 N. E. (2d) 765 
1940). 


23 Bakery and Pastry Drivers v. Wohl, 315 U. S. 769, 62 Sup. Ct. 816, 86 
L. ed. 1178 (1942). 
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Where such lists or circulars are confined in their distribution to 
the disputing employees and their associates in organized labor there 
appears to be little doubt as to its legality. At most it can be called 
a primary boycott.** 

Some of the older court decisions condemned the distribution of 
unfair lists and circulars to customers and suppliers of the disputing 
employer, particularly where the lists contained statements to the 
effect that unfair products must be “watched” or that those who con- 
tinued to patronize unfair firms would be considered “enemies of 
labor.” > However, others of the older decisions and most of the 
recent decisions of both federal and state courts have sanctioned such 
distribution of unfair lists and circulars even when the action is in- 
itiated by unions none of whose members are employees of the dis- 
puting employer.*® In some instances the decision has rested on the 
right of workers in their self-interest to withdraw their patronage and 
to advise others by peaceful means to do likewise.** In other cases 
the decision has been based on the fact that the circularization of un- 
fair lists and circulars is a means of advertising the facts of a labor 
dispute and is protected by the free speech amendments.** 

Placing a customer or supplier of a disputing employer on an “Un- 
fair List” after refusal to cease patronizing the disputing employer.— 
Although most of the existing cases on this particular point are old, 





24 Lindsay & Co. v. Montana Federation of Labor, 37 Mont. 264, 96 P. 127 
(1908). One early New York case granted an injunction against such a distri- 
bution of an unfair list, but the case was unusual in that the recipients of the 
unfair list constituted almost the entire working population of the town. 
Auburn Draying Co. v. Wardell, 227 N. Y. 1, 124 N. E. 97 (1919). 

25 Casey v. Cincinnati Typographical Union, 45 Fed. 135 (C. C. S. D. Ohio 
1891); American Federation of Labor v. Buck’s Stove and Range Co., 33 App. 
| a 83 (1909) ; United States Gypsum Co. v. Heslop, 39 F. (2d) 228 (N. D. 
Iowa 1930); Wilson v. Hey, 232 Ill. 389, 83 N. E. 928 (1908); Beck v. 
Railway Teamsters’ Protective Union, 118 Mich. 497, 77 N. W. 13 (1898). 
Probably the leading federal case on the subject is the famous Danbury Hatters’ 
Case (Loewe v. Lawlor, 208 U. S. 274, 28 Sup. Ct. 301, 52 L. ed. 488 (1908) ; 
but this was decided on the basis of the Sherman Act, infra at pp. 338-9. 

26 Some courts, however, have cautioned that even the distribution of unfair 
lists and circulars requires a self-interest which is not too remote. and will 
not be tolerated if initiated by those who are entirely strangers to the dispute. 
See United Chain Theatres, Inc. v. Philadelphia Moving Picture Machine Oper- 
ators Union, infra note 27. 

27 United Chain Theatres, Inc. v. Philadelphia Moving Picture Machine Oper- 
ators a. 50 F. (2d) 189 (E. Lg Pa. 1931); Smythe Neon Sign Co. v. 
I. B. E. W., 226 Iowa 191, 284 N. W. 126 (1939); Blanford v. Press Publish- 
ing Co., 286 Ky. 657, 151 S. W. (2d) 440 (1941); State v. Van Pelt, 136 N. C. 
633, 49 S. E. 177 (1904); Perfect Laundry Co. v. Marsh, 120 N. J. Eq. 508, 
186 Atl. 470 (1936) ; Clark Lunch Co. v. Cleveland Waiters and Beverage Dis- 
pensers, 22 Ohio App. 265, 154 N. E. 362 (1926). 

28 Marx and Haas Jeans Clothing Co. v. Watson, 168 Mo. 133, 67 S. W. 391 
(1902) ; E. L. Kerns Co. v. Landgraf, 128 N. J. Eq. 441, 16 A. (2d) 623 (1940) ; 
S. and W. Fine Foods, Inc. v. Retail Delivery Drivers Union, 11 Wash. (2d) 
262, 118 P. (2d) 962 (1941). 
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and might not be followed today, it has been held rather uniformly 
that customers or suppliers of a disputing employer cannot be coerced 
into severing relations with him by threats that they will likewise be 
placed on an unfair list.*® 

Refusal to handle the products of a disputing employer by the em- 
ployees of the disputing employer's customers.—In this type of case 
the union ordinarily seeks to exert pressure on customers of a dis- 
puting employer by the refusal of the employees of his customers who 
are members of the union to work on or handle materials and prod- 
ucts of his plant. Sometimes the measure is adopted in connection 
with a particular labor dispute, the disputing employees seeking the 
assistance of union members employed in other shops to refuse to 
handle the products of the disputing employer. More often, however, 
the device is part of a general scheme to extend the unionization of 
an industry to all of its related branches and crafts. Thus, for ex- 
ample, in the building trades it has been common for union carpenters 
engaged in actual construction work to attempt to compel the unioni- 
zation of carpenters employed in the production of millwork by re- 
fusing to install millwork produced in nonunion shops. 

Again most of the older cases on this problem refuse to permit 
such interference with the business operations of the disputing em- 
ployer or the third party, his customer, with whom the union has no 
dispute.*° But there is a recognizable trend in more recent decisions 
toward permitting workers to refuse to handle the products of a dis- 
puting employer, particularly when the refusal is based on the fact 
that the products in question are nonunion goods.** In Crescent 
Planing Mill v. Mueller,?? for example, the St. Louis Court of Ap- 
peals pointed out that the objective of the carpenters’ union was not 
to harm the plaintiff as such, but to secure higher wages and better 
working conditions for their brethren in the related millwork industry, 
and this is a lawful objective. 

29 Barnes and Co. v. Chicago Typographical “ee 232 Ill. 424, 83 N. E. 
940 (1908); Burnham v. Dowd, 217 Mass. 351, 104 N. E. 841 agg My 
Maryland Lodge, International Brotherhood of Machinists v. Adt., 100 Md. 
238, 59 Atl. 721 (1905) ; Branson v. I. W. W., 30 Nev. 270, 95 P. 354 (1908) 
Moores and Co. v. Bricklayers’ Union, 10 Ohio Dec. 665 (1889) ; Mc Allister 
v. Trumbell County Building Trades Council, 12 Ohio App. 179 (1901) ; Crump 
v. Commonwealth, 84 Va. 927, 6 S. E. 620 (1888). 

30 Shine v. Fox Bros. Manufacturing Co., 156 Fed. 357 (C. C. A. 8th, 
1907) ; Decorative Stone Co. v. Building Trades Council, 3.4 a (2d) 333 (S. D. 
B.. B. 1927) ; Armstrong Cork and Insulation Co. v. 276 Mass 263, 
177 N. E. 2 (1931); Purvis v. Local No. 500, Gaited E * Me te of Car- 
penters and "Joiners, 214 Pa. 348, 63 Atl. 585 (1906). 

31 Crescent Planing Mill Co. v. Mueller, 234 Mo. App. 1243, 123 S. W. (2d) 
193 (1939); Frank Schmidt Planing Mill v. Mueller, 154 S. W. (2d) 610 
(Mo. App. 1941) ; _— Bottle Co., Inc. v. Oneto, 12 N. Y. S. (2d) 348 


(N. Y. Sup. Ct. 1939 
382 Supra note 31. 
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Refusal to handle products destined for a disputing employer by 
employees of the disputing employer's suppliers—Very few cases 
have arisen in which a union has attempted to bring pressure against 
a supplier of a disputing employer by the refusal of members of the 
union employed by his supplier to handle goods destined for his use. 
The issue was squarely raised in one federal case, Iron Molders’ 
Union v. Allis-Chalmers Co.,°* where the union was attempting to 
prevent an employer with whom it was engaged in a labor dispute, 
and against whom it had struck, from obtaining certain foundry prod- 
ucts that the struck workers had been working on made in other 
foundries. It directed its members in such other foundries to refuse 
to work on products destined for the plaintiff. In refusing to enjoin 
such action the court concluded that if the plaintiff had the right to 
seek the aid of fellow manufacturers to see to it that the necessary 
amount of labor entered his product, the defendant union had the 
correlative right to prevent that end.** 

The refusal to handle problem has arisen on several occasions in 
which the persons involved were employees of a firm which supplied 
the disputing employer with transportation services. The Teamsters’ 
Union, for example, has often refused to handle the products of an 
employer who hires nonunion drivers, and this refusal to handle has 
often been extended to the employees of railroads, and steamships. 
A special problem arises when the employees refusing to handle the 
goods in question are employees of a common carrier. Upon such 
facts most of the cases have held a refusal to handle on the part of 
such employees may be enjoined usually on the ground that the re- 
fusal to handle would force the common carrier to violate its common 
law and statutory duty to accept all goods for shipment that are nor- 
mally handled by such carrier.® 

Strike or threat of strike against customers of a disputing employer. 
—A step beyond the refusal to handle method of exercising pressure 
on a disputing employer through third parties is the strike or threat 
of strike by employees of the disputing employer’s customers. As in 
the case of the refusal to handle, this measure may be employed in 
connection with a dispute involving a particular employer and his 
employees, or as part of a campaign to achieve a maximum amount 


83 Tron Molders’ Union v. Allis-Chalmers Co., 166 Fed. 45 (C. C. A. 7th, 
1908). 

34 See also General Bottle Co. v. Oneto, supra note 31. 

35 Waterhouse v. Comer, 55 Fed. 149 (C. C. W. D. Ga. 1893); Toledo A. A. 
and N. M. Ry. Co. v. Pennsylvania Co., 54 Fed. 746 (C. C. N. D. Ohio 1893) ; 
Burlington Transportation Co. v. Hathaway, 234 Iowa 135, 12 N. W. (2d) 
167 (1943); The New York Lumber Trade Assn. v. Lacey, 269 N. Y. 595, 
199 N. E. 688 (1935); Burgess Bros. Co., Inc. v. Stewart, 112 Misc. 347, 184 
N. Y. S. 199 (1920). 
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of organization of all workers in related fields. Again, as in the cases 
of refusal to handle, resort to strikes in these types of situations has 
been largely restricted to the building trades in the form of a refusal 
to work with nonunion materials. 

There is a split of authority on the question of the legality of this 
type of “secondary” strike, although cases holding it unlawful would 
seem to be in the majority. New York made one of its earliest enun- 
ciations of the “self-interest” doctrine in a case such as this, involving 
a threat on the part of union carpenters to strike against all con- 
tractors who used woodwork and trim made in nonunion shops.*® 
The New York court refused to enjoin the strike holding that the 
matter involved directly affected the interests of the union carpenters 
in that the lowering of wage and hour standards in one phase of the 
building industry could have a harmful effect on workers throughout 
the industry. This view has been largely adhered to by the New York 
courts.*7 A few other States have likewise permitted “secondary” 
strikes against customers of the disputing employer by workers in 
related crafts.** 

The majority of decisions, however, have held the type of strike in 
question to be unlawful, generally on the ground that the disputing 
employer’s right to uninterrupted business cannot be invaded by ex- 
erting pressure through third parties, or that the strike constitutes an 
unlawful interference with the contractual relations between the dis- 
puting employer and his customers.*® 

Strike or threat of strike against suppliers of a disputing em- 
ployer.—Strikes against suppliers of a disputing employer have gen- 
erally met the same fate as those against the disputing employer’s 
customers and have been held to be illegal.“° Typical of the decisions 


36 Bossert v. Dhuy, 221 N. Y. 342, 117 N. E. 582 (1917). 

37 See for example, Wilson & Adams Co. v. Pearce, 264 N. Y. 521, 191 N. E. 
545 (1934). 

88 Meier v. Speer, 96 Ark. 618, 132 S. W. 988 (1910) ; Kingston Trap Rock 
Co. v. International Union of Operating Engineers, 129 N. J. Eq. 570, 19 A. (2d) 
661 (1941); Gray v. Building Trades Council, 91 Minn. 171, 97 N. W. 663 
(1903); State v. Van Pelt, 136 N. C. 633, 49 S. E. 177 (1904). 

89 Trying v. Joint Dist. Council, United Brotherhood of Carpenters and 
Joiners, 180 Fed. 896 (C. C. S. D. N. Y. 1910); Columbus Heating and 
Ventilating Co. v. Pittsburgh Building Trades Council, 17 F. (2d) 806 (W. D. 
Pa. 1927); Anderson and Lind Manufacturing Co. v. Carpenters’ District 
Council, 308 Ill. 488, 139 N. E. 887 (1923); Blandford v. Duthie, 147 Md. 388, 
128 Atl. 138 (1925) ; Burnham v. Dowd, 217 Mass. 351, 104 N. E. 841 (1914); 
Stearns Lumber Co. v. Howlett, 260 Mass. 45, 157 N. E. 82 (1927); Service 
Wood Heel Co. v. Mackesy, 293 Mass. 183, 199 N. E. 400 (1936). 

40 Vonnegut Machinery Co. v. Toledo Machine & Tool Co., 263 Fed. 192 
(N. D. Ohio 1920); Bricklayers’, Masons’, and Plasterers’ International Union 
v. Seymour Ruff and Sons, Inc., 160 Md. 483, 154 Atl. 52 (1931), (Cf. Seymour 
Ruff and Sons, Inc., v. Plasterers’ Union, 163 Md. 687, 164 Atl. 752 (1933)) ; 
Pickett v. Walsh, 192 Mass. 572, 78 N. E. 753 (1906) ; Pacific Typesetting Co. 
v. International Typographical Union, 125 Wash. 273, 216 Pac. 358 (1923). 


—— 
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so holding is Pacific Typesetting Company v. International Typo- 
graphical Union.** Here the plaintiff operated a linotype plant, sell- 
ing its product to printers. The defendant union had been trying 
without success to get these printers to adopt a 44-hour week. It 
called a strike of all of its members who were in the employ of the 
plaintiff. In reversing a lower court which had sustained a demurrer 
to the complaint the appellate court said, “The courts holding that a 
secondary boycott is unlawful have done so upon the broad theory 
that one not a party to industrial strife cannot, against his will, be 
made an ally of either one of the parties for the purpose of accomplish- 
ing the destruction of the other.” *? 


In a very recent case a lower New York court took a different po- 
sition with respect to this type of situation. The court refused to 
grant an injunction against a strike called by employees of a beverage 
company who objected to the sale of beverages by that company to 
nonunion independent peddlers. The court refused to consider 
whether or not such action involved a “labor dispute” under the anti- 
injunction statute, holding that the defendant had done nothing un- 
lawful.** 


Strike or threat of strike against a third party who is neither a 
customer nor a supplier of the disputing employer—This type of 
situation is distinguished from the two just described in that it in- 
volves a strike conducted by the employees of one who does not stand 
in the relation of either customer of or supplier to the disputing em- 
ployer. The scene is usually a construction operation in which a 
number of independent subcontractors are employed. Union em- 
ployees of all or part of these subcontractors may strike if any non- 
union workers are employed by any of the subcontractors,** or if any 
of the subcontractors use nonunion materials. 


The authorities on the legality of this type of strike are almost 
equally divided. The basis upon which it has most frequently been 
held to be illegal has been that it interferes unlawfully with the con- 
tract rights of third parties; but the theories of unlawful conspiracy 
and unlawful interference with property rights have also been grounds 


41 Supra note 40. 


42 > Pac. at p. 362. Cf. Marvel Baking Co. v. Teamsters Union, supra 
note 16. 


43 Singer v. Kirsch Beverages, Inc., 65 N. Y. S. (2d) 400 (Sup. Ct. App. 
Div. 1946). 


44 This type of strike, however, has not been confined to the building trades. 
In Aeolian v. Fischer (infra note 46) theatre workers were called upon to 
strike in all theatres installing organs made by the plaintiff. 
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upon which courts have held that such strikes constitute unlawful 
“secondary boycotts.” *° 

In a slightly larger number of cases, however, the courts have up- 
held the right of employees to strike against an unrelated third party 
because of the presence of nonunion labor or materials on the job, 
generally on the basis of what amounts to the “unity of interest” doc- 
trine.*® 


The use of force against third parties—Little need be said about 
the state of the law with respect to the use of actual force, or the 
threat of such force, against a third party to an industrial dispute. 
The use of force or threat of force is held to be illegal, regardless of 
the position of the third party with respect to the disputing employer 
or his employees.*? 


The Effect of Legislation 


Federal statutes.—In the field of federal law the legal status of the 
secondary boycott has been influenced by the Sherman Act, the Clay- 
ton Act, and the Norris-LaGuardia Act. 

The widespread and frequently indiscriminate use of the injunc- 
tion against boycotts and other concerted activity on the part of labor 
in the period prior to 1914 was facilitated in no small measure by 
the Sherman Anti-Trust Act.** After the Supreme Court in the 


457. B. E. W. v. Western Union Telegraph Co., 6 F. (2d) 444 (C. C. A. 7th, 
1925); O’Brien v. Fackenthal, 5 F. (2d) 389 (C. C. A. 6th, 1925); Central 
Metal Products Corp. v. O’Brien, 278 Fed. 827 (N. D. Ohio 1922); Blandford 
v. Duthie, 147 Md. 388, 128 Atl. 138 (1925); Armstrong Cork and Insulation 
Co. v. Walsh, 276 Mass. 263, 177 N. E. 2 (1931); New England Cement Gun 
Co. v. McGivern, 218 Mass. 198, 105 N. E. 885 (1914); Beattie v. Callanan, 
82 App. Div. 7, 81 N. Y. S. 413 (1903). 

46 National Fireproofing Co. v. Mason Builders’ Ass’n., 169 Fed. 259 (C. C. 
A. 2d, 1909) ; Paine Lumber Co., Ltd. v. Neal, 244 U. S. 459, 37 Sup. Ct. 718, 
61 L. ed. 1256 (1917); Aeolian v. Fischer, 27 F. (2d) 560 (S. D. N. Y. 1928). 
This case was reversed on appeal; but the decision turned on the argument 
that the activity in question violated the Sherman Act, 40 F. (2d) 189 (C. C. 
A. 2d, 1930); Cohn & Roth Electric Co. v. Bricklayers’, Masons’, & Plasterers’ 
Local Union No. 1, 92 Conn. 161, 101 Atl. 659 (1917); Smythe Neon Sign 
Co. v. I. B. E. W., 226 Iowa 191, 284 N. W. 126 (1939); Gray v. Building 
Trades Council, 91 Minn. 171, 97 N. W. 663 (1903); Grant Construction Co. 
v. St. Paul Building Trades Council, 136 Minn. 167, 161 N. W. 520 (1917); 
National Protective Assn. of Steam Fitters and Helpers v. Cumming, 170 N. Y. 
315, 63 N. E. 369 (1902). 


47In re Debs, 158 U. S. 564, 15 Sup. Ct. 900, 39 L. ed. 1092: (1895); In re 
Phelan, 62 Fed. 803 (C. C. S. D. Ohio 1894) ; Old Dominion Steamship Co. v. 
McKenna, 30 Fed. 48 (C. C. S. D. N. Y. 1887); Milk Wagon Drivers Union 
v. Meadowmoor Dairies, Inc., 312 U. S. 287, 61 Sup. Ct. 552, 85 L. ed. 836 
(1941); R. an W. Hat Shop, Inc. v. Sculley, 98 Conn. 1, 118 Atl. 55 (1922); 
Jonas Glass Co. v. Glass Bottle Blowers Assn., 77 N. J. Eq. 219, 79 Atl. 262 
(1908); Grandview Dairy, Inc. v. O’Leary, 158 a 791, 285 N. Y. S. 841 
(1936) ; Brace Bros. v. Evans, 5 Pa. Co. 163 (1876). 


48 26 Strat. 209 (1890), 15 U. S. C. Sec. 1 et seg. (1940). 
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Danbury Hatters’ case ** had held that this Act was applicable to 
labor combinations, an allegation of conspiracy in restraint of trade 
provided the peg upon which many a federal court hung the issuance 
of labor injunctions. 

In 1914 Congress sought to remedy this situation when it enacted 
the Clayton Act.®® Section 20 of this Act prohibited the issuance of 
a restraining order or injunction by any federal court “in any case be- 
tween an employer and employees, or between employers and em- 
ployees or between persons employed and persons seeking employment, 
involving, or growing out of, a dispute concerning terms or con- 
ditions of employment, unless necessary to prevent irreparable injury 
to property. ” This section of the Act also listed a number of 
concerted labor activities which were to be specifically immune from 
injunction, including several in the field of secondary boycotts, such 
as “ceasing to patronize,” “advising or persuading others by peaceful 
and lawful means so to do,” “peacefully communicating information,” 
and “peacefully persuading any person to abstain from working.” ** 
In addition, section 20 provided that such activities were not to be 
considered violations of any law of the United States. Finally, sec- 
tion 6 of the Clayton Act sought to create an even more general 
immunity from anti-trust violation for labor organizations by provid- 
ing that the anti-trust laws were not to be construed to prevent such 
organizations “from lawfully carrying out the legitimate objects 
thereof.” 

The effect of these sections of the Clayton Act on the issuance of 
injunctions in cases involving secondary boycotts was considered by 
the United States Supreme Court in 1921 in Duplex Printing Press 
Co. v. Decring.** This famous case involved a dispute between an 
international union and a manufacturer of printing presses over the 
latter’s refusal to adopt a closed shop and union wage and hour stand- 
ards. The union, none of whose members were employed by the 


49 Loewe v. Lawlor, 208 U. S. 274, 28 Sup. Ct. 301, 52 L. ed. 488 (1908). 
This case involved one of the forms of secondary boycott described above, i. e., 
the publication and widespread distribution of “unfair lists.” 

50 38 Strat. 730 (1914), 15 U. S. C. Sec. 12 et seg. (1940). 

51“And no such restraining order or injunction shall prohibit any person or 
persons, whether singly, or in concert, from terminating any relation of employ- 
ment, or from ceasing to perform any work or labor, or from recommending, 
advising, or persuading others by peaceful means so to do; or from attending 
at any place where any such person or persons may lawfully be, for the purpose 
of peacefully obtaining or communicating information, or from peacefully per- 
suading any person to work or to abstain from working; or from ceasing to 
patronize or to employ any party to such dispute, or from recommending, ad- 


vising or persuading others by axx and lawful means so to do; 
38 Stat. 738 (1914), 29 U. S.C. 2 (1940). 


52 Duplex Printing Press Co. v. Seniee, 254 U. S. 443, 41 Sup. Ct. 172, 
65 L. ed. 349 (1921). 
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plaintiff, instituted a nation-wide boycott of the plaintiff’s product 
which included pressure against its customers as well as against 
concerns hauling and installing the presses. In sustaining an injunc- 
tion, the Supreme Court interpreted section 6 of the Clayton Act as 
providing no protection from combinations which would have been 
considered in restraint of trade in the absence of that section. As 
to section 20, the Court ruled that the activities enumerated therein 
were nonenjoinable only when the participants were immediate parties 
to the dispute, and thus the Clayton Act did not prevent the issuance 
of an injunction against a secondary boycott.** 

In the years that followed, this ruling formed the basis upon which 
a number of secondary boycotts were declared by the federal courts 
to be illegal under the Sherman Act. Within recent years, however, 
a view has been developing, culminating in the case of Apex Hosiery 
v. Leader,** to the effect that the Sherman Act makes illegal only 
such combinations in restraint of trade as are intended to or have the 
effect of suppressing competition in the market. Under this approach 
instances of refusal to handle nonunion goods and other related forms 
of secondary boycotts have been held not to violate the anti-trust 
laws.*® 

By 1932 public opinion against the indiscriminate use of the labor 
injunction had been strongly mobilized, and in that year Congress 
enacted the Norris-LaGuardia Act.*® In section 4 of this Act the 
various types of concerted labor activities which had been enumerated 
in section 20 of the Clayton Act were restated, and it was provided 
that the federal courts shall not enjoin such activities when they 
occur in connection with a “labor dispute” except after certain care- 
fully specified conditions are alleged and found upon trial to exist. 
The definition of a “labor dispute” contained in section 13 of the Act 


53 In a very strong dissent Mr. Justice Brandeis emphasized a fact which the 
majority had ignored, namely, that the defendant union had a direct interest in 
the refusal of the plaintiff to recognize the union standards, in that other manu- 
facturers of printing presses, all of whom had adopted a closed shop, had threat- 
ened to drop this practice, unless the plaintiff were made to do likewise. He 
argued, therefore, that the acts of the defendant were lawful even at common 
law under the rapidly developing “self-interest” doctrine. As to the Clayton 
Act he insisted that the broad terminology of Section 20 could not be interpreted 
7 being confined to a relationship between a specific employer and his em- 
ployees. 

54 Apex Hosiery v. ianee. 310 U. S. 469, 60 Sup. Ct. 982, 84 L. ed. 1311 
(1940). See also U. M. W. v. Coronado Coal Co., 259 U. S. ‘344, 42 Sup. Ct. 
570, 66 L. ed. 975 (1923) and United Leather Workers v. Herkert & Meisel 
Trunk Co., 265 U. S. 457, 44 Sup. Ct. 623, 68 L. ed. 1104 (1924). 

55 United States v. Brims, 272 U. S. 549, 47 Sup. Ct. 169, 71 L. ed. 403 
(1926); Levering & Garrigues Co. v. Morrin, 71 F. (2d) 284 cc. A. oe 
1934) ; Mey yi Terminal Corp. v. Drivers, Chauffeurs and Helpers Union, 
33 F. Supp. 645 (D. C. 1940). 
ay Strat. 70 (1932), 29 U. S. C. Sec. 101 et seg. (1940). 
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is moreover far broader than that written into the Clayton Act and 
is specifically not restricted to controversies involving disputants who 
stand in the proximate relation of employer and employee. 

At least two federal circuit courts have held that, whether or not a 
union’s activities are lawful and will sustain a criminal action or an 
action for damages, the Norris-LaGuardia Act is broad enough to 
forbid the issuance by a federal court of an injunction against secon- 
dary boycotts. The cases in question involved a refusal to work with 
nonunion labor,** and the picketing of customers of a disputing em- 
ployer.** The United States Supreme Court appears to have adopted 
this view in Milk Wagon Drivers Union v. Lake Valley Farm Prod- 
ucts, Inc.°® This case involved “secondary” picketing of retail stores 
to which independent peddlers of dairy products had been selling 
milk. Overruling the argument of the circuit court that such activity 
constituted an unlawful secondary boycott because of the illegality of 
the defendant’s objectives, the United States Supreme Court held that 
the Norris-LaGuardia Act forbids the issuance of an injunction in 
cases involving labor disputes in the absence of fraud or violence, re- 
gardless of the legality of the defendant’s activities. 

But the impact of the Norris-LaGuardia Act has not been confined 
to the purely procedural problem of whether secondary boycotts may 
be enjoined in the federal courts. In a case involving a criminal 
prosecution under the Sherman Act, the Supreme Court has viewed 
the Norris-LaGuardia Act as requiring a holding that the defendant’s 
activities, which included a widespread boycott, primary and secon- 
dary, were not in violation of the Sherman Act.® Mr. Justice Frank- 
furter, writing the Court’s majority opinion in this case, developed the 
theory that, in the light of their history, the Sherman Act, Clayton 
Act and Norris-LaGuardia Act are to be considered as interlacing 
statutes. He argued that the acts of which the defendants were ac- 
cused were not violative of the Sherman Act because of the exemp- 
tion provided for them in section 20 of the Clayton Act, and that the 
defendants came within the protection of the Clayton Act by the 
broadening of the term “labor dispute” contained in the Norris- 
LaGuardia Act. 


State Statutes—At the present time three States, and the Territory 
of Hawaii outlaw the secondary boycott in statutes which use the term 


57 Levering & Garrigues Co. v. Morrin, supra note 55. 
58 Wilson & Co. v. Birl, 105 F. (2d) 948 (C. C. A. 3d, 1939). 


59 Milk Wagon Drivers Union v. Lake Valley Farm Products, Inc., 311 U. S. 
91, 61 Sup. Ct. 122, 85 L. ed. 63 (1940). 


60 seed States v. Hutcheson, 312 U. S. 219, 61 Sup. Ct. 463, 85 L. ed. 788 
(1941). 
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specifically.** In many other states particular forms of secondary boy- 
cotts, or all boycotts affecting a particular industry are declared un- 
lawful by statute. Thus, for example, the legislatures of several 
States have outlawed all refusals to handle nonunion goods,® while in 
four States it is unlawful to boycott any agricultural products. Ina 
number of States the secondary boycott has been attacked by limiting 
picketing in various ways, such as by outlawing any picketing beyond 
the area of an industry in which a dispute arises, or by declaring 
picketing by “strangers” illegal.** Finally, several of the states have 
enacted very general statutes which prohibit, with varying degrees of 
definiteness, “interferences with the right to work.” 

Standing as a defense of secondary boycotts in some states, how- 
ever, are the statutes limiting the use of injunctions in labor disputes 
which have been enacted in twenty-five States, and patterned for the 
most part after the Norris-LaGuardia Act.® 

In spite of the similarity in form of the various anti-injunction stat- 
utes there has been considerable disagreement in the interpretation by 
the various state courts of the effects of such statutes on secondary 
boycotts. For example, the courts in Massachusetts, relying on the 
fact that its statute does not use the phrase “regardless of whether the 
disputants stand in the proximate relation of employer and employee” 
have held that the anti-injunction Act does not change the substantive 
law, and have issued injunctions in cases involving efforts to exert 
pressure through third parties over the objection that such injunctions 
violate the Act.®* The courts of New Jersey, Indiana, and Illinois 


61 California (California Labor Code of 1937, Sec. 1131-1136); Colorado 
(Senate Bill 183, Laws 1943, Sec. 6(g)); Wisconsin (Wisconsin Employment 
Peace Act, Sec. 111.06(2) (g)); and Hawaii (Hawaii Employment Relations 
Act, Act 250, 1945). 

62 Alabama (Acts of 1943, Act No. 298, Sec. 12) ; California (Labor Code of 
1937, Secs. 1131-1136); Kansas (Kansas Senate Bill No. 264, Laws 1943, Sec. 
8(12)); and South Carolina (Code 1942, Sec. 6628). The Alabama provision 
was declared unconstitutional by the State Supreme Court as violating the 14th 
Amendment, Alabama State Federation of Labor v. McCardy, 246 Ala. 1, 18 So. 
(2d) 810 (1944). 

63 Tdaho (Laws 1943, Ch. 76, Secs. 3 and 4); Minnesota (Statutes 1941, Sec. 
179.11 (g)); Oregon (Compiled Laws 1940, Sec. 102-906) ; and South Dakota 
(Code 1939, Ch. 86). 

64 Florida (Laws 1943, Ch. 21968, Sec. 9); Kansas (Senate Bill 264, Laws 
1943, Sec. 8(15)); Virginia (Laws 1946, Ch. 229); Nebraska (Rev. Statutes 
1943, Sec. 28-813); and Oregon (Compiled Laws 1940, Secs. 102-907 to 102- 
990). In American Federation of Labor v. Bain, 165 Ore. 183, 106 P. (2d) 544 
(1940) most of the Oregon statute was declared unconstitutional. 

65 States with statutes limiting the use of labor injunctions are: Arizona, 
Colorado, Connecticut, Idaho, Illinois, Indiana, Kansas, Louisiana, Maine, Mary- 
land, Massachusetts, Minnesota, Montana, New Jersey, New Mexico, New 
York, North Dakota, Oklahoma, Oregon, Pennsylvania, Rhode Island, Utah, 
Washington, Wisconsin, and Wyoming. 

66 Simon v. Schwachman, 301 Mass. 573, 18 N. E. (2d) 1 (1938); Quinton’s 
Market, Inc. v. Patterson, 303 Mass. 315, 21 N. E. (2d) 546 (1939). 
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have given a similarly restrictive interpretation of the respective 
anti-injunction statutes of those States with respect to their effect on 
secondary boycotts.** The courts of other States, however, have held 
the anti-injunction statute to prohibit the issuance of injunctions in 
cases involving the picketing of customers or suppliers of a disput- 
ing employer.® 

In New York the Anti-Injunction Act would appear to have had 
little effect on the legal status of secondary boycotts. For example, 
in a few cases involving the picketing of a disputing employer’s cus- 
tomers the courts have held that an injunction would violate the 
Act.® In the majority of cases that have dealt with the problem of 
secondary boycotts, however, the courts have held that such activity 
does not come within the meaning of a “labor dispute” and is enjoin- 
able.*° The decision of the New York Court of Appeals in the Wohl 
case ™ permitting an injunction against the picketing of the customers 
and suppliers of independent peddlers by a union of bakery drivers 
would seem to reaffirm this position. 


Some Policy Considerations 


A critique of the existing law of secondary boycotts as well as of 
proposed legislation designed to curtail or eliminate this type of 
activity must be based upon an understanding of the economic reali- 
ties involved. 

When collective bargaining, conciliation or arbitration have failed 
to bring both sides of a labor dispute into agreement the parties may 
employ economic pressure against each other. The strike and the ac- 
companying picket, both designed to bring pressure against a disputing 
employer by depriving him of his source of labor, have received wide- 
spread sanction in recent times. It is recognized that the settlement 


67 Evening Times Printing and Publishing Co. v. American Newspaper Guild, 
124 N. J. Eq. 71, 199 Atl. 598 (1938); Van Buskirk Sign Co. v. Sign Painters 
Local, 127 N. J. Eq. 533, 14 A. (2d) 45 (1940). (Cf. Kingston Trap Rock Co. 
v. International Union of Operating Engineers, 129 N. J. Eq. 570, 19 A. (2d) 
661 (1941)); Muncie Building Trades Council v. Umbarger, 215 Ind. 13, 17 
N. E. (2d) 828 (1938); Meadowmoor Dairies, Inc. v. Milk Wagom Drivers’ 
Union of Chicago, 371 Ill. 377, 21 N. E. (2d) 308 (1939). 

68 Denver Local Union No. 13 of International Brotherhood of Teamsters v. 
Perry Truck Lines, Inc., 106 Col. 25, 101 P. (2d) 436 (1940); Johnson v. Milk 
Drivers and Dairy Employees Union, 195 So. 791 (La. Ct. of App. 1940); 
Peters v. Central Labor Council, 169 P. (2d) 870 (Ore. Sup. Ct. 1946); Alli- 
ance Auto Service, Inc. v. Cohen, 341 Pa. 283, 19 A. (2d) 152 (1941); Marvel 
Baking Co. v. Teamsters Union, supra note 18. 

69 See, for example, Brayer v. Charton, 37 N. Y. S. (2d) 326 (N. Y. Sup. Ct. 
1942). 

70 Mile. Reif, Inc. v. Randau, supra note 14; Silverglate v. Kirkman, 171 
Misc. 1051, 12 N. Y. S. (2d) 505 (1939); Katzman & Co., Inc. v. Kirkman, 
18 N. Y. S. (2d) 903 (N. Y. Sup. Ct. 1940); Gertz, Inc. v. Randau, supra 
note 14. 

71 Supra note 22. 
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of a labor dispute through peaceful collective bargaining is preferable 
to one which follows a test of strength in a strike. It is likewise 
recognized that, in a society of high economic specialization and inter- 
dependence, few strikes are confined in their effects to the disputing 
employer and his employees. Nevertheless, it is felt that the perma- 
nent gains which inure to the whole economy when labor achieves 
higher wages, shorter hours, and better working conditions outweigh 
the temporary costs and inconveniences of work stoppages. At the 
same time when strikes and pickets involve violence, or are conducted 
for the purpose of furthering objectives which are considered illegiti- 
mate, they have not been sustained. 

But early in the history of organized labor it became apparent that 
the strike and picket which represent an effort to deprive a disputing 
employer of his source of employment is not always successful, partic- 
ularly during periods of low employment, and as a result forms of 
coercion designed to deprive him of his markets were introduced. 
Under certain conditions the power of labor as consumers has, in 
itself, been adequate to achieve this end. Where the labor group in 
question constitutes a significant portion of the consumers, or where 
this group is able to invoke the aid of other elements of organized 
labor that consume the disputing employer’s goods their refusal to 
patronize the disputing employer may afford a degree of coercion that 
is adequate to achieve the desired results. Thus the refusal of 
organized labor, their families and friends, to patronize a barber or 
grocery engaged in a labor dispute in a particular town is all the 
economic pressure that is normally needed to be effective. But condi- 
tions which are favorable to such so-called “primary” boycotts, seldom 
exist in an economy where a large portion of labor is employed by 
producers whose products either: (1) consist of goods that are not 
directly consumed by labor, such as industrial machinery, equipment, 
and raw materials, or (2) are distributed on such a nationwide basis 
that the refusal to purchase by even a major segment of organized 
labor would have little effect on consumption of the goods or services. 
In the face of such conditions the only efforts to bring pressure against 
a disputing employer, by depriving him of his markets, that have any 
hope of success are those which operate directly against the purchasers 
of the goods or services, persons who are third parties to the dispute. 

In order to maintain production the employer requires not only 
labor, and a market for his product, but also raw materials, machinery 
and semifinished goods. Sometimes it may be expedient to bring pres- 
sure against a disputing employer by cutting off his source of such 
supplies and equipment. In some few cases this may be achieved by 
picketing the premises of the disputing employer and thereby dis- 
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couraging delivery of the supplies. In most cases, however, the only 
effective means of cutting off the disputing employer’s supplies may be 
economic pressure against the suppliers, who, like the disputing em- 
ployer’s customers, are third parties to the dispute. 


If there is a justification for the sanction, within limits, of economic 
coercion designed to deprive a disputing employer of his source of 
labor, there would appear to be an equal justification, for approving, 
within similar limits, economic coercion which is devised to deprive 
him of his markets and supplies. The fact that coercion designed to 
cut off consumption or supplies must directly involve third parties 
in order to be effective does not afford a reasonable basis for dis- 
tinguishing it from the strike, where the effects on third parties, 
though indirect, are often more severe. There are legitimate and 
illegitimate secondary boycotts as there are legitimate and illegitimate 
strikes, but legislation which would outlaw all secondary boycotts 
cannot be distinguished in the effect on the freedom of our labor 
movement from legislation which would outlaw all strikes. 

The problem is to establish some sensible criteria with which to 
distinguish the acceptable from the unacceptable secondary boycotts. 
This has been lacking in the reasoning of the courts in this field, 
and accounts for the maze of inconsistent opinions, and the wealth 
of judicial distinctions without factual differences. It is submitted 
that consideration should be given to three factors: 


1. The relationship of the third party to the disputing employer. 
—The third party against whom pressure is brought to bear in 
order to induce him to cease dealing with the disputing employer 
should not be so remotely related to the employer that he is, as a 
practical matter, unable to influence the disputing employer, and 
as a result pressure against him serves only to punish him for 
his dealing with the disputing employer. On the other hand, it 
ought not to be necessary that he be so intimately associated with 
the disputing employer as to directly gain or lose by whatever 
labor policy the disputing employer adopts. 

2. The objectives sought to be accomplished.—Secondary boy- 
cotts whose objectives are higher wages, shorter hours, better 
working conditions, and the strengthening of labor organization 
are as justified as strikes for similar objectives. On the other 
hand, secondary boycotts to further jurisdictional disputes, or 
which seek to place artificial barriers on production and trade 
(e.g. boycotts designed to prevent the use of a labor saving de- 
vice, or to foster a local monopoly in the production of a product) 
cannot be defended. 


3. The form of coercion employed against the third party.— 
The use of force or the threat of force cannot be sanctioned. 
On the other hand, artificial distinctions between the picket, the 
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strike, the refusal to handle and the unfair list afford no logical 
basis for distinguishing between good and bad secondary boy- 
cotts. 


Measured in terms of these criteria much of the existing law on the 
subject is open to criticism. An outstanding example is the dis- 
tinction which has been made in the case of picketing a disputing 
employer’s distributors between placards which term the disputing 
employer’s product “unfair,” and those which term the distributor 
himself “unfair.” Whatever may be their motives distributors who 
avail themselves of the products of a disputing employer where there 
are alternative sources of supply or substitute products, have made 
themselves allies of the disputing employer, and labor unions publi- 
cizing this fact in a picket line are merely telling the public the truth, 
and urging the public to cease dealing with the employer’s ally. More- 
over, in most cases it cannot be said that the distributor is helpless in 
the situation. An agreement to refuse to purchase the product or 
services until the dispute is settled will ordinarily remove the picket. 
By the same token it is difficult to distinguish the picketing of distrib- 
utors from the picketing of ultimate consumers where the objectives 
of the economic coercion fall within the legitimate area noted above. 

On the other hand, the picketing of suppliers presents a more diffi- 
cult case. In most cases it is difficult to say that the supplier is an 
ally of the disputing employer. The supplier ordinarily does not 
profit from selling to firms that refuse to maintain union standards; 
but this is not always so. It is conceivable that plants which pay less 
than union wages, for example, can afford to pay more for the sup- 
plies they purchase. Moreover, as indicated above, it is fair to ask 
whether the legitimate area of coercion must be confined to those 
who are in “unity of interest” with the disputing employer. If picket- 
ing the supplier will cause him to cease dealing with the disputing 
employer, and this will in turn bring an end to the dispute, is not 
such picketing operative against a party reasonably related to the 
dispute? Such considerations should be weighed heavily before this 
activity is outlawed. 

These instances are merely illustrative. A critical re-examination 
of the state of our law with respect to all of the various forms of 
secondary boycotts in the light of the criteria which have been sug- 
gested would disclose many other examples in which the results of 
existing decisions as well as legislative pronouncements, cannot be 
reconciled with economic realities. This emphasizes the complexity 
of the problem, and the caution with which Congress should approach 
its solution. 

IsaADORE J. GROMFINE. 
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GOVERNMENT CoRPORATIONS—PROPERTY DAMAGE CLAIMS BE- 
TWEEN.—The Defense Plant Corporation asserted various claims 
against the Inland Waterways Corporation, both corporations wholly 
owned by the Federal Government. The claims arose principally 
from an accident involving certain barges belonging to both which re- 
sulted in damage to those owned by the Defense Plant Corporation 
and further from a charterparty involving certain barges entered 
into by both corporations, the terms of which were not met since the 
condition of the barges on redelivery did not meet the requirements 
of the charterparty. The Secretary of Commerce requested the 
Comptroller General of the United States to render his opinion as to 
whether the Inland Waterways Corporation is authorized to pay 
claims asserted against it by the Defense Plant Corporation. Held, 
that funds of the Inland Waterways Corporation are available for the 
payment of otherwise proper claims asserted by the Defense Plant 
Corporation arising out of the performance by the former of its au- 
thorized functions, even though such claims may not be enforceable 
by suit. Decisions of the Comptroller General of the United States, 
26 Comp. Gen. 235 (B-60140, October 7, 1946). 

In claims of this nature involving the question of the liability of 
government corporations to one another for property damage claims 
arising out of the performance of their authorized functions the Comp- 
troller General has repeatedly held that the appropriated funds of 
government departments and agencies are not available for the pay- 
ment of claims for damages to the property of other government de- 
partments or agencies. 25 Comp. Gen. 49 (B-48380, July 14, 1945) ; 
6 Comp. Gen. 171 (A-14451, September 1, 1926). This ruling is 
grounded on the proposition that a government department or agency 
when performing its functions is engaged in government business in 
its sovereign capacity and Rev. Stat. (1874) § 3678, which requires 
appropriated moneys to be applied solely to the objects for which they 
are made, operates to prevent the payment of such claims since it 
would constitute an illegal charge on the appropriation used and an 
unlawful diversion of funds. 14 Comp. Gen. 256 (A-56687, Septem- 
ber 27, 1934) ; 6 Comp. Gen. 171, supra. 

However, certain exceptions to this rule have been recognized by 
the Comptroller General. In A-36441, May 9, 1931, the War De- 
partment was allowed reimbursement for damages to certain undersea 
cables caused by vessels owned by the United States Shipping Board 
Merchant Fleet Corporation, a government instrumentality, since the 
vessels owned by the shipping board were engaged in the commerce 
of the United States as common carriers and, as such, were liable for 
actionable injury in view of the fact that Congress had authorized the 
shipping board to procure the forms of insurance commonly carried 
in the shipping business. Recovery based on the same reasoning was 
also allowed in A-56687, August 13, 1934, supra. 

In the cases where the Comptroller General has allowed recovery 
such as against the United States Shipping Board Merchant Fleet 
[ 347 ] 
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Corporation, Rev. Stat. (1874) § 3678, supra, is held inapplicable 
inasmuch as the intent of Congress is understood to be that funds 
appropriated in those circumstances may be charged for the payment 
of property damage claims. 14 Comp. Gen. 256, supra. 

These various decisions of the Comptroller General holding that 
payment of claims was either authorized or unlawful do not extend 
to the fundamental question of the right of a government corporation 
to lawfully enforce a claim against another government corporation. 

Fundamentally, the United States Government can be sued only 
by its own consent. De Groot v. United States, 5 Wall. 419, 18 L. ed. 
700 (U. S. 1867). And whether its agencies, including its corpora- 
tions, can be sued depends entirely on congressional intent. Federal 
Land Bank of St. Louis v. Priddy, 295 U. S. 229, 55 Sup. Ct. 705, 
79 L. ed. 1408 (1935). Congress may endow a government cor- 
poration with the Federal Government’s immunity from unconsented 
suit. Keifer & Keifer v. Reconstruction Finance Corporation, 306 
U. S. 381, 59 Sup. Ct. 516, 83 L. ed. 784 (1939). On the other hand 
it may deny such immunity, particularly in regard to those corpora- 
tions whose functions are primarily to engage in commercial activities. 
Buffalo Union Furnace Co. v. United States Shipping Board Emer- 
gency Fleet Corporation, 291 Fed. 23 (C. C. A. 2d, 1923). Such is 
in evidence of the proposition that the Federal Government abandons 
its sovereignty and assumes the level of private enterprise when it 
enters into purely commercial activities. The Bank of the United 
States v. The Planters’ Bank of Georgia, 9 Wheat. 904, 6 L. ed. 244 
(U. S. 1824). 

It is established that particular government corporations may sue 
and be sued. But does the power to sue extend to suits against each 
other for property damages? Judicial treatment of this question was 
given in Defense Supplies Corporation v. United States Lines Co., 
148 F. (2d) 311 (C. C. A. 2d, 1945), cert. den. 326 U. S. 746, 66 
Sup. Ct. 43 (1945), which involved a libel by the Defense Supplies 
Corporation, wholly owned by the United States, against the United 
States Lines and the United States for a cargo of wool damaged in 
shipment on a vessel owned by the Federal Government. The libel 
was brought under the Suits in Admiralty Act, 41 Stat. 525 (1920), 
46 U.S. C. 741 et seq. (1940). The Circuit Court of Appeals, Sec- 
ond Circuit, in affirming the lower court’s action of dismissing the 
libel stated at p. 312: “It seems clear to us that the complete owner- 
ship of the Defense Supplies Corporation by the United States shows 
this to be nothing more than an action by the United States against 
the United States. . . . For, in that event there is no real case or 
controversy.” This decision appears to settle conclusively the fact 
that one government corporation, regardless of the nature of its func- 
tion, cannot legally bring an action for property damages against an- 
other government corporation. It stands as the rule today, certiorari 
denied by the Supreme Court of the United States. It is timely and 
fundamental in view of the wide use of corporate organizations by the 
Federal Government and in view of their overlapping functions and 
interchange of equipment. 

The law of Defense Supplies Corporation v. United States Lines, 
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supra, has been recognized by the Comptroller General and applied 
in 24 Comp. Gen. 49, supra, wherein it was held that the Navy De- 
partment would not have an enforceable claim against the Defense 
Plant Corporation and Inland Waterways Corporation for damages 
caused by their vessels to property of the Navy Department. 

In the instant decision, 26 Comp. Gen. 235, supra, the Comptroller 
General followed the ruling of the Defense Supplies Corporation case 
although allowing recovery on the basis that funds of the Inland 
Waterways Corporation are available for the payment of otherwise 
proper claims asserted by the Defense Plant Corporation since its 
funds are available for the operation of a common carrier in com- 
merce. As such the corporation may use its funds for the payment 
of just damages arising from its activities without violating Rev. 
Stat. (1874) § 3678. 

As the rule appears today and as applied by the Comptroller Gen- 
eral, a government corporation cannot enforce a claim for damages 
against another government corporation, however, if such claim does 
arise and if the corporation in fault has funds available for such an 
expenditure that corporation may properly pay the claim. 

The position of the Comptroller General in this type of case repre- 
sents an equitable attitude in view of the lack of judicial enforcement. 
For, if the agents of one government corporation damage the property 
of another, the working funds of that corporation are depleted pro- 
portionately and it should be reimbursed by the corporation in fault, 
and this the Comptroller General allows if funds are available for 
such expenditure, even though there is no real controversy and the 
total assets of the United States Government remain the same. 

R. D. M. 


MUNICIPAL AND QvuAsI-MUNICIPAL CORPORATIONS—GOVERN- 
MENTAL FUNCTIONS—RELATION TO FEDERAL GOVERNMENT.—The 
Navy Department proposed to enter into a contract with the Cabin 
John (Maryland) Volunteer Fire Department for standby services 
at an annual minimum rate of $200.00 with $50.00 additional for each 
emergency response to fire alarms from the David Taylor Model 
Basin located at Carderock, Maryland. The Secretary of the Navy 
wrote to the Comptroller General of the United States saying: “Your 
decision is requested as to whether the appropriation ‘Maintenance, 
Bureau of Ships’ is available for payment for standby service of the 
Cabin John (Maryland) Volunteer Fire Department under contract 
as herein stated.” Held, the appropriation indicated may not properly 
be charged with payments for standby fire protection service. Dect- 
sions of the Comptroller General of the United States, B-56655, De- 
cember 2, 1946. 

This decision involves the broad question of the entitlement of 
federally owned property to municipal governmental services equally 
with private holdings within municipal and corporate confines. The 
problem stems from the fundamental law that federally owned real 
estate and improvements are not subject to state and municipal taxa- 
tion. Van Brocklin v. Tennessee, 117 U. S. 151, 6 Sup. Ct. 670, 29 
L. ed. 845 (1886). And is further complicated by the rule that federal 
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property holdings are not amenable to municipal ordinances regulating 
the construction of buildings and the elimination of fire hazards. 
United States v. City of Chester, 51 F. Supp. 573 (E. D. Pa. 1943). 
Accordingly, the Federal Government’s right to the benefits of cor- 
porate governmental functions such as fire protection must arise from 
some legal basis other than as a taxpayer. 

The Comptroller General in 24 Comp. Gen. 599 (B-47142, Febru- 
ary 7, 1945) dealt with this question insofar as a city is concerned, 
acting on a claim filed by the City of Detroit, Board of Fire Com- 
missioners for services rendered in extinguishing a blaze at Ft. Wayne 
located in Detroit, Michigan. The city based its claim on the grounds 
that Ft. Wayne did not pay taxes and the city could not enforce its 
ordinances there relating to the construction of buildings and the 
elimination of fire hazards. The claim was disallowed primarily on 
the ground that the Federal Government was already entitled to 
receive fire protection services from the City of Detroit and therefore 
it was not obligated to pay for those rendered. This conclusion was 
based on the fact that the establishment and operation of a fire depart- 
ment by a municipal corporation is a governmental as distinguished 
from a proprietory or business function. O’Donnell v. Groton, 108 
Conn. 622, 144 Atl. 468 (1929); Williams College v. Williamstown, 
219 Mass. 46, 106 N. E. 687 (1914). And as such the municipal cor- 
poration must exercise it for the benefit of the entire community 
without compensation and may not at its discretion perform or ignore 
it; that such function is a legal duty imposed at its creation by the 
state for the public weal and is mandatory by nature. Mason v. Fear- 
son, 9 How. 248, 13 L. ed. 125 (U. S. 1849) ; 43 C. J. 182-4. In City 
of St. Louis v. The Maggie P., 25 Fed. 202, 204 (C. C. E. D. Mo. 
1885), the court stated “A city cannot contract with me to put out a 
fire in my building, and then exact a compensation from me for the 
extinguishing of that fire, nor thus expose itself to liability if it failed 
to put out that fire. It is discharging a purely public duty.” The 
Supreme Court of Michigan ruled in Davidson v. Hine, 151 Mich. 
294, 115 N. W. 246 (1908) that it is the duty of a fire department to 
extinguish fires within the limits of a municipality. 

A search of the authorities unequivocally reveals that a municipality 
cannot enter into a contract with parties resident within its limits for 
the discharge of a purely governmental or public duty since the duty is 
preexisting. But does this rule apply to a party resident that is not 
a taxpayer such as the Federal Government? The Comptroller Gen- 
eral concluded in 24 Comp. Gen. 599, 602, supra, that “. . . the more 
reasonable view would appear to be that the duty to the community to 
extinguish all fires within municipal limits has no connection whatever 
with the liability for or payment of taxes on the property involved.” 

The rationale of this decision appears to be entirely justified in 
view of the fact that there is no clear judicial opinion to the contrary 
and to hold differently would subject the Federal Government to 
billing for other municipal governmental services such as police pro- 
tection, street cleaning and in fact all other governmental functions 
which involve the rendering of services. 

In the instant decision, B-56655, supra, the facts involved are some- 
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what different than those in 24 Comp. Gen. 599 since the govern- 
mental unit involved is a county further subdivided into a fire district. 
However, the Comptroller General employed the same reasoning. But 
the question arises as to whether a county is under the same obliga- 
tion to furnish governmental services as is a municipal corporation. 
A municipal corporation is a government possessing powers of local 
legislation, and is charged with the general care for the welfare of the 
people; while a county organization is generally a quasi-corporation, 
an involuntary agent of the state with no independent sovereignty, 
charged with interests of the state in the particular county and clothed 
with certain state administrative functions limited in extent and 
clearly defined by law. 1 McQuillin, Municrpat CorporaTIONs 
(2nd ed. 1940) 414. Its duties are wholly involuntary and special 
and it possesses no power to incur obligations not authorized by stat- 
ute. Tioga County, Pa. v. Bohnert, 299 Fed. 103 (C. C. A. 3d, 
1924). In Pennsylvania there is no common law duty imposed upon 
counties to build or repair highways or bridges. Tioga County, Pa. 
v. Bohnert, supra. However, in some states local home rule charters 
are authorized for the counties and they are given a large measure of 
self-government including the right to enforce police regulations. 1 
McQuillin, op. cit. supra, 251. 

Therefore it would appear necessary to examine in every case the 
nature of the county, the laws creating it and whether it was a self- 
governing unit with the right and duty to enforce police regulations or 
whether it was purely an agent of the state with limited powers and 
obligations before a determination could be made as to whether the 
county was obligated to furnish a governmental function or service 
such as fire protection. 

The Comptroller General cites among other cases Johnson v. Fon- 
tana Fire Protection District, 15 Cal. App. 380, 101 P. (2d) 1092 
(1940), in support of the proposition that a county is a public agent 
of the state invested with certain political and governmental functions 
which they have no power to decline and one of which is ordinarily 
the furnishing of fire protection. This decision appears to be the only 
one that is entirely in point since the other cases cited deal with cities 
and a township; it involves a county and fire district of California, 
which state, by express constitutional provisions, empowers counties 
to adopt home rule charters and to enforce within their limits local 
police, sanitary and other like regulations. Const. of Calif. (1879), 
Art. XI, Sec. 7%, 7¥%4a. Hence, as to counties, it does not appear 
that particular state citations or particular instances of county govern- 
ment can be used to frame a general rule regarding the public duties 
of counties in general. 

B-56655, supra, involves a county and fire district in Maryland 
which state by constitutional amendment in 1915 authorized home rule 
for counties with a wide latitude of power. Const. of Md., Art. XIA, 
Sec. 1-7. And in those counties in Maryland which do not adopt 
home rule charters the commissioners are declared to be corporations. 
Maryland Annotated Code of Pubile General Laws 1939 (Flack) 
Art. 25, Sec. 1. Maryland by legislative enactment in 1943 established 
the fire district in question in Montgomery County for the purpose of 
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fighting fires and authorized the county commissioners thereof to 
levy a fire tax for its support. Md. Laws 1943, Ch. 459, Session 
Laws. 

In view thereof the decision of the Comptroller General is sup- 
ported by the weight of judicial and text authorities. And the result 
seems to be that regardless of the extent of the property owned by the 
Federal Government and irrespective of the proportionate size of the 
municipal or public unit within which the government property is 
located, if that municipality is obligated to furnish the governmental 
function or service of fire protection, the Federal Government is en- 
titled to receive it without payment of compensation. It is readily 
discernible the hardship that such ruling could inflict on a public cor- 
poration where, for instance, the property owned by the Federal Gov- 
ernment is out of proportion to the total area of the corporation. In 
the instant decision that problem could easily arise since the fire dis- 
trict in Montgomery County, Maryland, is served by a voluntary or- 
ganization supported by the levy of a fire tax on the local property 
owners and to which the David W. Taylor Model Basin is required 
to contribute nothing. 

A relatively similar problem was involved in State ex rel Moore v. 
Board of Education of Euclid City School District, 57 N. E. (2d) 
118 (Ohio App. 1944); wherein the board of education refused to 
admit children to the public schools who were living in a housing 
project owned by the Federal Government within the limits of Euclid, 
Ohio, because of non-payment of taxes or tuition or payments in lieu 
of taxes by the FPHA. It was brought out in this case that 20 per 
cent of all housing in Euclid was tax exempt property located in these 
defense housing projects and that it was possible that the percentage 
might rise to 50 per cent or more. The court in sustaining the action 
of the board of education stated that “. . . the burden that may be 
cast on the shoulders of the taxpayers of the City of Euclid may 
become so ‘undue and insupportable’ as to seriously lower, if not 
destroy, the effectiveness of its public school system.” Jd. at p. 126. 

The position of the Comptroller General of the United States is 
legally sound in these cases where a public corporation institutes a 
claim against the United States Government for governmental func- 
tions furnished, however as noted above, his position could impose 
destructive obligations on particular public corporations and in such 
cases it appears that government aid by contract, in absence of relief 
by Congress, could be furnished since it is certainly clear that no 
public corporation is expected to destroy or seriously endanger its 
financial condition by extending its functions to include large and 
ever increasing federal holdings. 


R. D. M. 


SELECTIVE TRAINING AND SERVICE ACT—REEMPLOYMENT RIGHTS 
OF VETERANS—PriorITY BETWEEN VETERANS.—The President re- 
quested an opinion of the Attorney General as to whether “. . . the 
Federal Government [is] obligated to reemploy a returning World 
War II veteran under section 8 of the Selective Training and Service 
Act, even though such reemployment would require the release of 
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another veteran preference employee having greater length of service.” 
Held, that the Federal Government is required to reemploy returning 
veterans who are qualified under section 8, although it necessitates 
release of a senior veteran preference employee. Further, a rule of 
the Civil Service Commission according the highest retention rating 
for a period of one year to veterans reinstated in federal jobs, regard- 
less of actual seniority, is valid. Op. Att'y Gen., Sept. 20, 1946: 
Reemployment Rights of Veterans—Priority Between Veterans. 

Section 8(b) A of the Selective Training and Service Act, 54 Stat. 
885 (1940), 50 U. S. C. App. § 308(b) A (1940) (hereinafter re- 
ferred to as section 8), provides that any person leaving other than 
a temporary position in the government service for military service, 
and who satisfactorily completes the military service and is otherwise 
qualified “shall be restored to such position, or to a position of like 
seniority, status and pay.” Subparagraph B of the same section pro- 
vides that if the veteran left a position in the employ of a private em- 
ployer he shall be restored to such position, or to a position of like 
seniority status and pay, “unless the employer’s circumstances have 
so changed as to make it impossible or unreasonable to do so.” This 
section further requires that any person restored to a position in gov- 
ernment or private employ “. . . shall not be discharged from such 
position without cause within one year after such restoration.” 

The Attorney General concluded that the provision relating to Fed- 
eral Government employees imposed an imperative obligation to rein- 
state qualified veterans formerly employed by the government in other 
than temporary positions. This interpretation is supported by a re- 
cent decision of the U. S. District Court of Puerto Rico which held 
that reinstatement of a returned veteran formerly employed by the 
Department of Labor of Puerto Rico was mandatory. Rosario v. 
Department of Labor of Puerto Rico, 68 F. Supp. 1 (Puerto Rico 
1946). 

The injunctive nature of the provisions of section 8 regarding re- 
instatement of veterans returning to federal employment is manifested 
by the legislative history as well as the terms of the Act itself. Each 
indicates that a veteran, otherwise qualified in accordance with the 
provisions of the Act, should be reemployed by the government. Con- 
gressional reports and discussions evidence a clear purpose not only 
to restore the veteran to his former position, but also to assist the per- 
sonal readjustment of the veteran by assuring him of the economic 
security afforded by retention in such position for one year with 
accrued seniority. S. Rept. 2002, 76th Cong., p. 8; 86 Cong. Rec. 
10095, 10346 (1940). Furthermore, the desire is apparent that the 
Federal Government should set an example for private industry and 
take the lead in executing the reemployment provisions of section 8. 

Accordingly, a clear distinction is to be drawn between the situation 
of veterans returning to employment in the Federal Government, and 
that of veterans returning to private industry. 

The Attorney General refers to those portions of section 8 pertain- 
ing to non-governmental employers to indicate that the obligation of 
such employers to reinstate the veteran may be avoided if it can be 
proved that circumstances have so changed as to make it unreasonable 
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or impossible to do so. He states, however, that “no such escape 
clause is afforded to the Federal Government.” 

In the non-governmental field the criterion of reasonableness is 
used to measure the necessity of reemploying the returned veteran. 
This is not applicable to the Federal Government, however, whose 
obligation is mandatory, assuming that the other requirements of sec- 
tion 8 are fulfilled. But while a veteran returning to employment 
with the Federal Government may be relatively certain of being rein- 
stated, his counterpart reclaiming a position with a private employer 
is not accorded equal security. Thus, a private employer is not re- 
quired to reinstate a veteran in his former position where this would 
entail displacement of a senior non-veteran employee. Olin Indus- 
tries, Inc. v. Barnett, 64 F. Supp. 722 (S. D. Ill. 1946), and see Sulli- 
van v. West Co., Inc., 67 F. Supp. 177 (E. D. Pa. 1946) to the effect 
that a private employer should not be required to lay off an employee 
of greater seniority in order that a veteran might be restored to a 
“position of like seniority, status and pay.” But personal disagree- 
ments with the employer, and allegations that the veteran sought ac- 
cess to records of the employer’s firm and intended to run a competi- 
tive business later, were insufficient grounds for refusal of reemploy- 
ment. Troy v. Mohawk Shop, Inc., 67 F. Supp. 721 (M. D. Pa. 
1946). 

Having determined that the Federal Government was bound to re- 
instate veterans returning to their former jobs, the Attorney General 
considered the duty imposed by the statute requiring their retention 
for a period of one year following such restoration. His conclusion 
was that an equally inescapable obligation rests upon the Federal Gov- 
ernment to retain the reemployed veteran for this period. 

In response to an earlier inquiry as to whether a returning veteran 
who had been employed in the federal civil service and whose position 
had been abolished, must be restored to a position of like seniority, 
status and pay if this would require separation of a permanent em- 
ployee, the Attorney General expressed the opinion that every effort 
should be made to restore the veteran to such a position, but did not 
deem it advisable to answer the question regarding displacement of 
another employee except upon consideration of all the facts peculiar 
to the case in which such a question arises. Op. Att’y Gen., Dec. 30, 
1941; Selective Training and Service Act. A substantially identical 
question is answered in the opinion here considered, in the absence of 
particular facts. The issue is presented by a rule of the Civil Service 
Commission which gives to reinstated veterans the highest retention 
priority rating for the period of one year following reinstatement 
(5 C. F. R. (1945 Supp.) Sec. 12.301). In accordance with this rule, 
in the event that a government agency is required to reduce its num- 
ber of employees, all employees of an equal grade and efficiency rating 
are subject to discharge before the veteran. The retention rating ac- 
corded by the Civil Service Commission, in effect, confers upon the 
reinstated veteran a temporary “super seniority.” Therefore, regard- 
less of seniority, the tenure of each employee, including a reemployed 
veteran who has been reinstated for more than one year, is subject 
to the reemployment and retention rights of veterans. In approving 
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the Civil Service Commission’s rule the Attorney General notes that 
the veteran may be discharged for cause, but states that the mere fact 
that another veteran with greater length of service, yet not within his 
first year, is competing for retention, does not constitute sufficient 
cause. 

The question of seniority of veterans in private industry was con- 
sidered by the Supreme Court in Fishgold v. Sullivan Dry Dock and 
Repair Corp., 66 Sup. Ct. 1105 (1946). In the aforementioned case 
the Court held that a private employer who “laid off” a reemployed 
veteran during the year following reinstatement while retaining senior 
non-veteran employees, had not thereby violated the Act, since a mere 
“layoff” did not sever the existing employee-employer relation, and 
hence did not constitute a “discharge.” In the course of the opinion 
the Court had occasion to discuss the problem of seniority of reinstated 
veterans and concluded that the veteran returning to employment in 
private industry acquired no super-seniority by virtue of the pro- 
visions of the Act, but instead “stepped back upon the seniority esca- 
lator at the precise point he would have occupied had he kept his po- 
sition continuously during the war.” 

The Attorney General, in ruling that a veteran reinstated in gov- 
ernment employ possessed “‘super-seniority” for a period of one year, 
distinguished the Fishgold case by viewing its holding as confined to 
the proposition that a “layoff” does not constitute a “discharge” within 
the meaning of section 8. The holding in the Fishgold case leaves the 
veteran employed in private industry in a position somewhat less se- 
cure than first appears. It is conceivable that business conditions 
might necessitate his being “laid off” for frequent and considerable 
periods of time during the year following reinstatement while senior 
non-veterans are retained on the job, and, in such event, the manifest 
purpose of Congress in providing a period of relative economic secur- 
ity the year following the veterans’ return to civilian life, would thus 
be thwarted. 

Nevertheless, the general tone of the opinion in the Fishgold case 
was such that the provisions of the Act relating to retention and sen- 
iority have generally been construed most favorably in the veteran’s 
behalf by the lower courts. Thus, the one year retention requirement 
has been held to apply equally against demotion as well as discharge, 
Hoyer v. United Dressed Beef Co., Inc., 67 F. Supp. 730'(S. D. Cal. 
1946) ; the original seniority of a reemployed veteran is protected by 
the Act, for the period of its existence, against reduction by union 
contracts, Trailmobile Co. v. Whirls, 154 F. (2d) 866 (C. C. A. 6th, 
1946) (Cert. granted June 10, 1946, 66 Sup. Ct. 1364); restoration 
of privileges to which the veteran’s seniority normally entitled him is 
not to be delayed by provisions of a union contract, Feore v. North 
Shore Bus Line (E. D. N. Y. 6524 (1946) 11 CCH Labor Cases 
63, 453); seniority accrued during military service by virtue of the 
Act qualifies the veteran for promotions of the “automatic or highly 
probable type,” Freeman v. Gateway Baking Co., 68 F. Supp. 383 
(W. D. Ark. 1946), Hewitt v. Chicago South Shore Railroad Co., 
(D. C. N. D. Ind. 1946) 11 CCH Labor Cases 63, 316; but for pur- 
poses of obtaining vacation pay, time in the armed forces may not be 
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considered as time actually employed in employer’s plant, Dwyer v. 
Crosby Co., (W. D. N. Y. (1947) Civil No. 3036, 12 CCH Labor 
Cases 63,556). 

While the lot of the veteran in private industry appears to have 
been improved by decisions rendered in the light of the Fishgold opin- 
ion, it remains less happy than that of the veteran reinstated in his 
position in the employ of the Federal Government. This is due not only 
to the different obligations imposed upon the respective employers by 
section 8, but also to the interpretation placed upon this section by the 
Attorney General. 

In view of the terms of section 8 and the legislative history of the 
Act, it appears that the opinion reaches a proper conclusion. There- 
fore, assuming that the employing agency, the former position and 
insufficient cause for discharge exist, qualified veterans returning to 
government positions are assured of reemployment and retention for 
a minimum period of one year. c. 2. Cc. 
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CrIMINAL LAW—CoNsSPIRACY—VIOLATION OF MAIL FRAuD STAT- 
UTE—DIRECTED VERDICT DeENIED.—Appellants, James M. Curley, 
Donald Wakefield Smith and James G. Fuller, were identified with 
an organized group, later a corporation, called Engineers’ Group, 
which used the mails in furtherance of its activities. All three were 
convicted in the District Court of the United States for the District 
of Columbia on certain substantive counts charging violation of the 
mail fraud statute, 49 Stat. 1929 (1936), 18 U. S. C. § 388 (1940), 
and for conspiracy to violate that statute under 35 Stat. 1096 (1909), 
18 U. S. C. § 88 (1940), following the refusal of the District Court 
to grant motions for directed verdicts of acquittal. The appeals, 
which were consolidated for argument, were taken primarily on the 
grounds that the District Court erred in refusing to direct a verdict 
for defendants below. Held, if the evidence reasonably permits either 
a verdict of acquittal or a verdict of guilt, the decision is for the jury 
to make, and in such a case, an appellate court cannot disturb the 
judgment of the jury. James M. Curley v. United States, Donald 
Wakefield Smith v. Same, James G. Fuller v. Same, — F. (2d)— 
(D. C. 1947). 

The appeals rest on a well-known and frequently quoted rule of 
law, which was used by the court as a basis for reversing the lower 
court’s decision in a case similar to but distinguishable from the 
present one, Hammond v. United States, 75 App. D. C. 397, 127 F 
(2d) 752 (1942). In that case, the court quoted from Union Pacific 
Coal Co. v. United States, 173 Fed. 737, 740 (C. C. A. 8th, 1909): 
“Unless there is substantial evidence of facts which exclude every 
other hypothesis but that of guilt, it is the duty of the trial judge to 
instruct the jury to return a verdict for the accused; and where all 
the substantial evidence is as consistent with innocence as with guilt, 
it is the duty of the appellate court to reverse a judgment against 
him.” The court does not relinquish the above-stated rule, but refuses 
to accept the interpretation of appellants as to its meaning, and by 
drawing a line of demarcation between the functions of the judge and 
jury, recounting the history of the rule, and distinguishing convictions 
and acquittals based upon it, clarifies its meaning so thoroughly that 
there need be no further confusion in its application by the courts. 

The Hammond case, supra, on which great reliance was placed by 
appellants, turned on the principle that in view of the circumstances 
of the case one or more of the elements required to constitute the 
crime of attempt to rape were missing, and that from the facts proved 
no reasonable person could reasonably infer more than an intent or 
desire to have carnal knowledge of the victim, since the accused made 
no effort to use force on his victim but ran when she awakened and 
screamed. There was a crime, undoubtedly, but no attempt to rape. 
In the Curley, Fuller and Smith cases the question is whether the ele- 
ment of guilty knowledge can be inferred from all the facts and cir- 
cumstances of the case. The court asks: “Was such knowledge. . . 
a legitimate inference from the proven facts?” and answers: “It seems 
[ 357 ] 
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to us that it was.” This answer was predicated upon the court’s re- 
view of cases decided under the above-stated rule. 

In its interpretation of the rule, the court chose unfortunate lan- 
guage when it pointed out that it is not true that “. . . if a reasonable 
mind might have a reasonable doubt (of guilt of the accused), there 
is, therefore, a reasonable doubt”; but a later statement: “If the jury 
had concluded that such (an inference of lack of knowledge) was a 
reasonable possibility it might have had a reasonable doubt as to 
guilt” seems to bring the point into focus as a matter for the jury to 
decide. It might have been more persuasive had the court said 
affirmatively, “If from the facts the judge finds substantial evidence 
from which inferences may be drawn to prove the presence of the 
requisite elements of the alleged crime, the case must go to the 
jury.” See discussion in United States v. United States Gypsum Co., 
51 F. Supp. 613, 628-633 (D. C. 1943). Rule 29(a) of the Federal 
Rules of Criminal Procedure merely provides for judgment of acquit- 
tal where “the evidence is insufficient to sustain a conviction of such 
offence. . . .” However, before the enactment of the statutory rule, 
the courts had sent cases to the jury, and appellate courts had refused 
to disturb the holdings, where the established facts would warrant 
deduction by the jury of inferences which excluded every other hypoth- 
esis but that of guilt. Cady v. United States, 54 App. D. C. 10, 293 
Fed. 829 (1923); see also Isbell v. United States, (dissenting opin- 
ion) 227 Fed. 788, 794 (C. C. A. 8th, 1915). 

The court is careful to point out the presumption of innocence which 
follows the accused until a verdict has been reached, and to disavow 
any impingement on that presumption, at the same time, calling atten- 
tion to the procedure by which the presumption is overcome, 1. e., by 
persuasion of guilt beyond a reasonable doubt. The government 
must prove its case beyond a reasonable doubt, not beyond a possi- 
bility of a doubt. United States v. McKenzie, 35 Fed. 826 (S. D. 
Cal. 1887). It is the jury’s function to determine whether there is 
or is not a reasonable doubt, and the verdict of the jury must be sus- 
tained if there is substantial evidence. Pierce v. United States, 252 
U. S. 239, 40 Sup. Ct. 205, 64 L. ed. 542 (1920); Gorin v. United 
States, 312 U. S. 19, 61 Sup. Ct. 429, 85 L. ed. 488 (1941); Glasser 
v. United States, 315 U. S. 60, 62 Sup. Ct. 457, 86 L. ed. 680 (1942). 
In other words, the decision of the District Court must be affirmed if 
there was substantial evidence inculpating the defendants, which, if 
believed by the jury, would justify the submission of the issues to it. 
Stilson v. United States, 250 U. S. 583, 40 Sup. Ct. 28, 63 L. ed. 1154 
(1919). 

The court also explains that direct evidence is not the only means 
of proof of guilt. Conviction may be had upon circumstantial evidence 
where the circumstances leave no reasonable explanation consistent 
with the theory of innocence of the accused, United States v. McKen- 
zie, supra. A common purpose and plan in a criminal conspiracy, 
may be inferred from a “development and collation of circumstances.” 
Glasser v. United States, supra. “Questions of intent and of knowl- 
edge, as of other conscious mental conditions, have always been re- 
garded as peculiarly appropriate for solution by a jury.” Hart v. 
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United States, 84 Fed. 799, 803 (C. C. A. 3d, 1898). It appears, 
therefore, that the jury has a definite duty to perform in criminal cases 
and that the rule relied on by defendants Curley, Fuller and Smith, 
is a proper rule on motion for directed verdict, only where a necessary 
element of the crime is lacking; but that in all other cases, any honest 
difference as to reasonable doubt should be resolved by the jury in 
the light of the rule now in question. 

In a strong dissenting opinion in the Curley case, Miller, J. con- 
tends that the majority of the court has overturned the rule relied 
upon by appellants. The dissenting opinion is based largely upon the 
same cases cited in the majority opinion and holds specifically that 
the case of Hammond v. United States, supra, required a reversal as 
to Curley on the grounds that the circumstantial evidence offered in his 
case did not exclude every reasonable hypothesis except guilt. 


O. L. O. 


CoNSTITUTIONAL LAW—LEGISLATIVE APPORTIONMENT—FAILURE 
To APPORTION—EFFECT OF CHANGE IN PoPpULATION.—Appellees, 
three qualified voters from three Congressional Districts in Illinois 
originally brought suit in the District Court of the United States for 
the Northern District of Illinois under the Federal Declaratory Judg- 
ment Act against the Governor, the Secretary of State, and the Audi- 
tor of the State of Illinois as members ex officio. of the Illinois Pri- 
mary Certifying Board for a decree, with incidental relief, declaring 
invalid provisions of the 1901 Illinois Congressional Reapportionment 
Act, Illinois Revised Statutes, 1945, Ch. 46, §§ 154-156, pp. 1589- 
1590, apportioning congressional districts. As the result of changes 
in population subsequent to the 1901 apportionment, the districts 
lacked compactness of territory and approximate equality of popula- 
tion. The greatest inequality in voting strength existed in the Fifth 
District as contrasted with the Seventh, where 1 voter in the former 
equalled 8.1 voters in the latter. Appellees contended that the 1901 
law violates various provisions of the U. S. Constitution and § 3 of 
the Reapportionment Act of August 8, 1911, 37 Stat. 13, 2 U. S.C. 
§ 3 (1940), as amended by 46 Strat. 26 (1929), 2 U. S. C. §2a 
(1940). Section 3 provides in part: “That in each State entitled 
under this apportionment to more than one Representative, the 
Representatives to the Sixty-third and each subsequent Congress 
shall be elected by districts composed of a contiguous and compact 
territory, and containing as nearly as practicable an equal number of 
inhabitants. . . .” The District Court, believing itself bound by 
Wood v. Broom, 287 U.S. 1, 53 Sup. Ct. 1, 77 L. ed. 131 (1932)— 
though it did not agree with the decision or the reasons supporting 
it—dismissed the bill. On appeal, in a four to three decision, one 
Justice concurring in result only, Held, that the question of fair repre- 
sentation in the House is a political one and non-justiciable. Cole- 
grove v. Green, 328 U. S. 549, 66 Sup. Ct. 1198 (1946). 

Equality of voting power as conferred by Section 3 of the Reap- 
portionment Act of August 8, 1911, supra, has been considered in 
four Supreme Court cases: Koenig v. Flynn, 285 U. S. 375, 52 Sup. 
Ct. 403, 76 L. ed. 805 (1932); Carrol v. Becker, 285 U. S. 380, 
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52 Sup. Ct. 402, 76 L. ed. 807 (1932); Smiley v. Holm, 285 U. S. 
355, 52 Sup. Ct. 397, 76 L. ed. 795 (1932); (Smiley v. Holm, the 
lead decision of these first three—all of which were decided upon 
other grounds—left some doubt as to the continuance in force of the 
Act) ; Wood v. Broom, supra, (Held, that the Act was no longer in 
force). Prior to the present case there had been no Supreme Court 
decisions directly in point on the question of equality of voting power 
as a judicially enforceable constitutional right. In three cases, which 
arose because of inequality of voting power, the decisions, because of 
the circumstances of the cases, were not on this point. Koenig v. 
Flynn, Carrol v. Becker, Smiley v. Holm, supra. (Question decided 
was that when the Governor’s consent is required as part of the law- 
making process of a state, an apportionment of congressional districts 
by the state legislature would also require his consent to become law 
within the meaning of Article I, Section 4 of the Constitution.) The 
nearest approach to the present case is found in Wood v. Broom, 
supra, where, in a case involving inequality of voting power, four 
justices were of the opinion that the bill should be dismissed for want 
of equity. However, the case was decided on the grounds that the 
Statute of 1911, supra, was no longer in force, and opinion was ex- 
pressly reserved as to the justiciability of the controversy had the 
Statute been in force. 

It has long been established by the Supreme Court that cases in- 
volving the broader question of the right to vote do not necessarily 
fall within the “political question” prohibition, but may be justiciable. 
Ex parte Yarbrough, 110 U. S. 651, 4 Sup. Ct. 152, 28 L. ed. 274 
(1884); U. S. v. Mosley, 238 U. S. 383, 35 Sup. Ct. 904, 59 L. ed. 
1355 (1915); Nixon v. Herndon, 273 U. S. 536, 540, 47 Sup. Ct. 
446, 71 L. ed. 759 (1927); Lane v. Wilson, 307 U. S. 268, 272, 
59 Sup. Ct. 872, 83 L. ed. 1281 (1939); U.S. v. Classic, 313 U. S. 
299, 314, 61 Sup. Ct. 1031, 85 L. ed. 1368 (1941). However, the 
Court has refused jurisdiction if it would in effect involve supervision 
of an election. Giles v. Harris, 189 U. S. 475, 23 Sup. Ct. 639, 47 
L. ed. 909 (1903). 

In contrast to the dearth of federal decisions, there have been nu- 
merous decisions by state courts under the state constitutions, result- 
ing from apportionment for state legislatures, on the question of 
equality of voting power as a justiciable issue. Most state constitu- 
tions contain requirements of equality of population for the districts. 
Though some courts have held that only when there is a violation of 
express constitutional provisions can an apportionment statute be de- 
clared void for inequality, others in the absence of express constitu- 
tional provisions have based their decisions on the “fundamental 
principle of equality of representation.” There is a conflict of 
opinion as to whether the equitable remedy by injunction is available. 
Inequality resulting from the “silent gerrymander”—changes in popu- 
lation subsequent to the apportionment coupled with failure of the 
legislature to redistrict—has been considered by the courts to present 
a different problem: ‘Not only will the courts not compel the legisla- 
tors by mandamus to redistrict the state, but they will not compel 
such action by indirect means . . . it is clear that the requirements 
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of periodic redistricting or reapportionment fall into the class of ju- 
dicially non-enforceable provisions of the state constitutions. Whether 
this judicial self-limitation is based on a respect for a co-ordinate 
branch of the state government or on a realization of the practical 
results of a contrary ruling, or on both, it leaves the responsibility 
squarely up to the legislature alone.” Walter, Reapportionment of 
State Legislative Districts (1942) 37 Inu. L. Rev. 20, 40-41 (State 
cases on reapportionment discussed and cited, the above information 
being a summary in part only). 16 C. J. S. Constitutional Law § 147, 
2A. L. R. 1337. A recent state case, Smith v. Holm, 220 Minn. 486, 
19 N. W. (2d) 914 (1945), in which a declaratory judgment was 
denied where inequality in voting power had resulted from changes 
in population after the enactment of the legislative redistricting act, 
is discussed and cases cited in (1945) 37 Minn, L. REv. 37. 

On the grounds that decisions are to be avoided on grave consti- 
tutional questions whenever possible, United States v. Lovett, 328 
U. S. 303, 66 Sup. Ct. 1073 (1946), it would seem that the present 
case might better have been decided on the authority of Wood v. 
Broom, supra, that the Apportionment Act requiring equality of 
population was no longer in effect. 

Colegrove v. Green does not provide a complete answer to the ques- 
tion: Is equality of voting power a constitutional right which is en- 
forceable by the judiciary? Since of the seven justices only three 
held that the case fell within the political question prohibition and 
four held that it did not—one of the four, however, concurring in the 
result, but on the basis of “want of equity” “the question of justicia- 
bility and of the Court’s ability to give relief has not been decided 
adversely to the plaintiffs.” (1946) 41 Int L. Rev. 578, 581. Fur- 
ther, by its facts this case limits the decision of the three justices as 
to the justiciability of the question to a “silent gerrymander” situa- 
tion. It is perhaps unfortunate that the first case on this question 
submitted for decision by the Supreme Court should, with its one 
main strength in support of a contrary decision—the high ratio of 
inequality (See Bowman, Congressional Redistricting and the Con- 
stitution, (1932) 31 Micn. L. Rev. 149, 166; and Schmeckebier, 
CONGRESSIONAL APPORTIONMENT (1941))—combine the “silent 
gerrymander” weakness which in state courts under state constitu- 
tions has resulted in decisions similar to that of the present case. It 
is submitted that until an action arises under a recent apportionment, 
which apportionment has initially resulted in gross inequalities, has 
been decided, there will not have been a complete test of equality of 
voting power as a justiciable issue under the Constitution. 


E. N. 


CoNSTITUTIONAL LAW—RELIGION—Laws AFFECTING THE ESTAB- 
LISHMENT OF RELIGION.—A New Jersey Statute authorized its local 
school districts to make rules and contracts for the transportation of 
children to and from school. New Jersey Revised Statutes 18: 14-8 
(1941). Appellee, a township board of education, acting pursuant to 
this statute authorized reimbursement to parents of money expended 
by them for the bus transportation of their children to and from public 
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or Catholic schools on regular buses operated by the public transpor- 
tation system. Part of the money expended was for the payment of 
transportation of some children in the community to Catholic paro- 
chial schools. Petitioner, in his capacity as a district taxpayer, filed 
suit in a New Jersey State Court challenging the right of the board 
to reimburse parents of the parochial school students, on the ground 
that the state and federal constitutions were violated. The trial court 
held the legislation was invalid under the state constitution. 132 N. 
J. L. 98, 39 A. (2d) 75 (1944). The New Jersey Court of Errors 
and Appeals reversed the trial court and held the statute was not in 
conflict with either the state or federal constitution. 133 N. J. L. 350, 
44 A. (2d) 333 (1945). The case came up to the Supreme Court 
on appeal under 36 Start. 1156 (1911), 28 U. S. C. 344 (a) (1940). 
Held, that the New Jersey Statute did not violate the establishment 
of religion clause of the First Amendment, nor the due process clause 
of the Fourteenth Amendment. Everson v. Board of Education of 
Township of Ewing, — U. S. —, 67 Sup. Ct. 504 (1947). 

The majority rested its decision on the findings, one, that the New 
Jersey Statute was passed to promote a public purpose and therefore 
there was no taking by taxation of the private property of some to 
bestow it upon others, to be used for their own private purposes in 
violation of the due process clause of the Fourteenth Amendment, 
and, two, that the statute was not a law respecting the establishment 
of religion within the prohibition of the First Amendment to the Con- 
stitution, as applied to the states through the operation of the Four- 
teenth Amendment to the Constitution. Murdock v. Pennsylvania, 
319 U. S. 105, 63 Sup. Ct. 870, 87 L. ed. 1292 (1943). The Court 
does not like to strike down a state statute supposedly passed for the 
general welfare. Green v. Frazier, 253 U. S. 233, 240, 40 Sup. Ct. 
499, 64 L. ed. 878 (1920). Though in some instances this type of 
state law has been struck down. -Loan Association v. Topeka, 20 
Wall. 655, 22 L. ed. 455 (1875); Parkersburg v. Brown, 106 U. S. 
487, 1 Sup. Ct. 442, 27 L. ed. 238 (1883). 

The Court delved at great length into the historical development of 
the First Amendment and the majority decided that the historical aim 
of the First Amendment was not to cut church schools off from such 
functions of the government as fire and police protection, the use of 
sidewalks and public highways, and transportation but to keep the 
government out of religion and religion out of the government. This 
was decided even though the majority admitted that some children 
received religious education who would not otherwise have been able 
to attend the church schools. To sustain this view the Court cited 
Pierce v. Society of Sisters, 268 U.S. 510, 45 Sup. Ct. 571, 69 L. ed. 
1070 (1925), which held that parents may, in the discharge of their 
duty under state compulsory education laws, send their children to a 
religious rather than a public school if the school meets the secular 
education requirements which the state has the power to impose. 

The Court decided that a broad application and interpretation 
should be given the establishment of religion clause between previous 
decisions had applied a broad interpretation in cases concerning an 
individual’s religious freedom. Cantwell v, Connecticut, 310 U. S. 
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296, 60 Sup. Ct. 900, 84 L. ed. 1213 (1940) ; Jamison v. Texas, 318 
U. S. 413, 63 Sup. Ct. 669, 87 L. ed. 869 (1943) ; Largent v. Texas, 
318 U. S. 418, 63 Sup. Ct. 667, 87 L. ed. 873 (1943). 

In conclusion the Court stressed the historical importance of the 
movement for religious independence in this country and quoted Jef- 
ferson to the effect that the Amendment was intended to erect a wall 
of separation between church and state. Reynolds v. U. S., 98 U.S. 
145, 162-164, 25 L. ed. 244 (1878). The majority holding was that 
this wall had not been breached by the New Jersey Statute. 

The four dissenting Justices to this opinion were Mr. Justice Jack- 
son, Mr. Justice Rutledge, Mr. Justice Frankfurter, and Mr. Justice 
Burton. The minority, in a strong dessent, assails the majority ruling 
on the ground that the New Jersey Statute in effect rendered aid to 
religion in violation of the First Amendment. The minority believed 
that the New Jersey action furnished support of religion by use of 
the taxing power. The Federal Constitution denies that a state can 
undertake or sustain any establishment of religion. U. S. Constitu- 
tion, lst Amend. Religion is a private function, it cannot be made a 
public function by legislative act. This is the very heart of Madison’s 
MEMORIAL AND REMONSTRANCE AGAINST RELIGIOUS ASSESSMENTS, 
II Madison, pp. 183-191 (1867). It is a matter of principle to keep 
separate the separate spheres as the First Amendment drew them. 
Though the amount of money expended here is small, that factor 
should have no bearing on the constitutionality of the statute. 
Thomas v. Collins, 323 U. S. 516, 543, 65 Sup. Ct. 315, 89 L. ed. 430 
(1944). Mr. Justice Rutledge said in his dissent, “. . . the matter 
is not one of quantity to be measured by the amount of money ex- 
pended.”’ Madison made a similar statement to the effect that it is not 
the amount but the principle of assessment which is wrong. MEMo- 
RIAL AND REMONSTRANCE, supra, para. 3. 

The decisive question in this case, as seen by both the majority and 
the minority, was centered around the issue whether New Jersey had, 
or had not, passed a law affecting the establishment of religion so as 
to bring the law within the prohibition of the First Amendment. The 
majority answered the question in the negative, holding that the law 
was passed for the general welfare. To this answer the dissenters 
replied that the majority overlooked the fact that religion was taught 
in the schools. Mr. Justice Jackson, dissenting, summed up this view 
and answered the argument that the law was for a public purpose 
by stating that neither policemen nor firemen need ask, “Is this 
man or building identified with the Catholic church?” He pointed 
out that this is the precise question the school authorities must ask 
before they can reimburse the parents of school children for money 
expended on their transportation. 

Mr. Justice Rutledge, dissenting, found that the First Amendment 
outlawed all use of public funds for religious purposes. He next 
found that transportation is a great part of the cost of the religious 
instruction given. In his opinion, therefore, the state is defraying a 
part of the cost of religious education. 

The dissenters are also of the opinion that the law could be struck 
down because it was discriminatory in excluding all but public and 
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Catholic school children. The majority, however, did not decide this 
question because the statute was not attacked on this ground. Liver- 
pool, New York and Philadelphia Steamship Co. v. Commissioners 
of Emigration, 113 U. S. 33, 39, 5 Sup. Ct. 352, 28 L. ed. 899 (1885). 
In the instant case, from the viewpoint of constitutional interpreta- 
tion, both the majority and the minority looked into and saw the same 
facts, and reached a different conclusion. It seems the First Amend- 
ment has been breached here. Though education is a public purpose, 
religious education is a private purpose, and to spend tax raised 
money to transport pupils to school where religious teaching and 
training is given does seem to violate the First Amendment. Once 
this step, transportation is sanctioned, it would seem to logically fol- 
low that successive decisions could carry state support to the point 
of complete subsidization of these religious schools in the good name 
of public welfare. Ae 


INSURANCE—FoREIGN JUDGMENT—FULL FAITH AND CREDIT— 
Res JUDICATA IN STATUTORY LIQUIDATION PROCEEDINGS.—Chicago 
Lloyds is an unincorporated association recognized and authorized by 
the laws of Illinois to transact insurance business in Illinois and other 
states. It qualified to do business in Missouri in March, 1932, and 
Charles B. Morris became its agent, handling its business in Missouri 
under a contract. A dispute arose as to accounting for premiums paid 
to Morris and on complaint of an attorney for Lloyds, Morris was 
arrested, charged with embezzlement, indicted, tried, and acquitted. 
In August, 1934, Morris brought an action in Missouri against Lloyds 
for malicious prosecution and false arrest; Lloyds after an unsuccess- 
ful challenge of jurisdiction answered on the merits. In 1938, while 
the suit was pending, an Illinois court decreed that Chicago Lloyds 
was insolvent and appointed the Director of Insurance statutory 
liquidator. The Illinois court also issued an order enjoining suits 
against the insolvent Lloyds, and upon the requirement of the liqui- 
dator Lloyds’ counsel withdrew from the Missouri suit. Morris per- 
sisted in his suit and upon default by Lloyds was awarded a judgment 
for $50,000 in 1941. An exemplified copy of this judgment was filed 
in the Illinois liquidation proceedings as proof of Morris’ claim. An 
order disallowing the claim was affirmed by the Illinois Supreme 
Court. People ex rel. Jones v. Chicago Lloyds, 391 Ill. 492, 63 N. E. 
(2d) 479 (1945). On appeal to the Supreme Court, Held, 6-3, the 
disallowance was a failure to give full faith and credit to the Missouri 
judgment; that court had jurisdiction over the parties and the subject 
matter and its determination of the nature and amount of the claim 
is conclusive in the Illinois proceedings. Morris v. Jones, Director of 
Insurance of Illinois, 67 Sup. Ct. 451 (1947). Justices Frankfurter, 
Black, and Rutledge dissented, with opinion. 

By the Insurance Code, Illinois Rev. Stat. 1943, Chap. 73, pars. 
799 et seq. and particularly Sec. 191 (par. 803) the liquidator is 
vested by law with title to the property, contracts ,and rights of the 
insolvent insurance company as of the date of the court order. The 
code also provides for filing contingent claims. Illinois has specifi- 
cally held that the court order vests in the liquidator the title to all of 
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the property of the insolvent association. People ex rel. Palmer v. 
Niehaus, 356 Ill. 104, 190 N. E. 349 (1934). Missouri has a similar 
statute, Missouri Rev. Stat. 1939, Sec. 5947, and has interpreted it 
the same way. M€]cDonald v. Pacific States Life Ins. Co., 344 Mo. 1, 
124 S. W. (2d) 1157 (1939). 

Ordinarily, a receiver is limited to the jurisdiction of the appointing 
court, but this is subject to an exception where the receiver is vested, 
additionally, with the power of statutory successor to the corporation. 
Relfe v. Rundle, 103 U. S. 222, 26 L. ed. 337 (1881); Goodrich, 
ConFLict oF Laws (2d ed. 1938) Secs. 195-197. The decision in 
the principal case establishes that a foreign judgment against an in- 
solvent insurance company, obtained in a suit commenced before the 
decree of liquidation, is res judicata as to the nature and amount of 
the claim in subsequent proceedings before the statutory liquidator 
even though the liquidator was not made a party. 

This case is distinguished not so much by the result as by the 
vigorous dissenting opinion which would let the foreign judgment for 
money be retried as to merit and as to amount. The reasons ad- 
vanced in the dissenting opinion for justifying the refusal to recognize 
the Missouri judgment are largely jurisdictional. It was urged that 
the Illinois liquidation statutes were notice to all the world and es- 
pecially to a state admitting an Illinois association to do business, this 
notice acting to limit the “power” (jurisdiction?) of the courts of 
such state. It was also urged that Lloyds’ assets had passed to the 
liquidator, for the fair distribution of which Illinois had formulated 
an appropriate method of proof which should be followed by all claim- 
ants. It was additionally urged that the Illinois liquidator was neither 
a party to the Missouri action nor in privity with the association. 

In general, jurisdiction is the power to hear and determine the 
subject matter in controversy between the parties to the suit. Rhode 
Island v. Massachusetts, 12 Pet. 657, 755, 9 L. ed. 1233 (U. S 
1838) ; 1 Black, JupcmMentTs § 215. Mr. Justice Frankfurter, writing 
the majority opinion in the second appeal of Williams v. North Caro- 
lina, 325 U.S. 226, 65 Sup. Ct. 1092, 89 L. ed. 1577 (1945), pointed 
out that the full faith and credit clause, Art. IV, Sec. 1, of the Con- 
stitution, as implemented by 1 Stat. 122 (1790) and 2 Start. 299 
(1804), 28 U. S. C. § 687 (1940), does not make every judgment 
of a sister state a judgment i in another state and that a prime requisite 
for such effect is that the court of the sister state had power to render 
the judgment. “A judgment in one State is conclusive upon the 
merits in every other State, but only if the court of the first State 
had power to pass on the merits—had jurisdiction, that is, to render 
the judgment.” 325 U. S. at p. 229 (italics supplied). The term 
“power” as used in the jurisdictional sense, however, is believed to 
have a dual aspect in that it means not only the right to adjudicate, 
but also the ability or faculty to do justice between the parties. Cf. 
Heine v. New York Life Ins. Co., 45 F. (2d) 426 (Ore. 1930) ; Col- 
lard v. Beach, 81 App. Div. 582, 81 N. Y. S. 619 (1903). 

It would appear that the Missouri court had the right to adjudicate 
between the parties. Plaintiff was a resident of Missouri suing in the 
state courts on a cause of action sounding in tort, the operative facts 
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of which took place in the state. Defendant was a foreign association 
qualified to do and actually doing business in Missouri. The Mis- 
souri plaintiff was not suing on the basis of ownership of stock in the 
association nor as an insurance policyholder. The congenital limita- 
tions which might be applicable to a stockholder or insured, because 
of the Illinois liquidation statutes, should not be applied here since the 
cause of action is not one arising under a relationship controlled by 
the organic law of the state breathing life into the association. Relfe 
v. Rundle, supra; Smith v. Taggart, 87 Fed. 94 (C. C. A. 8th, 1898) ; 
Taylor v. Life Association of America, 13 Fed. 493 (C. C. W. D. 
Tenn. 1882); Bockover v. Life Association of America, 77 Va. 85 
(Va. Sup. Ct. of App. 1883). 

The Illinois law does not bar claims against the insolvent associa- 
tion but merely provides that the claims must be proved before the 
liquidator, subject of course to appropriate judicial review. That 
Morris would have had to proceed differently in Illinois and prove his 
claim before the liquidator should not operate as a bar to the Mis- 
souri judgment. The answer to this is best quoted from Cardozo, J. 
in Loucks v. Standard Oil Co. of New York, 224 N. Y. 99, 111, 120 
N. E. 198, 201 (1918), “We are not so provincial as to say that every 
solution of a problem is wrong because we deal with it otherwise at 
home.” 

In considering whether the Illinois liquidator or the Missouri court 
was best able to do justice, it should first be noted that both parties 
may conveniently resort to Missouri and each has a close connection 
with that state. Second, it must be undoubted that Missouri rather 
than Illinois is in the best position to determine the facts since the 
facts occurred in the former and witnesses and other matters of proof 
are likely readily accessible there. That the power of enforcement of 
a judgment in Missouri became practically nil after the decree of 
liquidation, there being no property in Missouri, should not operate 
to destroy the effectiveness of the Missouri judgment as a declaration 
of the rights of the parties. Dodd, Jurisdiction in Personal Actions 
(1929) 23 Inu L. Rev. 427. 

Whether the Illinois decree appointing the liquidator operated to 
divest the jurisdiction of the Missouri court was a matter to be raised 
in the Missouri action. The determination by the Missouri court that 
the Illinois decree did not give the liquidator exclusive jurisdiction 
was appealable only in the Missouri action and is not subject to col- 
lateral attack. Trenies v. Sunshine Mining Co., 308 U. S. 66, 60 
Sup. Ct. 44, 84 L. ed. 85 (1939): Adam v. Saenger, 303 U. S. 59, 
58 Sup. Ct. 454, 82 L. ed. 649 (1938). 

The holding that the Missouri judgment is res judicata as to the 
liquidator is in keeping with the ordinarily accepted definition of 
“privity” in connection with judgments as meaning mutual succession 
or relationship to the same rights of property, Stacy v. Thrasher, 6 
How. 44, 12 L. ed. 337 (U. S. 1847), particularly as to those who 
acquire their interest after the commencement of the action, Na- 
tional Lead Co. v. Nulsen, 131 F. (2d) 51 (C. C. A. 8th, 1942). The 
liquidator is administering assets of the insolvent association and 
Morris’ claim against the association in Missouri was as much ad- 
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verse to those assets as it would have been if tried in Illinois. The 
liquidator would have had no new or different defenses than those 
available to Lloyds in the Missouri action. And under Relfe v. 
Rundle, supra, the liquidator could have intervened in the Missouri 
action. It can scarcely be denied that a successful defense by Lloyds 
prior to the decree of insolvency would have been conclusive between 
the parties in subsequent liquidation proceedings so that there is 
mutuality of estoppel. Since the Illinois law makes the liquidator 
statutory successor to the association there seems little reason to war- 
rant any conclusion that a prior adjudication should not be equally 
binding on it. And if the liquidator had intervened and succeeded, 
there is little doubt but that the judgment would be conclusive. Relfe 
v. Rundle, supra. Thus the relationship of the liquidator to the prop- 
erty, contracts, and rights of Chicago Lloyds is one of privity and the 
Missouri judgment properly is res judicata, having been rendered by 
a court having power in the sense of complete jurisdiction of the par- 
ties and of the subject matter. R. A. W. 


Lasor LAw—NATIONAL LaBor RELATIONS ACT—FREE SPEECH— 
FREE ASSEMBLY—COMPULSORY AUDIENCE.—Respondent, a few days 
before an employee election to determine a bargaining representative, 
called a series of meetings of its employees in the plant, during work- 
ing hours, and without loss of pay, which his agents addressed on 
union matters. The National Labor Relations Board found inter alia, 
that attendance was “ in effect compulsory,” and that the speeches by 
their timing and the circumstance of their utterance and by their con- 
tent, formed part of respondent’s course of illegal conduct. In re 
Montgomery Ward and Co., 64 N. L. R. B. 432 (1945). The re- 
spondent refused to comply with a cease and desist order claiming 
that the speech was privileged under the First Amendment to the 
Constitution. The Labor Board, on the petition for enforcement be- 
fore the Circuit Court, contested the claim of privilege on the grounds 
that : 

respondent in requiring its employees to assemble in the plant 
during working hours, when they were subject to respondent’s 
orders generally, for the purpose of hearing (respondent’s) 
speech, improperly used its economic power over its employees 
to influence their actions, and this went beyond an exercise of 
its right to free speech. (Brief for N. L. R. B. on Petition for 
Enforcement. ) 


Held, that the compulsory attendance of employees at meetings to 
hear employers speak on union matters is not a “species of coercion” 
and does not deprive the speaker of his privilege under the First 
Amendment. N. L. R. B. v. Montgomery Ward and Co., Inc., 157 
F. (2d) 486 (C. C. A. 8th, 1946). 

Thus the Labor Board’s “captive audience” doctrine, first enunci- 
ated recently in Matter of Clark Bros. Co., Inc., 70 N. L. R. B. 802 
(1946) is rejected in its first court test. In the Clark case now pend- 
ing review in the United States Court of Appeals for the 2nd Circuit, 
the board found that respondent shut down the power and the engines, 
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and directed the employees through foremen and the public address 
system to assemble and listen to the speeches. The board found fur- 
ther that the “only way the employees could have avoided hearing the 
speeches would have been for them to leave the premises, which they 
were not at liberty to do during working hours.” On the basis of 
these findings the board concluded that such conduct, wholly apart 
from the legality of the substance of the talk, constituted interference, 
restraint and coercion within the meaning of Section 8(1) of the 
National Labor Relations Act. 49 Strat. 449 (1935), 29 U. S. C. 
§ 158(1) (1940). 

It should be noted that the principal case, unlike the Clark case, 
does not present for review independent findings and conclusions that 
respondent’s conduct in compelling the attendance was illegal. The 
board devotes only one sentence of its decision to the compulsory 
audience issue. In this sentence they find that “The respondent con- 
ducted its meetings on its property and attendance was necessarily, 
in effect, compulsory.” In fact, it is not until the petition before the 
Circuit Court that the board develops this novel argument merely by 
way of supporting background to its general finding of interference. 
The court, however, does not rely on the barrenness of the findings 
to dispose of the argument but rather considers and rejects the “cap- 
tive audience” doctrine fully on its merits. Hence, it is not prema- 
ture to conclude that the doctrine is not welcome in the &th. Circuit, 
whether it appears as the basis for an independent finding of coercion 
as in the Clark case, or merely as one of a congeries of coercive cir- 
cumstances which, taken together, are illegal, as in the principal case. 

From its inception the Labor Board has been called on to perform 
the delicate task of balancing the employees’ statutory right to free- 
dom from employer interference in the area of union matters against 
the employers’ constitutional privilege of free speech. Little guid- 
ance for this task appears in the broadly worded provisions of the 
Act. Section 8 of the Wagner Act declares that “It shall be an un- 
fair labor practice for an employer—(1) To interfere with, restrain, or 
coerce employees in the exercise of the rights guaranteed in Section 
7.” Section 7 of the Act guarantees to employees “the right to self 
organization, to form, join, or assist labor organizations, to bargain 
collectively through representatives of their own choosing. . . .” Na- 
tional Labor Relations Act, supra. The board has frequently read this 
language in the light of the economic and social mainsprings of the Act. 
Thus at an early stage in its history the board, relying heavily upon 
the factor of the economic domination inherent in the master-servant 
relationship construed practically all types of employer utterances on 
union matters, from bold threats to fatherly advice, as coercive and 
hence beyond the area of permissible free expression. In re Hill Bus 
Company, Inc., 2 N. L. R. B. 781, 789 (1937) (opinion concerning 
formation of employee unions); In re Reed and Prince Mfg. Co., 
12 N. L. R. B. 944, 957 (1939) (derogatory remarks against union 
organizers) ; In re Air Associates, Inc., 20 N. L. R. B. 356, 361-362 
(1940) (expression of preference for an inside union) ; In re Roberti 
Bros., Inc., 8 N. L. R. B. 925, 928 (1938) (advice that job doesn’t 
depend on union membership). 
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Mr. Justice Learned Hand recognized these economic facts-of-life 
when he explained that because an employer’s arguments to his em- 
ployees generally “have a force independent of persuasion” the board 
may in its discretion ban them without trenching on the First Amend- 
ment. N. L. R. B. v. Federbush Co., Inc., 121 F. (2d) 954, 957 
(C. C. A. 2d, 1941). There was, however, scattered resistance to the 
strict viewpoint of the board in the circuit courts.- Continental Box 
Co., Inc., v. N. L. R. B., 113 F. (2d) 93 (C. C. A. 5th, 1940) (em- 
ployer’s advice on the eve of an election); N. L. R. B. v. Ford Motor 
Co., 114 F. (2d) 905 (C. C. A. 6th, 1940) (criticism of and advice 
not to join labor organizations). In sum, however, it seems fair to 
say, that the employer was effectively excluded from competition in 
the arena of labor union ideas. 

The board’s approach on this subject received its first consideration 
by the Supreme Court in 1941 in a decision which gave impetus to a 
substantial expansion of the permissible area of employer speech. 
N. L. R. B. v. Virginia Electric & Power Co., 314 U. S. 469, 477, 
62 Sup. Ct. 344, 86 L. ed. 348 (1941). The Court, in language now 
familiar, declared that the Act does not enjoin 


the employer from expressing its view on labor policies or prob- 
lems, . . . the employer . . . is as free now as ever to take any 
side it may choose on this controversial issue. 


Despite ambiguity in the high Court’s ruling, N. L. R. B. v. Ameri- 
can Tube Bending Co., 134 F. (2d) 993, 995 (C. C. A. 2d, 1943) ; 
cert. den., 320 U. S. 768, 64 Sup. Ct. 84, 88 L. ed. 459 (1943) circuit 
courts afforded it a very broad construction from the employer’s point 
of view. Thus enforcement was denied where an employer made 
direct anti-union statements coupled with reassurances of the em- 
ployees’ right under the Act. N.L. R. B. v. J. L. Brandeis & Sons, 
145 F. (2d) 556 (C. C. A. 8th, 1944) ; where an employer expressed 
a preference for no union whatever without threat of reprisal. N. L. 
R. B. v. American Tube Bending Co., supra. 

The board in conformity with these decisions has receded from its 
previous position and in a recent case dismissed a complaint in which 
it was charged that the employer expressed a preference to deal di- 
rectly with its employees rather than through an outside organization. 
In re Oval Wood Dish Corporation, 62 N. L. R. B. 1129 (1945). 

In this decisional setting the court, in the principal case, no doubt 
felt amply justified in striking down a doctrine which would qualify 
the employers’ new-found freedom to compete with trade unions for 
the workers’ affection. It is open to serious question, however, 
whether the court has adequately answered the rationale supporting 
the doctrine. The board’s argument in effect is that employees, under 
Section 7 of the Act, have the right to receive aid, advice and infor- 
mation from others concerning union matters. This right, it is 
claimed, includes the right to determine whether or not to receive 
such aid, advice and information. Respondent, in compelling an 
audience of employees to hear a talk on union matters, interfered with 
this right to listen or not; violated the Act; and was not immunized 
by associating such conduct with speech. 
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The board does not stop at this point and rely on its own ipse dixit 
that the right not to listen is vital to self organization and merits pro- 
tection. It draws a persuasive analogy from our political democracy, 
pointing to Martin v. City of Struthers, 319 U. S. 141, 63 Sup. Ct. 
862, 87 L. ed. 1313 (1943) in which the Supreme Court, applying the 
First Amendment, shielded from government infringement a house- 
holder’s privilege to determine for himself whether or not to listen to 
the dispensers of the Jehovah Witness faith. No elaborate argument 
is needed to show that the right to determine whether or not to as- 
semble and listen merits the same constitutional protection which is 
afforded the closely kindred, if not identical, right to determine 
whether or not to listen on an individual basis in the Struthers case. 
It is constitutional rights of this nature, considered essential to an 
unfettered traffic in ideas in a political democracy, that the board also 
deems worthy of protection in the interests of industrial democracy. 
The court rejects this argument by attacking the constitutional 
analogy head on, rather than dealing with the board’s independent 
conclusion that the compulsory audience constitutes interference. 
“The First Amendment,” it states, “does not purport to protect the 
rights of privacy, nor does it require that the audience shall have vol- 
unteered to listen.” The court draws comfort, oddly enough, from 
Martin v. Struthers, supra. It reads that case as holding that the 
First Amendment is not concerned with the rights of listeners, but 
only speakers; such listeners rights as do exist, 7. e. right of privacy, 
must yield to the paramount constitutional rights of the speaker. 

The court in the principal case is correct in so far as it construes 
Martin v. Struthers, supra, as protecting the right of free speech. 
The court fails to recognize, however, that this protection is achieved 
by preventing the infringement of a correlative right of the listener 
to determine whether or not to listen. The Supreme Court is fully 
aware that the guarantee of freedom extended to the speaker in the 
First Amendment would be meaningless if it did not also extend to the 
listener and insulate him from coercion either to listen or not to listen. 
Thus it considered the Struthers ordinance obnoxious to the First 
Amendment because, inconsistently with that Amendment, it erased 
a right of the “individual master of each household” to determine 
whether or not to listen and substituted therefor the determination of 
the “community,” the city of Struthers. 

The court, in furtherance of its position in the principal case, points 
out that in Thornhill v. Alabama, 310 U. S. 88, 60 Sup. Ct. 736, 84 
L. ed. 1093 (1940) and American Federation of Labor v. Swing, 312 
U. S. 321, 61 Sup. Ct. 568, 85 L. ed. 855 (1941), the protection of 
the First Amendment was not lost by picketers because of their “mis- 
conduct or incivility.” Similarly, it argues by inference, slight mis- 
conduct by an employer would not strip him of his privilege under 
that Amendment. The board however is not punishing the speech, 
but rather an evil associated with it; just as the police authorities 
could no doubt reach the individual bad actors in the picketing case, 
so may the board reach misconduct in the instant case. Thomas v. 
Collins, 323 U.S. 516, 65 Sup. Ct. 315, 89 L. ed. 430 (1945) (Jack- 
son concurring). 








RECENT CASES 371 
In protecting the respondent’s conduct as free speech the court not 
only fails to answer the board’s rationale, but also appears to overlook 
the basic public policy behind this privilege in a democratic society. 
Mr. Justice Holmes in a famous dissent stated the philosophical jus- 
tification of free speech to be “that the ultimate good desired is better 
reached by free trade in ideas—that the best test of truth is the power 
of the thought to get itself accepted in the competition of the market.” 
Abrams v. United States, 250 U. S. 616, 630, 40 Sup. Ct. 17, 63 L. ed. 
1173 (1919). Respondent in speaking to an audience which he com- 
pelled to listen is not engaging in any conduct remotely resembling 
“free trade in ideas.” On the strength of his position as employer 
he is seeking to avoid the risk inherent in the “competition of the 
market” that his ideological wares may not even attract an initial in- 
spection by the buyer. Such a quasi-monopoly of the listening market 
is repugnant to the public policy behind the privilege of freedom of 
speech. 

The court’s decision reflects a growing feeling that unions generally 
have achieved such substantial stature during the past ten years that 
“coddling” of workers is no longer necessary to achieve the purposes 
of the Act. But it is suggested that the tendency towards equality in 
stature of labor and management, rather than warranting a laissez 
faire attitude, justifies closer regulation. The competition of such 
giant parties as modern unions and corporations for the interest of 
employees makes it imperative that the “civil liberties” essential to the 
free choice of representatives remain unimpaired by either party. 
In providing such protection, the board would do well to look to the 
experience in our political democracy. There the problems of pre- 
venting interference with the opinion forming process, and subversion 
of the integrity of election procedures are similar in nature to those 
present in an industrial democracy. Thomas v. Collins, supra (Jack- 
son concurring). L. &. 


Lasor Law—Norris-LAGuarpIA AcT—NATIONAL LABoR RELA- 
TIons Act—Lasor Disputes.—Plaintiff is a corporation of the state 
of New York and is engaged in manufacturing in Camden, New Jer- 
sey. On April 17, 1946, an election was held pursuant to the National 
Labor Relations Act, 49 Stat. 449 (1935), 29 U. S. C. $151 et. seq. 
(1940), to determine the sole bargaining agent for plaintiff’s 180 
production and maintenance employees. Approximately 130 of such 
employees were members of the United Steel Workers of America, 
C. I. O., and that union was certified by the National Labor Relations 
Board. The remaining production and maintenance employees did 
not belong to any union at the time of the election nor did they later 
join any union. On May 17, 1946, plaintiff and the selected union 
negotiated a bargaining agreement covering all of plaintiff's produc- 
tion and maintenance employees. On July 15, 1946, the defendant 
Truck Drivers and Helper’s Union, Local 676, A. F. L., demanded 
the right to be recognized as the sole bargaining agent for 8 employees, 
all of whom were represented in the bargaining negotiations by the 
certified union and none of whom were members of the defendant 
union. Plaintiff was compelled by the National Labor Relations Act 

9 
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to refuse the request and defendant caused plaintiff’s plant to be 
picketed until shipments to the plant ceased and a complete shut-down 
was imminent. Plaintiff asked injunctive relief. Held, that a “labor 
dispute” existed under the Norris-LaGuardia Act, 47 Stat. 70 
(1932), 29 U. S. C. § 101-115 (1940), and no injunction would 
issue. American Chain and Cable Co., Inc. v. Truck Drivers and 
Helpers Union, Local 676, A. F. L., 68 F. Supp. 54 (N. J. 1946). 

Sec. 113 of the Norris-LaGuardia Act specifies that the term “labor 
dispute” “includes any controversy concerning terms or conditions of 
employment, or concerning the association or representation of per- 
sons in negotiating, fixing, maintaining, changing, or seeking to ar- 
range terms or conditions of employment, regardless of whether or 
not the disputants stand in the proximate relation of employer and 
employee.” 

Two cases have arisen in the federal courts prior to the instant case 
involving the question of whether, after certification of a union by the 
National Labor Relations Board, a “labor dispute” concerning terms 
and conditions of employment can exist between an employer and a 
minority union or group of employees or their representatives. The 
first case, Oberman & Co., Inc. v. United Garment Workers of 
America, 21 F. Supp. 20 (W. D. Mo. 1937), held that there was no 
labor dispute and that if such a dispute ever existed it was settled 
by the only authority that could settle such a controversy, the National 
Labor Relations Board. In that case the court sought to avoid the 
restriction upon its jurisdiction of the Norris-LaGuardia Act by resort 
to Sec. 160 (h) of the National Labor Relations Act which provides 
that “when granting appropriate temporary relief or a restraining 
order, or making and entering a decree enforcing . . . an order of 
the Board, . . . the jurisdiction of courts sitting in equity shall not 
be limited by “Sections 101-115 of this Title (the Norris-LaGuardia 
Act) on the ground that it authorized District Courts to issue injunc- 
tions enforcing the orders of the board, notwithstanding the provision 
in the Act that orders of the board were enforceable only upon appli- 
cation of the board to the Circuit Courts of Appeal. The court con- 
cluded that because the Act made no provision for the enforcement 
of board orders other than those dealing with unfair labor practices 
by an employer the Congressional intent in Sec. 160 (h) must havé 
been that such other orders of the board could be enforced by District 
Courts unhampered by the mandates of the Norris-LaGuardia Act. 
In Union Premier Food Stores, Inc. v. Retail Food Clerks and Man- 
agers Union, 98 F. (2d) 821 (C. C. A. 3d, 1938), where the board 
had assumed jurisdiction and an election was pending, it was held that 
no labor dispute was involved since two labor unions were the disput- 
ants and the employer stood ready to obey the order of the board 
when issued. (The cause having become moot, the Circuit Court 
opinion was ordered reversed in a memorandum opinion of the Su- 
preme Court. See 308 U. S. 526, 60 Sup. Ct. 376, 84 L. ed. 445 
(1940) ). : ; 

The second case involving the precise point at issue in the instant 
case is Yoerg Brewing Company v. Brennan, 59 F. Supp. 625 (Minn. 
1945). It was urged by the plaintiff employer that the end sought by 
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the minority union was unlawful and for that reason the Norris- 
La-Guardia Act did not apply. However, the court overruled this 
argument and held that a labor dispute within the meaning of the 
Act did exist. The court also rejected the theory of the Oberman 
case that Sec. 160 (h) of the National Labor Relations Act had ex- 
panded the jurisdiction of the Districts Courts to cover the “unen- 
forceable” orders of the board, relying on Sec. 163 of the Act which 
provides: “Nothing in this Act shall be construed so as to interfere 
with or impede or diminish in any way the right to strike.” 

It would seem apparent that Sec. 163 negatives the implication 
that there was legislative intent in Sec. 160 (h) to enlarge the juris- 
diction of the federal courts to issue injunctions restraining employees 
or their representatives in labor disputes. Thus, the court in the 
instant case properly held, despite the inequity to the plaintiff, that 
under the Norris-LaGuardia Act it had no jurisdiction to restrain the 
defendant by injunction and that the protection of employers in cases 
of this type could be accomplished only by legislative enactment. 


Cc. P. Cc. 


PATENTS—INFRINGEMENT—LICENSoR.—Appellant and Keele or- 
ganized the Keelmo Company and became its officers, directors, and 
only stockholders. The purpose was to deal with the Rilling-Arnao 
Company and to make a licensing agreement with that company for 
the manufacture and sale of the infringing device. Respondent 
brought suit against Moseley and Keele for infringement and for an 
accounting of the profits realized from the licensing agreement. Held, 
that the act of licensing to manufacture and sell the infringing device 
was itself an act of infringement. Moseley v. United States Appli- 
ance Corporation, 155 F. (2d) 25, 69 U. S. P. Q. 301 (C. C. A. 9th, 
1946). 

The problem presented by this case is not entirely new to our body 
of law, but it has rarely occurred in the past. The foremost authority 
is Toppan v. Tiffany Refrigerator Car Company, 39 Fed. 420 (C. C. 
N. D. Ill. 1889), wherein the court held, If the owner of a patent-right 
which infringes another patent licenses others to use his device, and 
furnishes to his licensee and those constructing his articles plans and 
drawings requiring the use of the prior device, without procuring, or 
intending to procure, the consent of the owner of such prior patent, 
he is an infringer, and liable in damages. Toppan v. Tiffany Refrig- 
erator Car Company, supra, was cited as authority for the decisions 
in National Mechanical Directory Company v. Polk, 121 Fed. 742 
(C. C. A. 9th, 1903), and in Ruth v. Stearns-Roger Mfg. Co., 13 F. 
Supp. 697, 29 U. S. P. Q. 400 (Colo. 1935). The view that a licensor 
is a joint infringer with his licensee is also adopted in 3 WALKER ON 
PaTENTS (Deller’s Ed.) p. 1649. 

In determining a patentee’s rights we find that the exclusive fran- 
chise granted to the patentee consists only in the right to exclude 
others from making, using, or vending the patented invention, with- 
out the permission of the patentee. Carbice Corporation of America 
v. American Patents Development Corp., 283 U. S. 27, 51 Sup. Ct. 
334, 75 L. ed. 819 (1931). Infringement is defined as the unauthor- 
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ized making or using or selling of the patented invention. Christensen 
v. National Brake & Electric Co., 18 F. (2d) 981 (E. D. Wis. 1927). 
None of the cases cited as favoring the principal decision have shown 
how the acts of a licensor can be brought within the accepted defi- 
nition of an infringement. 

That the decision in Toppan v. Tiffany Refrigerator Car Company, 
supra, is not as yet generally accepted is demonstrated by a recent 
decision in William I. Bettis v. Patterson-Ballagh Corp., Ltd., 16 F. 
Supp. 455, 459, 31 U. S. P. Q. 73 (S. D. Cal. 1936) wherein it is 
stated that “the mere act of licensing does not, ipso facto, constitute 
infringement where . . . the licensor does not manufacture.” 

The number of cases on this question is small and it seems impor- 
tant that the question usually has arisen in the accounting after an in- 
vasion of the patentee’s rights has been found. Accordingly, the 
courts have given only slight consideration to the matter of the licen- 
sor’s infringement. In the case of Ruth v. Stearns-Roger Mfg. Co., 
supra, it is stated that “in an accounting suit where the question is 
one of profits, an infringer acting in good faith under the infringing 
patent is entitled to deductions for amounts paid as royalty or license 
to the owner of the infringing patent.” Seemingly, this statement 
would negate the principal decision since money paid to the licensor 
who is also an infringer is not a proper deductible expense. 

It is worthy of note that the statement from the Toppan case which 
is copied verbatim in the later cases appears only in the headnote of 
the case, but in the body of the opinion that same statement is not 
present. The opinion indicates that the evidence shows that, if the 
defendant did not own or use the prior device, he furnished his licen- 
sees with working plans and drawings showing and requiring the 
prior device, and that this was done with no thought or expectation 
that the owner’s consent would be obtained for such use. Thus, in- 
fringement was decreed. After due consideration of this evidence, it 
might be contended that the court did not intend to lay down a broad 
doctrine that licensing another to use a patented device is per se, in- 
fringement but that the court was requiring a showing that the licen- 
sor had performed some further acts in aid of the infringement. 

It may seem rather harsh to decree that a mere licensor is an in- 
fringer without a showing of conspiracy to infringe on the part of the 
licensor, but, when it is remembered that our patent system grants a 
statutory monopoly to a patentee, it seems that no one, other than the 
patentee, should be permitted to reap any profits from the use of the 
invention during the period of the monopoly. It is true that, in grant- 
ing the license and in obtaining fulfillment of the licensing agreement, 
the licensor may have expended time, effort, and money, but for these 
he can be compensated. In making an accounting of the profits cog- 
nizance should be taken of all the pertinent facts and circumstances 
so that the patentee and the licensor obtain what is fair. 


W. H. J. K. 


PATENTS—INTERFERENCE—EVIDENCE—STIPULATED ORAL TESTI- 
mony.—lIn an intereference proceeding before the Board of Interfer- 
ence Examiners of the Patent Offica, concerning a chemical process, 
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junior party to the interference was awarded priority. Senior party 
offered no evidence and relied upon his filing date for priority. Junior 
party’s evidence consisted of testimony which counsel for senior party 
stipulated with counsel for junior party that junior party and six 
other witnesses, all employed by junior party’s assignee, would have 
given, if called. This testimony related to junior party’s date of 
conception and disclosure. No documentary exhibits were filed in 
support of junior party’s stipulated oral testimony. The lack of docu- 
mentary evidence was emphasized before the board by senior party’s 
counsel, but the board held that documentary evidence was not essen- 
tial and that conception could be established by proper oral testimony 
alone when the testimony is consistent and not attacked or weakened 
by cross-examination. Held, that while senior party was under no 
compulsion to enter into an agreement with junior party as to what 
witnesses would testify, having so entered senior party would be 
bound by the stipulated testimony. Draeger v. Bradley, 590 O. G. 
355, 70 U. S. P. Q. 183, 156 F. (2d) 64 (C. C. P. A. 1946). 

In interference proceedings, as well as other proceedings before the 
Patent Office, the established rules of evidence apply. 2 WALKER ON 
PaTENTs (Deller’s Ed. 1937) § 246; Patent Office Rule 159. 

The decided cases are in substantial agreement that the admission 
by one party that a witness would testify to a certain effect, if called, 
is not a concession by the opponent that the facts are true or that the 
testimony will establish them to be true. 60 C. J. §65; 50 Am. Jur., 
Stipulations § 16. In Lebedinski v. Brimberg, 198 N. Y. S. 595 
(1923), the New York Supreme Court held the trial court correct 
in finding the testimony which the plaintiff would give, if called, un- 
true. While in Burton v. Brooks, 25 Ark. 215 (1868), the court 
found no error in the trial court treating a stipulation between parties 
as to what an absent witness would testify, if called, as evidence for 
the jury and not as an absolute admission of the facts. 

In the case of Bruneau v. Bailey, 265 Mass. 301, 164 N. E. 89 
(1928), a court rule provided, “The party objecting to the post- 
ponement shall not be permitted to contradict the statement of what 
the absent witness is expected to testify, but may disprove any other 
fact stated in such affidavit. No action shall be postponed on such 
motion if the adverse party will admit that the absent witness would, 
if present, testify as stated in the affidavit, and will agree that the 
same shall be received and considered as evidence on the trial in like 
manner as if the witness were present and so testified; ...” The 
court said that the objecting party to the postponement cannot con- 
tradict “the statement of what the witness is expected to testify,” but 
that he is not conclusively bound by such statement. Accordingly, the 
court held it error for the trial court not to admit a contradictory 
statement of the witness although counsel had agreed as to what the 
witness would testify if present. 

In Patent Office practice before the Board of Interference Exam- 
iners, stipulations are frequently entered into between parties to avoid 
the cost of calling witnesses for the taking of oral testimony. It is 
customary in these cases to enter the testimony by way of stipulations 
between counsel as to what the witness would testify, if called. Under 
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these circumstances, if the Patent Office is to apply the established 
rules of evidence it should be open to the opponent to impeach the 
credit of the witness in any way that he can. 

Since the statements of an absent witness are not made in open 
court they are in the nature of hearsay testimony. 3 WIGMORE ON 
EvipENcE, § 888. However, hearsay testimony which is admitted 
is none the less testimony and open to discredit or corroboration in 
the same manner as though offered by a witness in court. Accord- 
ingly, the testimony may be discredited either by cross-examination 
of the witness or by extrinsic evidence. 

In the instant case, an examination of the interference file, Inter- 
ference 78868, discloses the fact that the senior party’s counsel en- 
tered into a stipulation with junior party’s counsel as to what the 
six witnesses and junior party would testify if called and it was 
further agreed that the right of cross-examination was waived and 
that the final hearing before the Board of Interference Examiners 
was to be upon briefs alone with neither party appearing. Since a 
waiver of cross-examination was involved in the instant case, the stip- 
ulations of the parties as to what witnesses would testify, if present, 
was properly held to be binding to prevent the senior party from at- 
tacking the credibility of the witnesses in this manner. However, 
while it is unlikely that senior party could successfully attack the 
credibility of the witnesses in any other way, such evidence could not 
properly be excluded by this type of stipulation, but to hold the parties 
bound generally by the facts contained in this type of stipulation is 
against the established rules of evidence. 

R. 1. F., ju 


SURETYSHIP—SUBROGATION—GOVERNMENT’S RIGHT OF SET-OFF. 
—The plaintiff was appointed receiver to collect and distribute cer- 
tain funds representing balances due under a number of contracts. 
It sued to recover a portion of the unpaid balances under the con- 
tracts, to which the surety claimed title by reason of having paid cer- 
tain claims of laborers and materialmen. The Comptroller General 
refused to pay the surety on its claim and to pay the plaintiff, after it 
was appointed receiver, the entire balances due to the fact that the 
contractor had become indebted to the government on an independent 
transaction not arising under any of the contracts in connection with 
which the surety had made payments under its payment bonds. The 
government argued that its legal right to satisfy an independent claim 
against the defaulting contractor by an offset was superior to any 
claim of the surety with respect to balances. Held, the equities of 
laborers and materialmen and of the surety who pays their claim, in 
any balances remaining due under the contract, on which the con- 
tractor defaulted in payment, are clearly superior to the rights of 
general creditors, including the government and the general right of 
the government to make offsets does not give the government’s claim 
any greater equitable force than would attach to the claim of any 
general creditor to contract balances in the government’s hands. 
Munsey Trust Co. of Washington, D. C. v. United States, 67 F. Supp. 
976 (Ct. Cl. 1946). Petition for cert. granted March 3, 1947, 15 
L. W. 3325. 
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Most cases of subrogation involve only a question of priority, 4. e., 
whether the surety or some other creditor of the principal has a better 
right to an admitted asset of the principal. Prairie State Bank v. 
United States, 164 U. S. 227, 17 Sup. Ct. 142, 41 L. ed. 412 (1896) ; 
U. S. Fidelity and Guaranty Co. v. United States, 92 Ct. Cl. 144 
(1940); ARANT oN Suretysuip (1931) p. 354. 

In the present case, the United States is not claiming priority over 
the surety to a fund in the hands of a third person, but asserts that 
under the general law and statutes it has the right to set off the debt 
of the contractor to it against its debt to the contractor. 

Maryland Casualty Co. v. United States, 53 F. Supp. 436 (Ct. Cl. 
1944) ; (1944) 31 Va. L. Rev. 216 is the only case where the surety’s 
claim, arising out of similar circumstances, has prevailed over the 
government. Cf. Dewey Schmoll v. United States, 63 F. Supp. 753 
(Ct. Cl. 1946), cert. den. Oct. 14, 1946; Re Van Winkle, 49 F. Supp. 
711 (W. D. Ky. 1943) ; Seaboard Surety Co. v. United States 67 F. 
Supp. 969 (Ct. Cl. 1946). The basis of the court’s decision in the 
Maryland Casualty case was a promise by the government to the 
surety, implied from the bond transaction as a whole that it would not 
settle the accounts as to leave the surety in the position of paying the 
contractor’s debts. 

The factual situation presented to the court in the instant case quite 
closely parallels that involved in Maryland Casualty Co. v. United 
States, supra, but there is the possible distinction that the Munsey 
Trust’s contractor was in “special receivership” (infra). It may, 
nevertheless, be properly said that this case was before the court only 
because the Comptroller General declined to follow the rule laid down 
in the Maryland Casualty case. 

1 Stat. 515, 676 (1799), 31 U. S. C. 191 (1940) provides in part: 
“Whenever any person indebted to the United States is insolvent, 

. the debts due to the United States shall first be satisfied ; * 
Under this statute, insolvency must be a formal one evidenced by 
bankruptcy, receivership or assignment for benefit of creditors. 
Maryland Casualty Co. v. United States, supra; cf. United States v. 
Gotwals, 156 F. (2d) 692 (1946). This requirement implies that 
the section does not come into effect as long as the debtor continues 
to be owner of the property even though he is unable to pay his debts. 
GLENN ON LiguimpaTion (1935) § 514. 

Accordingly, the statute there being inapplicable, the court held, in 
the Maryland Casualty case, applying the same principles which gov- 
erned the decision in U. S. Fidelity and Guaranty Co. v. United 
States, supra, that the surety’s equitable lien was paramount to the 
right of set-off otherwise available to the United States in connection 
with items independent of the contract. 

In the instant case, the court came to the conclusion that the above 
statute was similarly non-operative since the plaintiff had been ap- 
pointed a “special receiver” (Civil Action #11643, District Court of 
U. S. for D. C.). In accordance with the established procedure in 
the courts of the District of Columbia, such receivership is for the 
purpose of taking possession of a fund or property and preventing its 
loss or dissipation. It does not necessarily involve insolvency and in 
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the action in the district court, no claim of insolvency was made by 
either party. The facts of the case, however, suggest an insolvency 
in fact which was held to be within the priority statute in the Gotwals 
case (supra). 

In this setting, the government attempted to sustain the position 
taken by the Comptroller General and reargue the question decided by 
the court in the Maryland Casualty case basing its argument as to the 
superior right of the government in the contract balances upon the pro- 
visions of section 236 Rev. Stat. as amended 42 Stat. 24 (1921), 
31 U. S. C. 71 (1940) which provides: “All claims and demands 
whatever by the Government of the United States or against it, and 
all accounts whatever in which the Government of the United States 
is concerned, either as debtor or creditor, shall be settled and adjusted 
in the General Accounting Office.” The court could find no basis for 
modifying its opinion. 

Section 236, supra, has been the law in substantially the same form 
since March 3, 1817 (3 Stat. 366). Had the contractor not de- 
faulted and the surety not come into the picture there could be no 
question about the duty and the authority of the General Accounting 
Office to set-off the indebtedness due from the contractor. Such duty 
and authority are provided by Section 236, supra, and have long been 
recognized by the Court of Claims and the Supreme Court, Barry v. 
United States, 229 U. S. 47, 33 Sup. Ct. 681, 57 L. ed. 1060 (1913) ; 
Taggart v. United States, 17 Ct. Cl. 322 (1881); McKnight v. 
United States, 13 Ct. Cl. 292 (1877), affirmed 98 U. S. 179, 25 L. ed. 
115 (1879); Gratiot v. United States, 15 Pet. 336, 10 L. ed. 759 
(U. S. 1841); John P. Squire Co. v. United States, 30 F. Supp. 708 
(Ct. Cl. 1940); American Sanitary Rag Co. v. United States, 84 
Ct. Cl. 417 (1937); the statute may be regarded in fact as having 
become by operation of law an inherent part of the surety’s bond. 
Von Hoffman v. City of Quincy, 4 Wall. 535, 18 L. ed. 403 (U. S. 
1867); cf. Hill v. American Surety Co., 200 U. S. 197, 26 Sup. Ct. 
168, 50 L. ed. 437 (1906). The Act of June 10, 1921, 42 Start. 23- 
27, created the General Accounting Office “independent of the execu- 
tive departments and under the control and direction of the Comp- 
troller General of the United States” who was specifically authorized 
and required to exercise his powers and duties “without direction 
from any other officer.” § 304, 42 Stat. 24, supra. The Comptroller 
General has consistently contended in accordance with this authority 
and Sec. 236, supra, that the General Accounting Office must deter- 
mine for itself whether a decision of the Court of Claims or other 
inferior court will serve as a binding guide in the consideration of a 
similar question coming before it for decision. 14 Comp. Gen. 648; 
5 id. 720; 3 id. 479; 3 id. 316. “It is the responsibility of this office 
in the settlement and adjustment of claims . . . ultimately to deter- 
mine the law for itself.” Decision of the Comptroller General 
B-17988 dated July 14, 1944. 

It has been held, however, that the statute, which provides for the 
settlement of accounts by the General Accounting Office, gives it only 
a quasi-judicial power; it is no more than a direction to settle admin- 
istratively the accounts between the government and its debtors and 
creditors. Such settlements are always open to judicial review. JIli- 
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nois Surety Co. v. United States, 240 U. S. 214, 36 Sup. Ct. 321, 
60 L. ed. 609 (1916); Brunswick v. Elliott, 70 App. D. C. 45, 103 
F. (2d) 746 (1939). Furthermore, even the Comptroller General 
has recognized the equities of sureties in cases not involving counter- 
claim by the government. 8 Comp. Gen. 435; id. 58. 

The surety who makes good a default on the part of the contractor 
is substituted for the contractor. Globe Indemnity Co. v. United 
States, 84 Ct. Cl. 587 (1937), cert. den. 302 U. S. 707, 58 Sup. Ct. 
26, 82 L. ed. 546 (1937). The surety who takes over the work of a 
government contractor stands in the position of the contractor and as 
against the government can assert no greater rights than those of the 
contractor. Southern Surety Co. v. United States, 75 Ct. Cl. 47 
(1932); Alexander v. Young, 65 F. (2d) 752 (C. C. A. 10th, 1933) ; 
Swarts v. Siegel, 117 Fed. 13 (C. C. A. 8th, 1902). ‘The party for 
whose benefit the doctrine of subrogation is exercised can acquire no 
greater rights than those of the party for whom he is substituted; if 
the latter had not a right of recovery, the former can acquire none.” 
Sheldon, SuBRoGATION, 2d Ed. Sec. 6. 

Furthermore no rights are acquired by the surety against the gov- 
ernment as a result of the surety’s subrogation to the rights of laborers 
and materialmen since the United States has no obligation to pay 
debts of the contractor to laborers and materialmen. Dewey Schmoll 
v. United States, supra. Even in the absence of a bond securing pay- 
ment of their claims unpaid materialmen and laborers on a public con- 
tract would have no legally binding claim against the United States. 
Kellogg v. United States, 7 Wall. 361, 19 L. ed. 81 (1869); H. Her- 
furth, Jr., Inc. v. United States, 89 Ct. Cl. 122 (1939). At most the 
United States had the moral obligation to see that materialmen and 
laborers were paid. Cf. Henningsen v. United States Fidelity and 
Guaranty Co., 208 U. S. 404, 28 Sup. Ct. 389, 52 L. ed. 547 (1908). 

The purpose of the Acts requiring payment and performance bonds, 
49 Strat. 793 (1935), 40 U. S. C. 270 (a) (1940) and 28 Star. 278 
(1894), 40 U. S. C. 270 (1940), was to provide protection for such 
materialmen and laborers by creating a new cause of action for these 
creditors against the surety. MacEvoy Co. v. United States, 322 
U. S. 102, 64 Sup. Ct. 890, 88 L. ed. 1163 (1944); Texas Portland 
Cement Co. v. McCord, 233 U. S. 157, 34 Sup. Ct. 550, 58 L. ed. 893 
(1914) ; Hill v. American Security Co., supra. 

Prior to the Maryland Casualty case, supra, the General Account- 
ing Office had consistently set-off mutual claims in such situations as 
are presented by the instant case. The net result of the Maryland 
Casualty case and the Munsey Trust rule is that the government, so 
far as its debt collection machinery is concerned, will be forced to 
initiate innumerable receivership proceedings for the purpose of in- 
voking Rev. Stat. 3466, supra, and where the contractor is not in- 
solvent will no longer be able to follow long-established administrative 
policies of the General Accounting Office with respect to making set- 
offs. It may well be said that the government would be better off if 
it did not have a surety on the project, which is anomalous. Without 
a surety it could collect its debts, with one it cannot. The problem 
presented by the two cases is one of substantial importance and merits 
review by the Supreme Court. M. R. D. 
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EcONOMIC AND FINANCIAL ORGANIZATION OF THE LEAGUE OF Na- 
TIons. By Martin Hill. (Washington: Carnegie Endowment 
for International Peace. 1946. xv-+ 168 pp. Annex List of 
Publications. $2.00.) 


A world-wide approach to economic and financial developments is 
rarely encountered. Most statistics and analyses fail to transcend 
national boundaries or at most relate only to a particular nation and 
its international trade and finance. It is accordingly broadening to 
find a book which deals with world economic factors as a whole. In 
the “ONE WORLD” of today global treatment provides an essential 
perspective. 

This small volume gives a kaleidoscopic view of international finan- 
cial and economic reconstruction from 1920 to 1930, discusses the 
impact of the great depression which began in 1929, and analyzes the 
pertinent efforts and results of the League of Nations during these 
periods and during the second World War. The condensation is 
superbly done. It provides balanced review. 

But this discussion of global economic life is but incidental to the 
main theme of the study. It is essentially devoted to an evolutionary 
exposition of the technical organization of various Committees and a 
permanent Secretariat which made up the Economic, Financial and 
Transit Department of the League. The author shows how these Com- 
mittees were organized, functioned and developed into a co-ordinated 
structure which laid the foundation for the organization of the Eco- 
nomic and Social Council of the United Nations. This monograph 
was issued in 1945, in mimeograph form in order to make it available 
to the United Nations Conference at San Francisco. The present 
volume has been revised and brought up to date. 

The author as a member of the Economic and Transit Department 
of the League of Nations, gives an inside story that is well docu- 
mented by reference to pertinent League of Nations publications. 
From such a source the reader secures invaluable insight, but the 
work could hardly be expected to present a critical view of the Com- 
mittees and the Organization of which the author was a part. In fact, 
at times, there is an atmosphere of the omnipotence prevalent in De- 
partment of State and Diplomatic circles. Just why such circles shed 
responsibility so facilely for social disaster when the peace is not kept, 
remains for the good citizen of the world to resolve by placing nations 
under control of world law, rather than power politics and facile 
diplomacy. 

But there is much substance in this short study. The preface by 
Mr. Alexander Loveday, recently Director of the Economic, Financial 
and Transit Department of the League, makes this valuable observa- 
tion: “Behind all recommendations of policy made by committees, 
councils, or conferences should lie always a careful collation of the 
facts relevant to the issues at stake and a careful analysis of the issues 
themselves, made not by committee members—for in committee re- 
ports facts are necessarily blurred by compromise—not by national 
[ 380 ] 
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representatives whose minds are bound by instructions and colored 
by their domestic preconceptions, but by a staff of international of- 
ficials trained in international work, worthy of trust and trusted. 
Such a staff cannot be created in a day; it must learn through ex- 
perience and in learning slough its prejudices.” 

A number of significant reports on post-war problems prepared by 
the Economic and Financial Section are specifically referred to and 
briefly summarized. The following are of unusual interest: Com- 
mercial Policy in the Post-War World, 1945; International Currency 
Experience, 1944; The Future Population of Europe and the Soviet 
Union, 1944; and Economic Stability in the Post-War World, 1945. 
The last report mentioned, a document of some 350 pages, may be 
considered as the doctrinal testament of the Economic and Financial 
organization of the League of Nations. Of course numerous other 
reports are referred to such as those relating to Foreign Investment, 
International Double Taxation, Customs Unions and International 
Cartels. 

Mr. Hill’s book is a useful contribution. It can be read with profit, 
not only by economists, but by lawyers and all concerned with the 
development of an economic world order under law. Its brevity con- 
tributes to its value. James OLIVER Murpock.* 


THE NEw TRADE-MarK Manuva. By Daphne Robert, Washington, 
D. C.; The Bureau of National Affairs. 1947. $6.50. Pages 
xxi, 375. 


This excellent book is not a textbook on trade-marks and unfair 
competition, but constitutes a useful and timely handbook analyzing 
for trade-mark owners and lawyers the Lanham Trade-Mark Act 
(Public Law 489, Chapter 540, 79th Congress, 2nd Session) which 
was approved July 5, 1946 and becomes effective July 5, 1947. 

This new law is an Act to provide for the registration and protec- 
tion of trade-marks used in commerce, to carry out the provisions of 
certain international conventions and for other purposes, and is the 
culmination of many years’ effort to draft a modern federal law deal- 
ing with trade-mark rights and remedies and with unfair competition 
and methods of preventing the same, in so far as Congress may legis- 
late upon the same under its power to regulate commerce. The legis- 
lative history of the Act is extensive, and because of notable changes 
which the law makes over previous statutes and the common law, 
reference to the Congressional Hearings undoubtedly will be made 
on frequent occasions by the courts in seeking to give correct inter- 
pretation to the law. The author’s familiarity with the new law, with 
its genesis in the needs of the business community, and with its legis- 
lative history, through her continued study of the subject, and her 
attendance at the Congressional Hearings, both as witness and inter- 
ested spectator, makes her analysis of the law particularly valuable. 
Furthermore, her wide experience as a practicing lawyer in the field 
of trade-marks and unfair competition, before both the Patent Office 
and the courts, admirably fits her to write on the new law and its 


* Professor of Law, The George Washington University Law School. 
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relation to the existing laws and the relevant judicial interpretations 
of the latter. Throughout the book, the author’s statements are sup- 
ported by extensive documentation through reference to cases, stat- 
utes and treaties. 

Since the author’s main purpose is to offer guidance as to the steps 
which may, or should, be taken by those in business in order to avail 
themselves of the advantages provided by the new law, while yet pre- 
serving the rights and advantages they have acquired by virtue of the 
present laws, the sequence and contents of the chapters provides a 
logical development of the subject. The opening chapter, however, 
explaining the functions of names and marks and defining the various 
types of marks is less helpful than the succeeding introductory chap- 
ters entitled “Acquisition of Rights” and “Loss of Rights.” 


In Chapter I, for example, (see page 5) the characterization of a 
trade-mark, as follows: 


A trade-mark still designates origin of the goods bearing the 
mark though the identity of the origin may be unknown, 


fails to convey the intended meaning. The point might be made 
clearer by saying that a trade-mark is a symbol through which the 
goods convey to the buyer the message “Caveat vendor.” Lacking 
this symbol, the goods say to the buyer, “Caveat emptor.” 

Following these chapters, the Principal Register and Supplemental 
Register and the procedure for registering marks are taken up and are 
helpfully compared with the present laws and practice. Shelter from 
argument is not sought in mere quotation of the sections of the statute, 
but instead the possible interpretations thereof, as seen by the author, 
are stated with full reference to present laws, court decisions, and 
Congressional hearings which preceded the Act under discussion. 

The future status of trade-mark registrations acquired under pres- 
ent acts, 7. e., the acts which will be repealed when the Lanham Act 
becomes effective July 5, 1947, and what may be done with them is 
set forth, and is followed by a chapter dealing with registration by 
foreign nationals, which completes a discussion of the various regis- 
ters for trade-marks. At this point the author sums up and compares 
the effects of registration under the present acts and the Lanham Act 
in a manner which will greatly assist trade-mark owners and their 
counsel in deciding what action they will wish to take both preceding 
and after the effective date of the Lanham Act. 


The intent of the Lanham Act, by its own statement, is to— 


regulate commerce within the control of Congress by 
making actionable the deceptive and misleading use of marks in 
such commerce; to protect registered marks used in such com- 
merce from interference by State, or territorial legislation; to 
protect persons engaged in such commerce against unfair compe- 
tition; to prevent fraud and deception in such commerce by the 
use of reproductions, copies, counterfeits, or colorable imitations 
of registered marks; and to provide rights and remedies stipu- 
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lated by treaties and conventions respecting trade-marks, trade 


names, and unfair competition entered into between the United 
States and foreign nations.* 


The Lanham Act, as the author ably points out, undertakes to pro- 
vide persons engaged in commerce with remedies in accordance with 
such stated intent and consequently goes far beyond the present trade- 
mark laws in affording protection of their rights. The chapter on 
“Remedies” is extensive and adequately commensurate with the, as 
yet unknown, scope of the “remedies provisions” of the Act. The 
author appears delighted with the possible extent of protection against 
unfair trade practices which the Act appears to provide by a “back- 
door provision” (Section 44(i)) in Title IX of the Act, dealing with 
“International Conventions.” The author is a strong proponent of 
such broad statutory, protection. Since protection against unfair 
trade practices is based on the relation of the Act to various inter- 
national conventions for the protection of industrial property to 
which the United States is a party, it is quite appropriate that an 
analysis and comparison of the related sections of the Act and of rele- 
vant sections of the various international conventions, respectively, 
are set forth at length. Probably, many readers will for the first time 
acquire a knowledge of the purpose and scope of these conventions. 
The usefulness of the book is increased by a topical index and an 
appendix which includes texts of the present laws and international 
treaties (to which the United States is a party) dealing with trade- 
marks and unfair competition, together with the text of the Lanham 
Act. 

It will be appreciated that any new law provides room for much 
argument as to the possible interpretations which may be placed 
thereon, and no two lawyers will agree as to what is certain under 
the law and what is not. Consequently, the following observation, by 
way of criticism, will probably be appropriately discounted: Once in 
a while the author appears not to set forth as fully as could be done 
the possible alternative interpretations of which a particular section 
of the Act seems to be capable. Instead, she occasionally makes a 
positive statement, without discussion or argument, and the statement 
appears to be an interpretation which she favors and not necessarily 
that which the Act may appear to provide or might be interpreted to 
provide. Perhaps the assertion of a definite interpretation by an 
authority, such as she is known to be, will assist in securing the 
judicial adoption of the desired interpretation. Not to be overlooked 
is a remarkable introduction by the well known authority, Edward S. 
Rogers, pointing out the value of the new Act in establishing federal 
jurisdiction in the field of unfair competition, a matter which since 
Erie v. Tompkins? had become dissipated into a fog of doubt and 
controversy. 

Counsel for persons presently employing trade-marks in their busi- 
ness, and persons who employ other marks defined by the Lanham 
Act (service marks, collective marks and certification marks) will 


1 Pub. L. No. 489, 79th Cong., 2d Sess., Act of July 5, 1946, § 45. 
2 304 U. S. 64, 58 Sup. Ct. 817, 82 L. ed. 1188 (1938). 
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find the book a valuable aid in acquiring an understanding of the new 
law and its relation to present laws. It will save them much time,— 
and not much time remains,—in reaching decisions as to what steps 
their clients should take in advance of the effective date of the Act. 
Joun A. DIENNER. 
Joun A. DIENNER, JR. 


THE NUREMBERG TRIAL AND AGGRESSIVE WaR. By Sheldon Glueck. 
New York: Alfred A. Knopf. 1946. Pp. xv, 121. $2.00. 


This small volume by Professor Glueck, who has done the pioneer 
work for the prosecution of the war criminals,’ is introduced by a 
foreword written by Justice Jackson, the American Chief of Counsel 
in the Nuremberg trial. It was published while the trial against 
Goering et al. was still in progress and deals with the question 
whether there is any basis in law to indict the defendants for “waging 
of a war of aggression” under Article 6, Clause (a)* of the Charter 
of the International Military Tribunal. In the meantime, the major- 
ity of the defendants found guilty have been sentenced under this pro- 
vision of the Charter. In the inevitable development from crude 
power politics to submission of international conflicts to a rule of law 
Nuremberg is a stepping stone. It has provided the precedent for 
regarding war no longer as “respectable” but as what it is: planned 
murder. 

To take this step forward no case of flagrant violation of world 
peace could possibly have been more suitable. As indicated by Justice 
Jackson in his foreword, the evidence in the case did not leave the 
shadow of a doubt that Germany attacked and subdued her neighbors 
without being menaced by any of them. But the criminologist, who 
is equally critical of the “legality” of war as of the “right of the victor 
over the vanquished” is not satisfied with the knowledge that the 
United Nations could have disposed of the Nazi ringleaders sum- 
marily by executive or political action.» The underlying idea is that 
if the Nazi leaders are put in the dock instead of directly on the gal- 
lows the proceedings ought to guarantee to the defendants all the 
safeguards which are generally conceded to the accused under Anglo- 
American law. This, of course, necessitates the question: Is there 
any legal basis for regarding a war of aggression as an international 
crime? And if so, who is the criminal? The aggressive state? Its 
responsible statesmen? Its responsible military leaders?* In other 
words: Is Article 6, Clause (a) of the Charter ex post facto law, or 
is it declaratory of existing law? 

The author comes to the following conclusions: 


(1) It is not so much the violation of any particular treaty like the 
Briand-Kellogg Pact or any of the numerous agreements of non- 
aggression entered into by Germany immediately before she em- 
barked on her gamble for conquest which constitutes the crime of 





1 Glueck, War Criminals, Their Prosecution and Punishment, New York, 1944. 
2 a and quotation on p. 3 of the book are erroneous. 

cP. ¢ 

* Chapter I. 
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aggressive war. It is rather the violation of a recognized principle 
of international law which has grown up by custom, particularly after 
the First World War. A host of treaties, draft treaties and utter- 
ances of responsible statesmen has outlawed aggressive war and made 
it a crime under international law. As elements of such customary 
international law are cited the Hague and Geneva Conventions; the 
Draft Treaty of Mutual Assistance of the League of Nations, 1923, 
(“. . . aggressive war is an international crime”), the Draft Treaty 
on Disarmament and Security submitted by an American Group and 
considered by the League of Nations in 1924 (“. . . aggressive war 
is an international crime”), the Preamble of the 1924 Protocol for 
the Pacific Settlement of International Disputes of the League of 
Nations (Geneva Protocol), (“. . . asserting that a war of aggres- 
sion . . . is an international crime”), the Resolution of the Eighth 
Assembly of the League of Nations, 1927 (“Being convinced that a 
war of aggression can never serve as a means of settling international 
disputes and is, in consequence, an international crime . . .”), the 
Resolution introduced by Senator Borah in 1927 (“. . . it is the 
view of the Senate of the United States that war between nations 
should be outlawed as an institution or means for the settlement of 
international controversies by making it a public crime under the law 
of nations . . .”), the Briand-Kellogg Pact, 1928, the Resolution 
adopted by the Sixth International Conference of American States, 
Habana, 1928 (“war of aggression constitutes an international crime 
against the human species’), the Convention signed at the Interna- 
tional Conference of American States on Conciliation and Arbitra- 
tion, Washington, 1928/29, the Anti-War Treaty of Non-Aggression 
and Conciliation, Rio de Janeiro, 1933. In our fast living time these 
and similar elements are sufficient to establish customary law. “Imme- 
morial usage” is no longer a requirement of “custom.” * Hence, the 
defendants’ acts were committed at a time when aggressive war con- 
stituted a crime under international law. 

(2) The defendants cannot hide behind the doctrine that indi- 
viduals are not responsible for “Acts of State.” This doctrine leads 
ad absurdum in that it allows a group of criminally minded persons 
to take hold of a State’s power and then to disregard all international 
obligations under cover of that doctrine.* It is open to question that 
individuals are not subject to the Law of Nations, the more so since 
under the German Constitution the recognized principles of Inter- 
national Law constitute a binding part of the municipal law of the 
country.” 

In the last part,® the principle of “nulla poena sine lege” is con- 
sidered under general aspects of law. The purpose of this principle 
is to protect the individual from punishment who was unaware of the 
criminality of his act, and rightly so unaware. The questions are put: 
Can the men accused in Nuremberg claim with good conscience that 





5 Chapter ITI. 
6 Chapter IV. 
7 Chapter V. 

® Chapter VI. 
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they would not have committed the acts had they known that these 
acts were punishable and, can the Nazi leaders invoke the principle 
of “nulla poena sine lege” in their defense after they have done away 
with it in their own German legislation? ® 

The book provides ample elements for a thorough study of the 
problems involved. In the meantime, the Tribunal has pronounced 
sentence. The chapter “The Law of the Charter” denies that the 
Charter needs any justification but incidentally shows that the Charter 
“is the expression of international law existing at the time of its cre- 
ation” referring to the Briand-Kellogg Pact and other documents 
quoted above. 

It seems that behind the effort to establish the existence of cus- 
tomary international law the question has remained unexplored 
whether the Nazi leaders could not equally well be sentenced under 
the German Criminal Code in connection with the German Constitu- 
tion which latter, as a matter of fact, has formally remained in force 
throughout the Nazi regime. 

Otca H. HorrMann. 


® The most striking examples of ex post facto law in Nazi legislation have 
not been quoted, e.g., the Law against Highway Robbery by Means of Auto- 
mobile Traps, passed on 22 June 1938 and made effective as of 1 January 1936 
(so as to impose the death penalty for one particular such crime committed in 
1936), or the Decree against Criminals Employing Violence, published and 
effective 5 December 1939 which expressly provides: This decree shall apply 
to punishable acts committed before the date on which it became effective. 





